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1. Numerica, InpExX TO CoMPLAINANT’S EXHIBITS. 
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-..plainant’s Exhibits where each of the exhibits are set forth; ‘‘ Record 


Page” indicates the page of Complainant’s Testimony where each ex- 
hibit was offered in evidence. ] : 


Exhibit =. Exhibit Record 

No. page. 
“4. Subpoena duces tecum to T. A. 

Edison, W. E. Gilmore, Edison 

Phonograph Co., Edison Phono- 

graph Works and National 

’ Phonograph Co., dated Nov. 

hy AGED rhe nwnrenanenmetannas 675 29 
9. Subpoena duces tecum to T. A. 
Edison, W. E. Gilmore, Edison 
Phonograph Co., Edison Phono- 
graph Works, and National 
Phonograph Co., dated July 16, 

$008 2 ieccser nee esis eeemanme 679 94 
8. Agreement between T. A. Edison 
and J. H. Lippincott, dated 
June 28, 1888 (see Exhibit No. 

46, p. 180) ........ seen eee eeee 682 98 

4, Agreement between T. A. Edison 


aw) 


and Edison Phonograph Co., 
dated October 28, 1887..... eee. 683 899 
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‘aa _ Exhibit Exhibit Record 
Bea ° No. page. page. 
5. Agreement between T. A. Edison 
and Edison Phonograph Works, 
dated May 12, 1888............ 690 99 
6. Agreement detween T. A. Edison, 
Edison Phonograph Works, 
North American Phonograph 
_, Co. and J. H. Lippincott, dated 
Bi: October 10, 1888 (see Exhibit 
a et | ee rere 695 99 
be _  % Agreement between T. A. Edison, 
“3 Edison Phonograph Co., Edison 
a Phonograph Works, North 
23 American Phonograph Co. and 
pe J. H. Lippincott, dated Oct. 12, 
a | Sh ES Eee 695 105 
Bees 8. Agreement between Edison 
pe : Phonograph Co., Edison Phono- 
graph Works, T. A. Edison, J. : : <2 
H. Lippincott and North Ameri- 3 
can Phonograph Co., dated 
& Jeareary 29, 1890....46. 0000050 703 . 106 
9. Affidavit of T. A. Edison, with | 
copy of Agreement of Aug. 1, 
1888; between Edison, N. A. 
- Phono. Co. and Lippincott an- 
nexed, in case of American 
Grapbophone Co. vs. Walcutt, 
verified Dec. 6, 1894........... 706 110 
10. Bill of Complaint, National 
- Phonograph Co., Edison Phono- is 
graph Works, and New York . at 
Phonograph Co., against Colum- 
bia Phonograph Co. and E. D. ; 
' Easton, filed Oct. 9, 1896....... 711 i111 
a 1. (Identical with Exhibit No. 10, 
XS except as indicated)............ 724 111 
Be 12.. Order, filed December 9, 1896, 
“8g discontinuing suit of National 
) ia oo . Phonograph Co., Edison Phono- 
ae _ graph Works and New York . 
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page. 


Phonograph Co. against Colum- 


. bia Phonograph Co. and E. D. 


~ Easton, on patents 382,418, 


13. 


14. 


tw Et 


18. 


19.. 
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382,462, 400,648, 414,761 and 
430,274 (for complaint, see Ex- 
hibit No. 10).« siccscagdews ven 127 
Order, filed Dec. 9, 1896, discon- 
tinuing suit of National Phono- 
graph Co., Edison. Phonograph 
Works and New York Phono- 
graph Co. against the Columbia 
Phonograph Co. and E. D. EKas- 
ton, on patents 386,974, 430,278, 
484,583, 484,584 and 499,879 (for 
-complaint, see Exhibit No. 11). 728 
Agreement between Edison ~ 
Phonograph Co. and National 
Phonograph Co., dated April 2, 
1900s 5 cn eociea crate mememenetee 729 
Certificate of Incorporation, Na- 
tional Phonograph Co., dated 
January 25, 1806.......2-.000. 731 
Notice of John R. Hardin, Re- 
ceiver, dated Feb. 15, 1895 (iden- 
tical with Exhibit A of Exhibit 
» No. 36, page 180)... 20.0000 T34 
Advertisement soliciting sub- 
scriptions for stock of North 
American Phonograph Co...... 734 
Notice to the public by T. A. 
Edison, in fac simile of his 
handwriting, that National 
Phonograph Co. is the only 
company making and selling 
genuine Phonographs ......... 137 
Notice to Dealers on Phonograph 
Record Box, signed T. A. Edison, 
and_registered in Patent Office, 
containing list of patents, &c.. 737 
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Record Slip, registered in U. S. 
Patent Office by National Phono- 
gin 00.5 0. ¥ veceeanecann sass 

Letter from North American 
Phonograph Co. to Ohio Phono- 
graph Co., dated January 23, 
1894, regarding rented Phono- 


Supplemental Agreement between 
the North American Phono- 
graph Co. and the New York 
Phonograph Co., dated July 1, 
F808 635.4 6 5, ane sieerse wee 6 Seis Oo es 

Agreement between American 

' Graphophone Co. and the Na- 
tional Phonograph Co. and 
Edison Phonograph Works, 
Gated Dac... Ty TGs 60s caeascces 

Bill of Sale of local company con- 
tracts by John R. Hardin, Re- 
ceiver North American Phono- 
graph Co., to Frederick P. Ott, 
dated Feb. 18, 1896, and acknowl- 

“ edged March 21, 1896.......... 

Bill of Sale of assets of North 
American Phonograph Co. by 
John R. Hardin, Receiver North 
American Phonograph Co., to 
Naticnal Phonograph Co., dated 
Feb. 18, 1896, and acknowledged 
MAG TL, MBG ce cas vinacssxe 

Check of T. A. Edison for 37,500 

_ endorsed to order of John R. 
Hardin, Receiver (printed in 
Record, p. 128, at Q. 667, testi- 
mony of Hdison) .............5 

Plea, American Graphophone Co. 

' yw. Ed. Phonograph Werks 
(printed in Exhibit No. 46, pp. 
pC) a ee ee ee 
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No, page. page. 


98. + Affidavit of Thomas A. Edison, 
etc. (see Exhibit No. 36, p. 120, 
which isa certified copy thereof) 775 140 
29. Amended Complaint, American 
Grapbophone Co. v. Ed. Phono- q 
graph Works (printed in Exhibit 


Ne, £5, i Win caciscnsconpies "75 144 
. 80. Replication, American Grapho- : 
phone Co. v. Ed. Phonograph 
“ Works (printed in Exhibit No. 
Afi, Dp 100, WO wncnvrensswexas 15 144 


31. Plate of Phonograph Patents used 
' by North Amer. Phono. Co. 
sme (printed in Record at p. 150, Q. 
ae & : 476, testimony of Edison)...... "75 150 
: 82. Assignment of Phonograph 
Patents by John R. Hardin, 
- Receiver North American - 
Phonograph Co., to National , 
— Phonograph Co., dated Oct. 5, 
oy : ee ee ee 776 181 4 
: 83. Assignment, of Phonograph 
patents by John R. Hardin, Re- 
2 “ ceiver North American Phono- 
graph Co., to National Phono- 
graph Co., dated October5, 1896 778 181 
$4. Certificate of Incorporation of the 
Edison Phonograph Co., dated 
Sept. 30, 1887........----2+--- 781 ~183 
85. Certificateof Incorporationof the  .- : 
Edison Phonograph Works, 
dated April 30, 1&88........... 785 183 
86. (Feb. 17, 1902) Certificate of In- 
corporation of the North Amer- 
"es 5 ican Phonograph Co., dated 
ee ee ree 789 183 
86. (Feb. 19, 1902) Notice of Motion ; 
to apportion time to take testi- 
2 mony in case of American : a 
Graphophone Co. vs. Edison 
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Phonograph Works for Jan. 28, 
DS9C i oc cen svicweensccsaceswacaes 794 185 
86 ©Affidavit of T. A. Edison in fore- 
going case, verified Jan. 23,1896 795 185 
{ g “© (Exhibit A.) Notice of John R. 
Hardin, Receiver North Amer- 
ican Phonograph Co. soliciting 
-— bids for property of North Amer- 
_ ican Phonograph Co., dated Feb. 
DO SOO sisteveccra cans deuedsweans 804 185 


Hardin, Receiver North Amer- 
. ican Phonograph Co., to its 
creditors and stockholders of bid 
of Thomas A. Edison for its 
entire assets, dated March 28, 
NGOS: cciisesesas s2sengeneeeess 807. 185 
** (Exhibit C.) Order of Chancellor oti 
McGillin case of W. W. Cutting, ; : 
Exr., vs. North American Phono- : 
graph Co., dated May 6, 1895, 
directing receiver not to accept — 
Edison’s bid and to proceed 
- against Edison toprocure assign- 
: ment of patents, etc........... 808 185 
*¢ (Exhibit D.) Order of Chancellor 
McGill in case of W. W. Cutting, 
Exr., vs. North American Phono. A 
graph Co., dated Dec. 26, 1895, aE oe 
i 


<0 4 ee 


re teats ge + 


directing creditors and stock- : ‘ 
holders to show cause why an 
~ offer of compromise by T. A. 
_ eee Edison to J. R. Hardin, Receiver, 
should not be accepted......... StL 185 
‘* Offer of compromise, T. A. Edison 
to J. R. Hardin, Receiver, dated 
December 21, 1895............. 812 185: 
“© (Exhibit E.) Order of Vice-Chan- 
. _cellor J. R. Emery directing 
6 as Receiver J. R. Hardin to accept 
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wo i 4 = Exhibit Record 
. . * compromise offer of T. A. Edison sisi 
= : and Edison Phonograph Co.... 815 185 
86 (Exhibit F.) Notice of J. R. 
Hardin, Receiver North Amer- 
- * ican Phonograph Co., offering % 
ba A for sale assets of North Amer- 
Be ican Phonograph Co., dated 
~ Jan. 20, 1896........0eeeeeeeee 822 185 
“RM 87. Order to show cause setting forth 
ee : Edison’s offer of compromise 
(identical with Exhibit D of 
Exhibit No. 36, of Feb. 19, 1902, 
supra, printed at page 137)..... 828 192 
38. Final Decree, on consent of 
Howard W. Hayes, for injunc- 
tion against Edison Phonograph 
Works, in case of Hardin, Re- 
ceiver, vs. Edison Phonograph 
Works, dated January 21,1896. 829 198 
, 89. Injunction against Edison Phono- , 
ag , graph Works, issued by Chan- . 
ae cellor McGill February 3, 1896.. 830 198 . 
ny “a . 40. Edison’s offer of compromise J 
a : (forming part of Exbibit D of 
a Exhibit 36, printed on page 137) $31 201 
ae ° . ' 41. Order of discontinuance in case 
° of J. R. Hardin, Receiver, North 
_ American Phonograph Co. vs. 
ri T. A. Edison, dated January 21, 
. ee eae 
; - 49. Letter, dated July 25, 1895, R. N. 
ee Dyer, attorney for Ed. Phono. 
i. ’ Works, to J. R. Hardin, Re- 
- [ See. —— ceiver, threatening that Ed. 
: -Phono. Works would sell Phono- 
graphs to the public (this exhibit 
is set out in the-Record at p. 216, 
wt Q. 136, testimony of Hardin)... 833 216 
E. ' 43. Subpcena duces tecum to T. A. 
~ eae Ar _ Edison, Edison Phonograph , 
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og : Ix ; : 
z bet Exhibit Exhibit Record 
piead + No. page. page. * 
at Co., Edison Phonograph Works, Bre = 
z National Phonograph Co., John . 
ee R. Hardin, J. Adriance Bush 
 - a, t and John F. Randolph, dated 
- 3 February 7, 1903.............. 833 218 
- 44. Subpoena duces tecum to National 
YY -~ Phonograph Co., John F. Ran- 
eH . dolph, Edison Phonograph Co., 
ae Edison Phonograph Works and i, e 2 
aq William &. Gilmore, dated Feb. 
- ag. OF: Wise sceesc caves valess 837 224 
“4 45. Subpoena duces tecum to W. E. 
i. Gilmore, National Phonograph 
og Co., John R. Hardin, J. Adri- 
A : ance Bush, John F. Randolph, 
S a _ Edison Phonograph Co., Edison 
D _ Phonograph Works, dated Feb. 
ej Nt ACh tinesdddomnwund brew Geka §39 239 aki 7 
7 46. Amended Bill of Complaint, 
4 4 ' American Graphophone Co. vs. 


Be Edison Phonograph Works, filed Pg 
~ B Pt. 19, TRG occu cenanpivedens 843 241 { 
“Plea of Edison Phonograph ? 
; Works to amended Bill of Com- 
eee plaint of American Graphophone 
By i Co., filed January 22, 1895..... 852 241 

ze ‘* Agreement between T. A. Edison 
; and J. H. Lippincott, dated June 
28, 1888..... -Siatwauiteneanss 854 241 
- Contract annexed and senenn to 
be executed between Edison and 
a, the American Phonograph Co., H 
S ; foe _ dated a. se (859° 242 
3 ‘* Contract annexed and agreed to . 
be executed between Edison ; ; 


Phonograph Works and Amer- . 
oh ican Phonograph Co., dated 4 
. ee ee oe 863 241 
o a ‘ Agreement between T. A. Edison, 
the North American Phono- 
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Exhibit 
No, 


46 


se 


cs 


sé 


ee 


x 
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graph Oo. and J. H. Lippincott, 
executed and dated August 1, 


Agreement between the North 
American Phonograph Co. and 
Jesse H. Lippincott, and the 
Edison Phonograph Works, ex- 
ecuted and dated August 1, 1888 

Agreement between T. A. Edison, 
Edison Phonograph Works, the 
North American Phonograph 
Co. and Jesse H. Lippincott, 
dated Oct.. 10, 1838... s0500000 

Agreement between T. A. Edison, 
the North American Phonograph 
Co. and Jesse H. Lippincott, 


' dated August 1, 1888 (same as 


GHG) hoc csseungaveravewitnass 
Agreement between North Amer- 
ican Phonograph Co. and J. H. 
Lippincott, and the Edison 
Phonograph Works, dated 
August 1, 1888 (same as above). 
Agreement between J. H. Lippin- 
cott and the American Grapho- 
phone Co , dated August 6, LS88 
Agreement between T. A. Edison 
and Jesse H. Lippincott, dated 
June 28, 1883 (same as above).. 
Agreement annexed and agreed 
to be, executed between T. A. 
Edison and American Phono- 
graph Co., date? . 
1888 (same as above)........... 
Agreement annexed and agreed 
to be executed between the 
American Phonograph Co. and 
the Edison Phonograph Works, 
dated , 1883 (same 
SHRDOWG) ih chsicen se usgats eaaee 
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885 
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No. page. page. 


* 
a 46 Supplemental agreement between 
a the American Graphophone Co. 
3 . and J. H. Lippincott, dated 
a Ang. 6, 1888. 6.6. sicendseness 896 241 
3 (Replication, filed January 29, 
1895, American Graphophone 
4 .~ Co. vs. Edison Phonograph 
3 WOE ais csvoses vans antenkoes 903 u4l 
a 47. (Of March 18, 1903.) Subpoena 
duces tecum to J. Adriance Bush, : 
dated March 5, 1903........... 904 248 
47. (Of April 16, 1903.) Agreement os 
“4 between the North American 
33 Phonograph Co. and the New 
York Phonograph Co., dated 
June 138, 1889, and annexed 
thereto the agreement between 
ae ’. the North American Phono- nae 
a graph Co. and John P. Haines, 
dated Feb’y 6, 1889............ 926 275 
a ) . 48.- Agreement between the North 
Bae American Phonograph Co. and 
‘s the Metropolitan Phonograph 
0 Co., dated Jan. 10, 1889........ 934 274 
= 49. (Agreement between North Am. 
Phono. Co. and J. P. Haines, : 
dated Feb. 6, 1889, printed on 
VaG0 TAD) osiecienaas sens cowane 937 270 
50. (Agreement between North Amer- 
ican Phonograph Co. and the 
Metropolitan Phonograph Co., 
4 dated October 12, 1888, priuted 
a . |) ee 938 71 
a ; 51. Agreement between the North 
- American Phonograph Co. and 
the Metropolitan Phonograph 


sf £ Co., dated June 23, 1890, and 
ha ; annexed thereto the agreement : 
a oe between the North American 
a Phonograph Co. and the Metro- 
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Exhibit 


politan Phonograph Co., dated 
October 19, 1888... .s:0000- 264, 
52. Consolidation Agreement between 
the New York Phonograph Com- 
pany and Metropolitan Phono- 
ag ee 
52. Consentof North American Phono- 
graph Co. to the consolidation 
of the New York Phonograph 
Co. and the Metropolitan Phono- 
graph Co, dated May 10, 1890. . 
“© Agreement between the Metro- 
politan Phonograph Co. and the 
New York Phonograph Co., 
dated May 10, 1890............ 
‘© Proceedings at stockholders’ 
meeting of the.New York 
Phonograph Co. to consolidate 
with Metropolitan Phonograph 
Co., held June 25, 1890.......- 
‘* Proceedings at stockholders’ 
meeting of the Metropolitan 
Phonograph Co. to consolidate 
with the New York Phonograph 
Co., held June 25, 1890........ 


53. Certificate of incorporation of the 


Exhibit Record 


page. 


956 


965 


986 


984 


Metropolitan Phonograph Co., 


dated October 1, 1888.......... 

54. Certificate of incorporation of the 
New York Phonograph Co., 

dated February 8, 1889....... 2 

55. Preliminary prospectus of the 
Metropolitan Phonograph Co... 

56-71. (These exhibits are extracts from 
the minutes of New York Phono- 

graph Company, and are set out 

in the record as shown at Re- 

cord, page 311, x-Q 240, testi- 


mony of Haines)........ seeks 


996 


999 


1003 


page. 


277 


291 
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391 
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73. 


76. 
WF. 


78. 


§1. 


‘ xi 


Agreement dated July 1, 1898, 
_ between North American Phono- 


graph Co. and New York 


Phonograph Co. (identical with 
Ex. 22, except as noted)........ 
Letter of W. E. Gilmore, Mgr. 
~Edison Phonograph Works, to 
Walcutt, Miller & Co., dated 
March 10, 1896. ....0s00sec0ce08. 
Jobbers’ Agreement with National 
Phonograph Co., dated Jan. 2, 
DOOD Pudcreciiss oro e entre weiss Sad 
List prices of Phonographs, Re- 
cords and Blanks, discounts and 
conditions of sale, issued by Na- 
tional Phonograph Co., dated 
May 1, 1001s occsasvcxecasssewes 
Notice published regarding con- 
ditions of sale of Phonographs 
by National Phonograph Co.... 
List of suspended dealers, issued 
by National Phonograph Co., 
January 16, 1900... <6550% 00055 
List of suspended dealers, issued 
by National Phonograph Co., 
Februaty 10, 1909....65.0 05:00 
Agreement between National 
Phonograph Co. and dealers re- 
garding trade discounts, de- 
liveries, &c., dated March 25, 


Trade circular letter issued by 
National Phonograph Co., May 
2d, 1898, agreeing to hold its 
dealers harinless............ ous 

Circular letter issued to the public 
by .National Phonograph Co., 
April 1, 1898, regarding Edison 
Phonograph speakers, etc..... % 


Exhibit Becord 


page. 


1018 


1019 


1019 
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1027 
1027 


1030 


1034 


page. 


_ 862 


375 


376 


377 


378 


378 


379 


379 


379 


Raymond R. Wile 
Research Library 


- 


Exhibit Exhibit Record 
No, 


page. 
82. Letterof W. E. Gilmore, Manager 
Edison Phonograph Works, to 


i E. F. Leeds, dated March 26, 


SOG Sas cpcsiaredacn dawedews es 1036 
88. Trade circular issued by the Na- 
tional Phonograph Co., March 4, 
1903, regarding Lambert in- 
ee ee 1087 
84-85. Plates of Edison Phonograph 
patents used by Edison Phono- 
graph Works and National 
Phonograph Co. (these two ex- 
hibits are set out in the Record 
at page 402, Q. 293, testimony 
Pe | ee 1039 
86. Retail Dealers Agreement issued 
by National Phonograph Co., 
a en 1039 
87. Retail Dealers’ Price List, dis- 
counts, &c., issued by National 
Phonograph Co., May 1, 1900.. 1041 
88-100. (Printed booklets of National 
Phonograph Co.)...372, 487, 440, 1115 
101. Release of National Phonograph 
Co. to John R. Hardin, Receiver 
North American Phonograph 
Co., dated August 19, 1898..... 1046 
102. Agreement, J. H. Lippincott with 
the North American Phono- 
graph Co., July 17, 1888, tranfer- 
ring phonograph and grapho- 
PUORG Tigi 6s cic cceweses 1051 


' 103. (Agreement between T. A. Edison, 


North Americar Phonograph 

--Co., and J. H. Lippincott, 

August 1, 18Ss, printed on page 
on silcntiadaiceacniies 1054 

104. (Agreement between North Amer. 

ican Phonograph Co., J. H. 

Lippincott and Edison Phono- 


page. 


390 ‘ 


. 397 


401 


411 


413 s 


442 


443 
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449 


456_ 
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ng Exhibit Exhibit Record i 
No. 5 page. page. 

i graph Works, dated August 1, F 

| : 188%, printed on page 197)...... 1055 456 Hi 

105-106. Restriction plates used on mie 

; 4 ° phonographs by North American 4 

- Phonograph Co. (these exhibits 19 
‘are set forth in the Record at 

“pp. 461, 462, Q. 75 and Q. 79, 

testimony of Lombard) ........ 1055 461, tf 

462 a 


_— 107. Circular Letter No. 19 of North 
American Phonograph Co. ‘‘ To 
the Phonograph Companies,” 
dated February 3, 1890........ + 1055 463 

108. Circular Letter No. 49, of North 
American Phonograph Co. ‘To 
the Phonograph Companies,” 
oe: dated December 4, 1890........ 1056 466 
109. Circular Letter No. 51, of North 
American Phonograph Co. ‘‘ To : 
s ‘ the Phonograph Companies,” 
dated December 16, 1890....... 1060 466 
110. Form of lease used by ‘‘the 
Phonograph Companies,” by 
direction of North American 
Wo Ot Ses 1061 526 
“411. Stock certificate, North American 
Phonograph Co., dated. May 18, ee, i 
WIENS ceccavem endonse Senin cas 1065 527 
H 
} 


he 


112. Notice to take testimony on final 
hearing in case of New York } 
Phonograph Co. vs. National : i 
Phonograph Co. e¢ al., dated i 
Oeteber 15, T1008 «cis s sss cnntens 1066 535 ' 

113. Examiner’s order to take testi- } 
mony of W. E. Gilmore in case ‘ 
of New York Phonograph Co. { 
vs. National Phonograph Co. 
et al., dated October 15,1903... 1068 535 

ais 114. Assignment by Edison Phono- af oo 4h 

_ graph Co. to J. R. Hardin, Re- 
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Exhibit . 
No, 


ceiver, of certain Phonograph 
patents, dated January 16, 1896 
115. Assignment by Thomas A. Edison 
to J. R. Hardin, Receiver, of 
certain Phonograph patents, 
dated Jan. 16, 1806......00000s 
116. Assignment by T. A. Edison to 
the Edison Phonograph Co. of 
certain Phonograph patents, 
dated May 8, 1900............. 
117. Assignment by T. A. Edison to 
the Edison Phonograph Co. of 
certain Phonograph patents, 
dated July 27, 1888....,....... 
118. Assigument by T. A. Edison to the 
Edison Phonograph Co. of cer- 
tain Phonograph patents, dated 
DUG BT, LOSS. xo scdacas tenndaxs 
119. Assignment by T. A. Edison to 
National Phonograph Co. of 
patent 713,209 for duplicating 
phonograms, dated December 


120. Assignment by T. A. Edison to 
National Phonograph Co. of 
Phonograph patent 622,843, 

~ dated April 26, 1901........... 

121. Assignment by T. A. Edison to 
National Phonograph Co. of 
patent 667,662 for duplicating 

records, dated Dec. 24, 190L.... 

122. Assignment by T. A. Edison to 

. National Phonograph Co. of 
patent 604,740 for improvement 
in governors for motors, dated 
Ontobér ©, 1061 ccs ccsacascusss 


128,» Assignment by T. A. Edison and 


the North American Phonograph 
Co. to the Edison Phonograph 
.- Co. of certain Phonograph 
patents, dated May 22, 1893.... 


Exhibit Record 


prge. 


1070 


1073 


1076 


1077 


1080 


1082 


10S4 


1088 


1089 


page. 


536 


536 


536 


536 


536 


537 


537 


537 


537 


537 
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124. Assignment by T. A. Edison and 
the North American Phono- 
graph Co. to the Edison Phono- 
graph Co. of Phonograph patent 
281,453, dated May 23, 1893.... 
125. Petitionof New York Phonograph 
. Co. to Chancellor McGill in case 
of Cutting vs. North Am. Phono- 
graph Co., dated April 24, 1895. 
‘© Ch. McGill’s order to J. R. Hardin 
to show cause in above case.... 
Answer of J. R. Hardin, Receiver, 
to petition of N. Y. Phono. Co. 
Order of reference to the Vice- 
ORSMCONOT oii sssccaes sanenaas 
‘© Order of Chancellor McGill direct- 
ing payment of Royalties...... 
126.° Restraining order of Chancellor 
‘McGill in case of New Jersey 
Phonograph Co. vs. North Amer- 
ican Phonograph Co., dated Nov. 


66 


_ 12%. Order for injunction pendente lite 


against Edison Phonograph 
Works to restrain sale of Phono- 
graphs, dated Oct. 21, 1895..... 

128. Order of Chancellor McGill pro- 
: viding the manner in which J. 
R. Hardin, Receiver North 

- American Phonograph Co., shall 

sell Phonographs, dated Sept. 

90 WUE sw cccasoawek pest sade hes 

‘© Order of Chancellor McGill direct- 
ing Receiver Hardin not to ac- 

cept bid of T. A. Edison, and to 
procure assignment from him 

of Phonograph patents, dated 

; Mia B, TATE oe ois ne sce wonearvne 
129. Affidavit of Thomas A. Edison 
forming part of complaint in 

suit of Cutting vs. North Amer- 

ican Phonograph Co., dated 
August 15, 1894........ssseeee 


Exhibit 
page. 


1092 


1094 


1101 


1102 , 


1107 


1108 


1112 


1114 


1116 


1119 


1193 


Record 
page. 
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[Notre.—The following exhibits are set out in the 
testimony and are not printed in the Book of Ex- 
hibits.] ; 
Exhibit ; . Record 

No, . 

130. Letter North American Phonograph Co. 
to Ohio Phonograph Co., dated May 
131. Letter North American Phonograph Co. 
8 , 2 d to Ohio Phonograph Co., dated July 
‘y ae DIG os rhivsweibaathancnndeaten 579 
§ 132. Edison patents relating to the phono- 
og _— PEP cack ax cssae ws 595—Exhibit page 459 
- 183. Extract from the Phongraphic News of 
“3 May and June, 1895, relating to spring 
Sag motor Edison Phonographs......... 606 
“4 134. Extract from the Phonographic News 
3 ae of May and June, 1895, relating to 
ae again spring motor Edison Phonographs... 606 
a vee -. 185. Extract from the Phonographic News 
a . of May and June, 1895, relating to 
spring motor Edison Phonographs... 606 a 
, : 136. Extract from the Phonographic News i 
~ of May and June, 1895, relating to y 
promised improvements in the Phouo- 
— BMIeesks scctane da sisasisaccsay 606 
-187. Letter dated January 17, 1890, North 
American Phonograph Co. to the 
phonograph companies............. 606 
188. Letter dated July 30, 1890, North Amer- i 
ican Phonograph Co. to the phono- 
ay. graph companies... ........0c0ss08. 606 
es 139: Letter dated August 1, 1890, North 
. American Phonograph Co.-to the. 
: phonographic companies............ 606 
as: , 140: Catalogue of musical phonograms for { 
yg a. 7 the phonograph issued by North 
a American Phonograph Co. in 1890... 606 
i : 141. Advertisement of New York Phono- 
aa graph Co. in the Phonogram of Janu- 
ae : | es REP IOI oo 05 5 0 ae caanuicnss wen Rina es 648 
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ae or 
142. Advertisement of the North American 
Phonograph Co. in the Phonogram of 
* SOMIEY, 1808 oo tne ogee mana ned sone 648 
> 148. Letter National Phonograph Co. to E. 
F. Leeds, dated May 6, 1896.......-. 672 
144. Letter National Phonograph Co. to E. 
F. Leeds, dated May 11, 1896........ 673, 
os CEE, BPO: o.oo 005s ceserneasesaees 1805 
wi ee 1313 


‘IL COMPLAINANT’S EXHIBITS BY TOPICS. 


AGREEMENTS AND CONTRACTS. , 
: Exhibit 
No. page. 
4. Oct. 28th, 1887. Between Edison and 
Edison Phonograph Co.........--. 683 
5. May 12, 1888. Between Edison and . 
Edison Phonograph Works....... 690 . : ¢ 
8, 46. . June 28, 1888. Between Edison and j 
v1 LAIPPIOCOGE i cio: as wewns d 50s 682-854-885 
102. July 17, 1888. Between Lippincott ? 
and North Am. Phono. Co........ 1051 pen 


104, 46. Aug. 1, 1888. Retween North Am. 
Phono. Co., Lippincott and Ed. 

PROG, Werke. ss si cevcossnns 1055-871 
103, 46. Aug. 1, 1888. Between Edison, 
; North Am. Phono. Co. and Lippin- 


ee ee ee ee ee ee 1054-866 
46. Aug. 6, 1888. Between Lippincott _ 7 
and Am. Graphophone Co........ 883 
46: Aug. 6, 1888. Between Lippincott 
‘and Am. Graphophone Co........ 896 


ce 6, 46. Oct. 10, 1888. Between Edison and 
Ed. Phono. Works, North Am. 
Phono. Co. and Lippincott...... 695-874 
7. Oct..12, 1888. Between North Am. 
Phono. Co., Edison, Edison Phono. 
Co., Edison Phono. Works and ‘ 
¢ AOU ssa 5 tas ce adiesien seemen 695 
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117. 


/ 


118.- 


123. 


124. 


xx 
Exhibit 
page. 
Oct. 12, 1888. Between North Am. 
Phono. Co. and Met. Phono. Co... 988 
———.,, 1888. Between Edison and 
Am. Phono. Co.......-++++- 682-859-890 - 
——-——,, 1868. Between Edison 
Phono. Works and Am. Phono. 
Os cis acncnsdeccncweerseses 682-863-894 
Jan. 10, 1889. Between North Am. 
Phono. Co.’and Met. Phono. Co.. 934 
Feb. 6, 1889. Between North Am. 
- Phono. Co. and Haines.....----- 937-907 
June 13, 1889. Between North Am. 
Phono. Co. and N. Y. Phono. Co.907-926 ei 
Jan. 22, 1890. Between Edison 
Phono. Works, Lippincott and ys 
North Am. Phono. Co.......--++: 703 
May 10, 1890. Between N. Y. Phono. 
Co. and Met. Phono. Co.......-- 966-986 
June 23, 1890. Between North Am. 
Phono. Co. and Met. Phono. Co. .938-956 
July 1, 1893. Between North Am. a 
Phono. Co. and N. Y. Phono. Co.789-1018 ; 
Dec.7, 1896. Between Am. Grapho. 
Co., Natl. Phono. Co. and Edison 
Phono. Works.......----+eeeeee: 746 
April 2, 1900. Between Edison 
Phono. Co. and National Phono. 
i a eT eT Srieseaees 729 
* ASSIGNMENT OF PATENTS. 
July 27, 1888. Edison to Edison. 
Phonograph Co......-+++-+++++++ 1077 
July 27, 1888. Edison to Edison 
Phonograph Co.....----+-++-+++ 1080 
May 22, 1893. Edison and North 
Am. Phono. Co. to Edison Phono. 
se isienia i eesnd a hae NER INES 1089 
May 23, 1893. Edison and North Am. 
Phono. Co. to Edison Phono. Co.. 1092 _ 
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xxI 
> Exhibit 
>No. page. 
128, May 6, 1895. Edison to Hardin, Re- 
ceiver (order for).............005: 1119 
414. Jan. 16, 1896. Edison Phono. Co. to 
. . Hardin, Receiver ............00+6 1070 , 
= e ba 415. Jan. 16, 1896. Edison to Hardin, ! 
DOGGIEE iss assangsiatonenwecne 1073 , 
$2. Oct. 5, 1896. Hardin, Receiver, to 
= Neti. PHONG: CG. s.500c0bsesa080 776 
83. Oct. 5, 1896. Hardin, Receiver, . to 
. atl. PHoAnG. Coe vccisdanwecvesvas 778 
ne o< 116. May 8, 1900. Edison to Edison 
Phono. Co..........0sesceceeeeee 1076 
120. Apl. 26,1901. Edison to Nat]. Phono. 
OGircc seas SORE MORASS aie Mees ear 1034 
122. Oct.2,1901. Edison to Natl. Phono. 
S OOikieensawcnnasnuktaecaenatenw’ 1088 
121. Dec. 24,1901. Edison to Natl. Phono. 
Ei askasaataniapionas tins i icnioupren 1086 i 
119. Déc. 16, 1902. Edison to Natl. Phono. : a : 
COS. cacanes Ugeasule landainrei ov euile atnivs overs 1082 
36 24 . ! H 
ve . CERTIFICATES OF INCORPORATION. - 24 
34. Sept. 30, 1887. Edison Phonograph 
hs dca cadacovimee sie kecet ers’ wen 781 : 
35. Apl. 30, 1888. Edison Phonograph 
; WOEER: vas ciuset stceses ownne teas 785 
ad 36. July 14, 1888. North Am. Phono. 
iss sae eeciks bay HES RRR ER hE 789 
53. Oct. 1, 1888. Met. Phono. Co...... 996 : 
54. Feb. 8,1889. The N. Y. Phono. Co. 999 
52. Sept. 12, 1890. New York Phono. 
S Osim Kies cRawrigcasee sos SOOO 965 


BAAR O10 el ENTE NAT PORTER TIRNS  . 


15. Jan. 25, 1896. National Phono. Co. 731 


*. Suppcenas ISSuED. | 


2. July 16, 1902. To Edison, Gilmore, 
‘ Ed. Phono. Co., Edison Phono. 
sa : Works, Natl. Phono. Co......... 679 
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ener, 


X35 
me xx 
a p -1, Nov. 24, 1902. To Edison, Gilmore, 
Rees - Ed. Phono. Co., Edison Phono. 
a iv : Works, Natl. Phuno. Co......... 675 
a 43. Feb. 7,1903. To Edison Phono. Co., > 
a ' Edison, Edison Phono. Works, 
‘ . .Natl. Phono. Co., Hardin, Bush 
ce ee and Randolph...........-.e.e00- 833 
oo oP 45. Feb. 7, 1903. To Gilmore, Edison 
a . Phono. Co., Edison Phono. Works, 
e Natl. Phono. Co., Hardin, Bush 
% ? OE ROR son dc cennaginesaes 839 
44. Feb. 17, 1903. To Gilmore, Edison 
Phono. Co., Edison Phono. Works, 
4 Natl. Phono. Co. and Randolph... 837 
“% 47. Mch. 5, 1908. ToJ.A. Bush....... 904 
a AFFIpavirs. 
d 129. Aug. 15, 1894. T. A. Edison Gnsol- 
vency, N. A. P. Co.)....- ie epixers a Se 1123 
9 Dec. 6, 1894. T. A. Edison (Amer. fe 
ss : Graph. Co. v. Walcutt) .......... 706 
# aie 98 & 36. Jan. 23, 1896. T. A. Edison (Graph. | 
a Co. v. Phono. Works)........... -T15~198 | 
PLEAS AND ANSWERS. : 
27 & 46. Jan. 22, 1895. Edison Phono. Works 
to Am. Graph. Co... . 6.200.000 775-852 | 
“a 3 30 & 46. Jan. 29, 1895. Replication, Am. 
i” a ; . Graph. Co. v. Edison Phono. 
“4 : Works...2..cc.escesecscceceess 775-903 | 
a : : Bits oF CouPLain. . 
4 10 & 11. Natl. Phono. Co., Edison Phono. 
. . Works and N. Y. Phono. Co. vs. 
? Columbia Phono. Co............ 711-724 
: 29 & 46. Am. Grapho. Co. vs. Edison Phono. 
f Wot ax swessiccneney va new 6 vee 7175-843 hae 
4 
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xxuI 
m 2 
Orpers oF Court, DECREES, ETC. 

12 & 18. Discontinuing suit of Nat. Phono. 

Co., Edison Phono. Works and 

N. Y. Phono. Co. vs. Columbia 
Phono. 00.6 +5 iss enews s ese 127-728 

26. Motion to take test, Am. Graph. Co. 
v, Ed. Phono. Works........--++ 794 

36. Order in Cutting vs. North Am. 
PHONG: CG. acick Venwessawe sews 808-811 

86. Directing receiver not to accept 
Edison’s bid and to proceed....... 808 


86. Directing Harding, Receiver, to ac- 
cept Edison’s offer of compromise. 815 
86, 37. Order to show cause on foregoing 


OLOSE cies Cinisisaasstacwewwnssrs 811-828 

88. Final decree for injunction against 
Edison Phono. Works ........--- 829 

89. Injunction against Edison Phono. 
NUEE Gira cctinandqasentanaswdar 830 

127. Order for injunction pendente lite 
against Ed. Phono. Works......- 1114 

41. Discontinuing case of Hardin v. 
WAGs ois cee eens ts wee ewes msi 8 832 

126. Restraining order, New Jersey Phono. 
Oo. v..N.. A. P. C0... ccceceecisvees 1112 

-. 198. Sale of machines by Receiver, man- 
Nee OE io sF canan can sccenewns te09e8 1116 

128. Refusing bid of Edison; ordering 


assignment of patents............ 1119 


. Novices AND PROCEEDINGS. 


52.. June 25, 1890. Consolidation Met. 


and N.Y. Phono. Cos.. 0.206000. 984 
52. June 25, 1890. Consolidation N. Y. 
and Met. Phono. Cos,............- 974 
125. Apl. 24, 1895. Petition of N. Y. 
Phono. Co.....-.--++: series 1094, 1108 
) s 


ee 


' 
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No, 
16 & 36. 


36. 


OFFERS 


86 & 40. 
36, 37. 


36. 
38. 


52. 


139. 


112-113. 


xxIV 


my Exhibit 
page. 


Feb. 15, 1895. Notice of J. R. Hardin, 
Receiver 734-804 


Mch. 28, 1895. Notice of J. R. Hardin, 
RGCOIVOR os ioe siocie se aisew aictsiaraars 807 

Jan. 20, 1896. Notice of J. R. Hardin, 
ROGEIVER dec sqcmx snk iw wwwesaieenst 822 


Oct. 15, 1903. Notice and order to 
take testimony of Gilmore ... . 1066-1068 


OF COMPROMISE AND CONSENTS, RE- 
LEASE, ETC. 


Compromise offer, T. A. Edison to 
Hardin, Receives «s.05«<ceecsens 812-831 
Order to show cause why compromise 
should not be accepted 811-828 
Order directing acceptance of above. 815 
Consent to injunction; Hardin and 
Edison Phono. Works 
Consent of North Am. Phono. Co. to 
consolidation of Metropolitan and 
New York Phono. Cos 
Release of National Phono. Co. to 
Hardin, Receiver................ 


see ewww wee 


829 


ee 


965 


ed 


~ 1046 


LETTERS MARKED AS EXHIBITS. . 


Jan. 17,1890, North American Phono- 
graph Co. to Phonograph com- 
panies (see Record, p. 602) 

Feb. 3, 1890. North American Phono. 
‘Co. to the phonograph companies 
(Cir. letter No. 19)........c00s00s 

July 30, 1890. North American 
Phonograph Co. to phonograph 
companies (see Record, p. 60+4).... 

Aug. 1, 1890. North American 

* Phonograph Co. to the phonograph 
companies (see Record, p. 604).... 


eee eee ne 


1055 
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Ro, 
108. Dec. 4, 1890. North American Phono. 
Co. to the phonograph companies 
; (Cir. letter No. 49)... ..+..00s+00. 
> - 109. Dec. 16, 1890. North American 
Phono. Co. to the phonograph 
companies (Cir. letter No. 51)..... 
21. Jan. 23, 1894. North American 
+ Phonograph Co. to Ohio Phono- 


180. May 4, 1894. North American 
Phonograph Co. to Ohio Phono- 
graph Co. (see Record, p. 577).... 
131. July 20, 1894. North American 
Phonograph Co. to Ohio Phono- 
graph Co. (see Record, p. 578) .... 
42. July 25, 1895. ‘Dyer to Hardin, Re- 


CONV OL ars wntieia traieidienve oe serereeneoes 

73. Mar. 10, 1896. Gilmore to Walcutt, 

PE dora cnwemoxsnehwennes 

82. -Mar. 26, 1896. Gilmore to Leeds... 

< 143. May 6, 1896. National Phonograph 
Co. to E. F. Leeds (see Record, p. 

i estat reercdonwndduntasstenanen 


144. May 11,1896. National Phonograph 
Co. to E. F. Leeds (see Record, p. 
EE aintannsdaswecwiukewians oe 


LETTERS NOT MARKED AS EXHIBITS, BUT READ 
INTO THE RECORD. 


Jan. 22, 1889, Thomas A. Edison to New York 

» Tribune (see Record, p. 575).........-00. 
Oct. 17, 1889, North American Phonograph 
Co. to the phonograph companies (see 
Record, p. S79)... .0ssesscndcsscssevsees 
1892, Thomas A. Edison to local 
phonograph companies (see- Record, pp. 


¢ 


SF BOK, CID ccascccat cams adasnes ren ie 


Exhibit 
page. 


1056 


1060 


739 


833 


1019 
1036 


PAGE 
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Jan. 25, 1894, North American Phonograph 
Co. to Ohio Phonograph Co. (see Record, 
PGB caccavenarenhvcusvacecneennne’ —_ 

Sept. 25, 1804, New York Phonograph Co. to 
Hardin, Recciver (Defendant’s Record, pD. 
300; Haines, x-Q. 104).---++++serrrttes 

Oct. 3, 1894, New York Phonograph Co. to 
Hardin, Receiver (Defendant’s Record, p. 
298; Haines, x-Q. 102) .----- Jawegese soe 

Oct. 3, 1894, New York Phonograph Co. to 
N. A. Phono. Co. (Defendant's Record, p. 
300; Haines, x-Q. JOB)scscavesacewcnss 

May 6, 1895, Edison to Hardin, Receiver, 

- waiving Court House gale (see Record, p- 
PAG dian dfemsnnxdn nina soxw non mmseeneaness 

Feb. 10, 1896, New York Phonograph Co. to 
Thomas A. Edison (Defendant’s Record, 
p. 229; Fahnestock Re-x-Q. 397)..--++:+- 

Feb. 21, 1896, New York Phonograph Co. to 
Thomas A. Edison (Defendant’s Record, 
p. 229; Fahnestock, Re-x-Q. 297)..-+---- 

May 24, 1897, United States Phonograph _Co. 
to Ohio Phonograph Co. (see Record, p. 
BBW wecvesannensanssinppnenaesnernnse® 

Mar. 15, 1898, H. W. Jessup to R. N. Dyer 
(Defendant’s Record, p. 120; Dyer, Q. 5).- 

Apr. 4, 1898, R. N. Dyer to H. W. Jessup (De- 
fendant’s Record, p. 127; Dyer, x-Q. 9).-- 

Apr. 5, 1898, H. W. Jessup to R. N. Dyer (De- 

 fendant’s Record, p. 126; Dyer, x-Q. 9)-- 

Apr. 5, 1898, R. N. Dyer to H. W. Jessup (De- 
fendant’s Record, p. 127; Dyer, x,Q. 9)-- 

Apr. 19, 1893, H. W. Jessup to R. N. Dyer (De- 
fendant’s Record, p. 125; Dyer, x-(); 7);. 

Apr. 21, 1898, R. N. Dyer to H. W. Jessup (De- 
fendant’s Record, p. 122; Dyer, Q. 5)..--- 

Apr. 23, 1898, R. N. Dyer to H. W. Jessup (De- 


fendant’s Record, p. 123; Dyer, Q. 5)..-.° 


Feb. 1, 1901, Circular letter of New York 
Phonograph Co. (see Record, p. 647)..--- 


PAGE 
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June 4, 1902, New York Phonograph Co. to 
Central Trust Co. (see Record, p. 324).... 
June 23, 1902, New York Phonograph Co. to 
Thomas A. Edison (see Record, p. 346)... 
June 26, 1902, Thomas A. Edison to New York 
Phonograph Co. (see Record, p. 347)..... 
July-2, 1902, New York Phonograph Co. to 
Thomas A. Edison (see Record, p. 347)... 


July 7, 1902, Thomas A. Edison to New York 


Phonograph Co. (see Record, p. 347)..... 
BILLs OF SALE. 

No. 
24. Feb. 18, 1896. J. R. Hardin. Receiver, 
GON: MOC csi conssw ochs vesdessees 
25. Feb. 18, 1896. J. R. Hardin, Receiver, 
to NaGl. Phono. Co... .....0..00200. 
82. Oct. 5, 1896. J. R. Hardin, Receiver, 
* DOSES Pee6. 6. bss eevcasndevdans 
83. Oct. 5, 1896. J. R. Hardin, Receiver, 
te: Na, Feene 06. cs cicnvonens nenks 
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“POTTER BUILDING, 38,PARK ROW, 
NEW YORK, “JULY 12th, 1892. 


a 
: TO THE 
~ F 
President, Vice President & Officers 
Of New York Phonograph Co., 
257 Fifth Avenue, New York. 
o Gentlemen: 
In accordance with your instructions, we have 
made an exhaustive Audit of the Books and accounts of the 
PRELIMIN 
ARY. above named Company from January lst, 1891 to June 30th, 
= 1892, a period of 18 months, and beg to submit the follow- 
ys ing report thereon: 
¥. The Books submitted to us for investigation were: 
as Cash Books 1, 2+ 
w Journal, 
Sales Book, 
BOOKS. Invoice Rook, 
General Ledger, 
Purchase Ledger, 
Sales Ledger, 
- | and other subsiduary books including the Check Books of the 
lst National Bank and Knickerbocker Trust Co-, the latter 
_ > Bank only being exclusively used at present for the purpos- 
he es of the business. ; 
’ We have carefully chetked the entries and post- 
ae ings of the various Rooks and find them correct, the only 
< , CAL ER] clerical errors being the omission of, and incorrect folio 


numbers from Cash Book and Journal Ledgers, and in respect 
to Journal occasional clerical errors in the form of entry. 


We duly checked the Cash Balance assumed to be on 
le 
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stated in the Cash Record Rooke 


A portion of the Balance is represented by Cash 
ee vouchers given in advance of salaries, &c. but one item of 
$135.00 due by Evans, appears to have been held for a very 
“long period and your cashier on being interrogated informed 
us that it was apparently uncollectable. If this is so, 

| this amount should be charged up in the regular way and 


| written off. 


The Accounts prepared by Mr. Morgan, your cashier, 
up to December 31, 1891 have been verified by us and show 
an apparent net loss on Trading for the 12 months ending 


PROFIT & 
LOSS A-C! that date of $18900.86. Although this is the actual defic- 


ADJUST- 
MENT. | 54 on that year, stilleit does not represent the actual loss 
on the trading for this period, as there appears to be va: 
rious charges included, which were the outcome of taking 
the business of the Metropolitan Phono Company and the 
straightening out of the books which had become somewhat 
disorganized previously to the amalgamation. Worthless ac= 


counts were written off belonging to the Metropolitan Phono 


Coe and various other items amounting to $6311.32 in all 


were charged against Profit & Loss Account under various 
heads, reducing the apparent loss on the actual year's 
business to $11539.34. 

On the other hand, we find on examination and 
analization of the Expense and other Accounts of the six 


months ending Jue 30, that the following itens were charg- 


ed, which evidently belong to the period before mentioned, 


hand on the morning of July 1 instant, and found it to be as 


2s 
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PROFIT & 
LOSS A-6 
ADJUST- 
MENT. 


and which would increase the loss. 


Salary Account for Dec. ‘91 150.00 
Central Trust Co. Fees to " 304.17 
Agency Adjustment Account "22.50 


Which add to above - 12539.54 => 
Would leave actual loss on 


the vear's business 12213. 24 


The accounts presented herewith still disclose a 
further loss in the business for the past six months of 
$12936.45 of which $9789.73 is probably the actual loss on 


the haif year's: business. 


{ An analysis of the Trading Account shows on 


PROFIT & 
LOSS A- 


Merchandise Account a gross profit of 1479.82 


Battery Account a oer profit of 189.86 

Machine Rentals & Repairs * ‘% 966.73 

Automatic Machine Income Account 2708.17 $5,344.58 

and on Musical Records a loss of 228.52 
et, oe 950.60 


Exhibition Account 
The apparent loss on Musical Records is due to — 
the paring off of about two thousand records during this. 
period, which if kept on the books as stock on hand would 
have shown a large apparent profit instead of a loss. This 


account appears to be a profitable and healthy one. 


These figures represent the gross Gain or Loss on 


the respective Accounts mentiorted, and clearly show that in 
no single department is there sufficient earning power at 
present prices to bear its proportion of office management, 
and other necessary incidental expenses. It would be well 


for this important subject to receive, as we feel sure it 


will, careful consideration at your hands, ‘in order that a 


more satisfactory showing may be obtainable in the future. 


3. 


Allowance Account to Debtors 197.03 . : | 
$673.70 ; 
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: 


| 
4 Be | ber 31, 1891 cannot: be taken as a basis of comparison with 


_The gross préfits of the former year ending )ecem- 


©) 
Saosin Tt 


those of the present six months, inasmuch as the Accounts ee ‘ ’ 
for that year were not kept in such a way. so that each de- oe 5 * 

ae: was properly charged with the due proportion of ‘ 
% on as is now the _— 

In conclusion, the result of our investigation has 

shown that the books and accounts of the Company have: been 
f carefully kept especially during the past nine months and 
oe i the wey tans of numbered vouchers for every payment made is 


very complete, there being only a few missing, a schedule ‘of 


which is appended herewithe 
The registration and transfer of stock has been 
attended to by the Central Trust Co- and Mess: Winslow, 


Lenier Go. of this city, and they report as follows: 


Pa 


Central Trust Coe Winslow, Lenier Coe 


3294 shares The N. Y. Phono Co- 8298 shares 
5569 shares Mets Phono Co. 5569 + ° 
16133" N. ¥. Phono Co. 16133 * : 

_ 24496 ° . ; 25000 "* 


This difference is now being adjusted by these 
| Companies and will be reported on by them shortly. 
We wish to state that we have received every as- 


sistance from Mr. Richard Townley Haines, your Treasurer, 


and Mr. E. E. Morgan, your Cashier, upon various points, . 


| upon which, in the course of our investigation we required 
US 


We are, Gentlemen, 


ea erg a south gram. mgt me 
. « 


information. 


a> 


Yours Respectfully, 
(signed) Whitehead, Clerihew & Briggs. 


Members of the American Assoc. of Publie Accountants. 


© 


4) 


©) 
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STATIS- 
TICS. 


| | 
| 
| 


. ‘Surplus, 
. Stock, Surplus Account,Treas- : 


a 


A comparison of the ASSETS and 


jthe end of each period shows: 


ASSETS. 
JANUARY 1, 1892 JULY 1, 1892. 
Cash.» a «ae & 5 sas w « 4295.38 1703.44 
|Bills Receivable . eee ew oe a 50600 320.24 
Accounts Receivable:. . . . .18361.39 16493. 36 
Merchandise as per Inve atory 5068.04 3173.15 
Battery Account * 1084.20 
Musical Records * . 2677.50 780.00 
Exhibition Supplies ° 119.00 134.75 
Advertising Account ai 183.50 
| Farniture & Fixtures . » - . -2726.99 2590.64 
Feding Account er «ey 2 ae 114.17 
Agency Adjustment Account « .; Qe ees a Ane 
. : $33379.60 $86577-45 _ 
LIABILITIES. 
Bills Payable ....... 6180.00 
Accounts Payable»... - ",1907. 59 2325.45 
Rentals in advance 
Phonographic « +» « « « 2306-67 2030.00 
o_o 579074 392.85 


Battery +... ee: 


exclusive of capital ) 


ury Stock and Patent Rights ) 


& Licenses . 


$4794.00 


bee ee te 4. 28585.80 Sele 


LIABILITIES at 


2 910928.30_ |: 


1564915 _ 
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NEW YORK PHONOGRAPH COMPANY, 
257 Fifth Avenue, New York. 


BALANCE SHEET. 
As at July Ist, 1892. 


a ian ao - pec en 


LIABILITIES. ASSETS. 


To Bills Pavable- including By Cash on hand and 
Inte to Maturibl: per Sche.R6180400 at Bankers. 
Acetse Payable as per | Knickerbocker 
Trial Balance - +. «+ - + Trust Co. 831.98 
RKentels charged Custo- | lst.Nat-Bk. 330.49} 
mers in advance Customers' 
Phonographic . «2030.00 Checks 163.19} 
Battery « . + +«_ 392.85 Currency & 

t Cash Tickets_377.78| 


Bills Rec.on hand 
per Schedule A. 
Accts.Rec. as per 
Trial Pal.3o0ok con- 
sidered food | 
Sundry Phono and 
other supplies as 
per Inventory: 
Merchandise 3175-15| 
Battery A-C 1084.20) 
Exhibition 134.75 
Advertising 183.50 
Musical Rec._ 780.00 | 


Furniture &. 
Fixtures 2726.99 | 
Less 5% De- 
preciation _ 136.335 


Int. A-C chgd 

in advance (see 

Total Liabilities oxclud Bills Pay.) 

ive of Capital Stock Total Assets ex- 
clusive of Cap. Stck |e 


Capital Stock par value |: 
Surplus A-C as at Jan.l| - Patent Rights & 
1892 , . « « «127586.60 Licenses - ++ + «2497300400, 
Less Loss on6m : 

Trading to dutel2936.45}) 


©) 


© 


© 


© 


©) 
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NEWYORK _PIOWOGRAPH 


COMPANY. 


TRADING ACCOUNT. 
For the 6 Months Ending June 30th, 1892. 


UNT. 


MERCHANDISE ACCO 


1892. 

Jany lst To Inv'y 5068.0 

Bat tery Account 1979-11) 
| 3088493 

June 30 Purchases ex- | 
tracted from Ledger2167.78 

Less Returns __ 150 


2166 
- 204427 


28 


Broken Cylinders as 
per‘contra.... 
Bal-Gross Profits 
to Pe& Le AC... we « 91479482 


{6939430 


MUSICAL RECORDS. 


Jany 1 to Inventory ... 
Purchases from Mdse 
Account « « + « «1357.27 
Purchases other ._.44.78 

: 1401.05 


. /LO71155 
832) 75 
788405 


Professional lNusical 
Talent . e e . . . . e . 
Epplovees Salaries’. . 
Expenses « « « e's © « « 


Jany 1 Inv'y from Mdse A-C/1979}11 
June 30 Purchases extract- 
ed from Ledger . 
Rentals chgd in” advance « 
Bal Gross Profits to 

P. & Le A-C. . . 


392: 88 
«| -189)86 


1892. 

June 30, Sales 
Extracted from 
Ledger 2467.29 
Less Returns 

& Allowances 


On Sales 
1891 71.49 
1892 190.19 
261-68 

2205}61 
Musical Records 1356} 27 
Broken Cylinders 
see contra... . .| 204327 


Stck on hand as 
per Inventory - . » 3173315 


6939; 30 


Sales extracted from 
Ledger 4890.28 
Less Returns & 

Allowances_300.10 


4590/18 


Joint A-C Auto. 
Phono Exhib. Co eee} 2072 20 
Stock on hand 


as per Inv'y . « + .| 780100 
Bal. Loss to 
P. & Le AnC. & oa » 228152 


frre 


June 30 Sales & Renty 
als extracted from 
Ledger 5132.76 | 
Less Returns 

& Allowances_554.13 | 
4578363 
Stock on hana | 
as per Inv'y . « « -/1084{20 


5662) 83 


TRADING ACOUNT. Hie apo 
‘ NEW YORK PHONOGRAPH COMPANY. ~~ 
For the 6 months ending June 30th, 1892. 


Exhibition Account. 


i 


1892. 
Janye 1 to Inventory «. . 
June 30 Expenditure 
extracted from Ledger. . 
C. He Wari Deficit on 
Exhibition Account 172.56 
G.8.Lull Deficit on 
Exhibe Account 


. June 30 By Income _ | 
extracted from 
Ledger . e es . e e " 
Inventory ee ee eo ie 134 75 
Bal-Loss toP.& L | 


June 30 By Income 
Rental & Re- 

pairs) 13830. 79 
Less Returns’ ~ | 
& Allowances 1921.1 


June 30 To Expenditure 
(Rentals & Repairs) 8014.54 
Salaries ... +--+. 1275.00 


Rentals charged in 
advence «+ + + eee ew 
Balance Gross Profits 

to P. & Le Accounts * 8 8 


Musical Record 
Account oe @ @ we 
Exhibition Account 
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NRW. YORK PHONOGRAPH COMPANY. 


PROFIT & LOSS ACCOUNT. 
For the 6 months ending June 30th, 1892. 


To Expense Account 
Executive & Office 
Salaries « « . » .6355.00 
Directors’ Fees 185.00 
Rent * 0@ © @ 8 «@ 2484.85 | 
Genl. Sundry Exp. 1844.90 i 


Advertising A-C. ° 397.99 | 
Less Inventory 183.50 | 


Interest A-C . . « 172.27 | 
Less chgd in 
Advance Bills 
Payable oe «© ee 114.17 


Commission »- « «+ « «e«.e 
Agency Expense - «+e + 
Frt. & Express «ee 6 wwe 4 
5% Depreciation on 
Furniture valuation 
of $2726.99 . e J eof e a4 


Musical Rece Loss » . « » 


To Amt»Loss for period 
6 moseending June 30'92 


brought down - ee 


Sundry items properly 

belonging to previous 

period as follows: 

Salary Account for 

December "91 150.00 

Central Trust Coe 

Registration fees 

to Dec.31'91 304.17 

Agency Adj.A-C 22.50 

Allowance A-C 

to Debtors 197.03 

Metropolitan Phono. 

Coe Bad Debts 1000.10 
¥. Phono.Co- 

Bad Debts 1472292 


By Gross Profits 
Mdse. A-C. « « « 


Machine Rentals 

& Repairs A-C . « «| 
N-Y.Phono Co. 
Aut.Mach. Inc.A-C. e | 


Loss for period 6 
= endjng June 3B 
1 


OS ss & ss * % 


By Amt. Loss 
transferred to 


Bal.Sheet end- 


ing June 30°92 
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SCHEDULE __"A* 


BILLS RECEIVABLE. 


F. E. Bundy 2 Notes $100 each and interest 
to April 1892 . - eee ee eee ee ee + 202-50 


C. W. Hunt 116.00. 
‘inte rest ade d4 


17.7: 


320.24 
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SCHEDU, “Ee 


BILLS PAYABLE. 


Wm. Fahnestock note dated April 12 '92 
at 6 mose Due Bet. 12-12 *o2 for 5000.00 


6 mose interest . eee @# # # @ # @ 150.00 
5150-00 


James Constable dated June 29 '92 
at G moe « 2 ee ew we we ew tw et et ee 1000.00 


6 mose interest « « — oe 8 oe we we 380.00 


1030-00 
6180.00 


' 
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SCHEDULE "C* 


«? 4 y Missing Vouchers for the various accounts named: be 
Noe of Youchers Amount. 
cts. 
144 i -50 oo . | 
249 dry. 35050 
320 +62 
Directors’ fees 352 35.00 
656 . ell 
657 14 
796 -50 
% 819 50 ‘ 
| 838 10 ' 
983 50 
1571 «40 
1727 °40 
1763 «50 
{ 1873 025 | 
1880 10 | 
’ - ile 025 
57 41 
¥ e 2121 1.25 
2208 1.80 
2276 50... 
Colt's Express 2293 4.00 
2395 +25 
2431 255 
Colt's Express 2486 * 4.00 
Directors’ fees 2504 85.00 
2607 250 
2846 4.00 
2951 «50 
3671 25 
3689 «25; 
4235 015 
P . 3078 
4 » 
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, Defendmt's Exhibit No.Ll. 
‘ 8.é.li., Exr.. March 30,1904 


BY-LAWS OF NEW YORK PHONOGRAPH COMPANY, 


: > ARTICLE I. 
OFFICES. 


Tre peneral office of the Company shall be at 
Tarrytown, Westchester County, N.- VY. There may ve also 


ench other offices as the board of trustees may select. 


ARTICLE II, 
STOCK-HOLDERS. - 


SEC. I. 


A regular annual meeting of the stock- 


holders shall be held on the first Tuesday in February at 


‘ 


One P. M. in each year, at the office of the Company at 


” Tarrytown, for the election of trustees and for the trans- 


e action of any business which may be brought before the 


meeting. Public notice of the time and place of holding 
such election shall be published not less than ten aavs 
previous thereto in a newspaper published in the Village 


of Tarrytown. 


SFC. The election of trustees at the stock- 


Il. 


holders meeting shall be managed by two inspectors who need 

not be stockholders and must not be trustees of the Con- 

es ; pany. The inspectors for the first annual meeting may be 
chosen by the stockholders then present. The inspectors 

. for every meeting of the stockholders after the first annual 
meeting, including the annual meetings, may be appointed 
by & majority vote of a quorum of the trustees at any ante 

a ing of the Board of Trustees, and jin case the trustees 

should fail so to appoint inspectors, the stockholders at 


¥ 
any meeting may elect them. 


SEC. III. Special meetings of the stockholders 
may be called at any time by the Board of Trustees in 
their discretion. The Secretary shall call special meet= 

- ings of the stockholders whenever requested to do so in 


writing by the owners of at least one-third of the out- oe, 


standing capital stock. 

SEC. IV. Special meetings of the stockholders 
shall be called only upon notice served either personally 
upon every stockholder or sent by mail to the address of 
such stockholders recorded upon tne books of the Company 
which address it shall be the duty of the Secretary to 
take when stock is first issued and to correct from time 
to time, at the request of each stockholder for himself; 
such notice must be served or mailed _—— than five, 
or more than thirty days before such meeting, except that 
by the written anment of all stockholders such notice may : v 
be shortened or’ entirely waived and except also in cases 
where provisions of law exist regulating the time and 
character of notice in which case the notice shall be as 
required by Law. 

SEC. V. The notice of special meeting shall é 
specify the business to be considered at such meeting and 
no other business shall be taken up or considered at such 
meeting unless the owners of a majority of the entire capi- 
tal stock are present and unanimously consent thereto. 

SEC. IV. The presence of holders of at least 2 
three-fifths of the outstanding capital stock, either in 
person or by proxy shall be necessary to constitute a 
quorum of the stockholders at any meeting except at the - 


annual meeting. 


Raymond R. Wile 
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ARTICLE III. 
TRUSTEES. : , 


e 


Skc. I. ‘The business of the Company shall be 
managed and conducted by a Board of seven trustees, the 
majority of whom shall be citizens and residents of the 
State of New Vork, to be chosen by ballot at the annual . 
neeting of the stockholders. : 

. SEC. II. The term of office of such trustees 
shall be for one vear from the antaal meeting and until 
others are chosen and qualified in their stead. 

SEC. JIIl, very trustee must, at the time of his 
election, be a bona fide holder of at least one share of 
the capital stock of the Company, and when he ceases to be 
such, he shall thereupon cease to be a trustee of the Com- 
pany. 

SFC. IV. When any vacancy occurs among the trus- 
tees, it shall be filled mi the remainder of the year by 
the remaining members of’ the Board. 

SEC. V.- Immediately after the annual meeting of 
stockholders there shall be a meeting of the Board of 
Trustees to elect officers For. the ensuing year. Regular 
meetings of the Board shall be held at such stated times 
and at such places as the trustees by resolution shall 
direct. In case the day appointed for a regular meeting 
falls upon a legal holiday, such meeting shall be held on 
the following day at the seme hour. 

SEC. VI. Special meetings of the board of Trus- 
tees may be called at any time by the president or by any 
four trustees. Notice of special meetings must be served 
upon each +rustee personally or by the leaving same in an 
envelope addressed to him at his residence or place of 
business or by mailing the same to him to the last address 


alias 


Raymond R. Wile 
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wi’ ? t4\ + 


é 
eiven by him to the Secretary; but unless such notice $s i ns 
t obieegy sgt te 
personally served jt must be mailed at least forty-eight ~ aes bs 


a BA é 3 ‘ 
hours before the +ime appointed for such meeting; such * ae, ee 
* Fi PETS m a i 
notice may however, vy written consent, be shortened or = — | a ¥ 


entirely waived. 


SFC. VII. Meetings of the Board of Trustees may 


ve held at any office of the Company or at any ether place * 
i. 

appointed by the vote or written consent of majority of , se 

the trustees. ki “=, en 


SKC. VIII. (Amended to read as follows). Four | 
members shall constitute a quorum for the transaction of “ne ; 
business, but any less number may adjourn any meeting from g sna # 


‘time to time until the quorum shall be present. 


ARTICLE IV. . 
OFFICERS, .FLECTION, APPOINTMENT, DUTIES, POWERS, £ ; az" 
SALARIES, etc. » ae Pe 
SEC. I. ‘The principal officers of the corpcra~ . ee: 
tion shall be a President, Vice-President (who must be a Py " 
trustee) a Secretary and a Treasurer, and the office of the 
Secretary and Treasurer may be held by one and the same 
person; all of whom shall te chosen annually by the Board 
of Trustees at its first meeting after the annual election 
of trustees, and they shall hold their offices until others 
are chosen and qualified in their stead. The majority of - 
all.the trustees present shall be necessary to elect any 
officer. e 
SEC. Ii. The Board of Trustees may also appoint 
én assistant secretary and an assistant treasurer, and one 
or more persons to act as managing agents and uiay remove a 


any of these officers at any time in its discretion. 


i. ‘ roe Raymond R. Wil 
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© 


© 


© 


©) 


© 


© 


skc. III. Any vacancy occuring jn the office of 
the President, Vice-President, Secretary or Treasurer of 
the Company shall be fillea for the remainder of the year 
by the Board of Trustees. 

SEC. IV. The president shall preside at all 
meetings of the Board of Trustees; he shall have general 
control of all the affairs and business of the Company, 
subject to the approval of the Board of Trustees; he shall 
execute all the contracts in the name of the Company which 
he may be instructed to sign by the Board of Trustees; he — 
whet? ht each annual meeting present a written report of 
the affairs and business of the Company, and he shall, in 
general, have all the powers usually appertaining to the 
President of a corporation. 

In the case of the dotenae x disability of the 
President, the Vice-Pr=sident shall act as President, and 
in case of the absence or disability of both President and 
Vice-President, the Board may appoint a President pro ten. 

SEC.. V. The Secretary shall keep the minutes 
of the stockholders and Board of Trustees; shall record 
all the votes of the Company and trustees in a book to be 
kept for that purpose; shall rave charge of all books and 
papers of the Company except those which are hereafter di- 
rected to be in charge of the Treasurer; he shall attend to 
the giving and serving of all notices to the making of the 
annual public report and generally to the correspondence 
and records of the Company and under the direction of the 
President of the Board of Trustees shall perform the duties 
usually appertaining to the office of the Secretary. In 
the absence of the Secretary, the Asst. Secretary shall per- 


= 
form his duties. 


Raymor 
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SKc. VI. The Treasurer shall have the custody 
of all the moneys, stocks and bonds’ of the Company and - 
shall deposit all such moneys in the Bank or banks as the 


Board of Trustees may direct and pay the moneys and dispose 


of the assets of the Company ss may be directed by the 
Board. Ke shall keep all the books 6f account relating to 
the moneys and financial affairs of the Company; shall ren- 
der an account of the Company's funds at each regular meet~ 
ing of the Board of Trustees; and shall give such bonds 

for the faithful discharge of Ris duties as shall be re- 
quired by the Board. In the absence of the Treasurer, the 
assistant treasurer shail perform his duties. 

SFC. VII. The Board of Trustees shall fix the 
compensation of all officers and employees of the Company, 
but no trustee shall receive any compensation for his ser- 
vices nor shall any Trustee receive compensation for his 
services as an officer or employee of the Company, unless 
such compensation is allowed by vote of a majority of the 


trustees. 


ARTICLES V. 
EXECUTIVE COMMITTRE,. 


SEC. I. The Board of Trustees shall at its 
first meeting or as soon thereafter as possible and there- 
after at its first meeting after each annual meeting of the 
stockholders choose an executive committee consisting of 
three members of the Board of Trustees. 

SEC. II. The executive committee shall be vest- 
ed with all the powers of the full Board of Trustees aur- 
ing the interval between meetings thereof, subject at all 
' times to the direction and control of the Boards and its 


~6< 


, «€ 


Research Eig 


actions shall be reported at the next meeting of the soard. 
SKc. III. Meetings of the Exeoutive Committee 


may be held at any place if all are present, and may be 


© 


called at any time or place by the President or two mem= 
q ' , y bers of the committee upon reasonable notice delivered 
personally to the other member or members or sent by mail 
to the last known address of the member twenty-four (24) 
i hours before the time of the meeting and shall be attended 
by the Secretary when required, who shall keep minutes of 
its prodeedings, which shall be reported to the: Board of 
Trustees at its first meeting thereafter, and shall be sub- 


ject to their approval. 


ig) 


ARTICLE VI. 
ANNUAL REPORT, : i 


: Within twenty days from the first day of January, 


oO: 
< 


y és in each year, commencing 1891, a report shal] be duly made, 


‘ filed and published as required by the Statutes under 
1 9%) é which the Company is formed. It shall be the duty of the 


Secretary ta prepare, file and publish this report. 


© 


ARTICLE VII. 
SEAL. 


The Board of Trustees shall provide a seal for the 


O 


a Company with suitable device containing the corporate name 
of the Company which shall be affixed to certificates of 


' stock regularly issued and to such other instruments as 


may be prescribed by the Board. 


~ ARTICLES VIII. 
4 e FORM OF STOCK CERTIFICATES, etc. 
SEC. I. Certificates of stock shall be numbered 


and registered in the order in which they are issued. They 
7? 


Raymond {Ry 


a 


i shall te signed by the President or Vice-Presiaent and 
\™ € 
1783 countersigned by the Secretary or Treasurer; and the seal 


of the Company shall be affixed thereto. All stock certi- 


—w- => 


ficatss shall be bound jn a book and shall be issued in 
consecutive order therefrom und in the margin of each cer- f 
tificate shall ce entered the name of the persons owning 
the shares thereby represented, the number of shares and 
date thereof. 

SFC. II. All bonds, notes or other evidences 
of indebtedness of the Company and all checks or drafts 
for payment of moneys shall. be signed by the President or 

‘ Vice-President and counter-signed by the Treasurer or a 
assistant Treasurer and no such instrument shall be valia 


or binding without being signed and counter-signed, 


ARTICLE IX. b. 


TRANSFER OF STOCK. 
SEC. I. Transfers of shares shall be made only 


a 


ees 


upon the books of the Company when the holder in person or Ps 
by power of attorney duly executed by him and filed with 

the Secretary and on the surrender the original certificates 

or certificate of such shares. be 


SEC. II. On the transfer of any shares, each 


Sac ee: Ta en 


certificate shall be receipted for in the certificate book. 


— 
prone 


All certificates exchanged or surrendered to the Company 


= 


original places in the certificate book; and no new certifi - 
ie cate shall be issued until the certificate for which it is 
ia |, exchanged has been thus cancelled and returned to its origin- 
ah al place in said book. «, arb 

Sec. III. The stock transfer book may be closed 


; shall te cancelled oy the Secretary and pasted in their 

i" by order of the Board of Trustees, not exceeding twenty 

ma? days immediately preceding the meeting of the stockholders, 

) for the purpose of ascertaining the persons who are entitled 


to vote at such meetings, and shall be closed for the ten 


days next preceding the annual election of trustees. A rt 
ARTICLE X. 


4 in '§ 
1 “BY-LAWS. ‘ i 
These by-laws may be rescinded, altered, added to, I 
iy or modified in any way by the affirmative votes of a 
majority of the trustees at a meeting of «he Board called 
4 , by notice, specifying that amendments to the by-laws will 3 | 
te proposed or by the affirmative votes of all trustees at 


} any meeting but not otherwise. 
a° 3 Raymond R. Wile 
re ce ei Tes ; i spay SE a no aerener remap aaleoseareh Library 


oa yd os - eee See + a i ‘ % 


€ 


~ 


* Eodto? Hove 


Ce ne a ed 
“ SH ha AR ‘eens! aii i 


4 é fcuk 
Ms 24 “ 
. 


“a 


| v are 
BPD e ee) 
7 


AUB IE a 


« 


aeeZ 
“fe ie 
VG Pars % rath. 


” 
» ¥ 


Te lino Z hon epee fs 4, hak ) 
<a 


Tis seine ere nee 


HSS SREENS ae 


ey 


fe Af 000 ack Bf. 
Lireo nl so 

; | y Shove May Sf 
i ul, F/ 


TF 2St00 | Seh- ope bin Bx. 


BEL Bg 73, Cif i BOGUS 


Wo ‘ /o00 *.. 
OR so 


ete oe | 
semen ee er 


fe sf y oS 
yee 
| z oe 


er Jee ting Gt 


We a a 
tb 672-9 


Vee £52 a 
OEIEEL/ 


Ee “209 SF 


J9 Linu ee bog I- 


| nial 


Raymond R. Wile 
Research Library, 
ys | 


2p 
a 
_ & i He 2 : 
Z : 
2 | el 
1a PL ie Pb : 
es oa v I4 
té a: | ; ! 
ae | \ paee | ‘a 4 
= Ss baaeptp . | pyr 

| | | "4 Pipe Fo adel ve t) 

1% | OSes | , 
| | 4 hevine J oh a ae 3 
| i re ee MY ie 
i eee es 
| / 94 b ALY bl. ie ae a eal 

| | | fe eee [fit Fg 
Pere! ese 6 mere ore” 
a i eL2ap/ : Z uM F yoy. 


a ge Met Qe se | — I 
Y" if Bobo s* ; Vd 


El rer prpede “oa te L 


C| yyres bomen BU f ‘CL 
=f fnAA “Avy > i | 1f* 4 
a } BES hey se Le 


is ols b 
| ee ges 
) i | eee |_| Z At 

| eer; Oe “ eZ 

| i i: _ f | 

(age near 14) yeh 


b2bL4/9S 00h B29 yay ie." ; AOQEAAL / i/ obra vrata re 
E ee "today bl len 


ae a ae WZ Mony7 4 


€ 


es ee 


241 


a er oe or mel ret 


sian. obs I] JPR 9 


\ 


“ 


i] 
j : i , , 
| F6e) AC Lr. thecrai Ce, 
\4 7 p { lor. Dat, of Oh } « 
7 | /7 a nes Ph owe poakh ie ° 
7 | Le Ka Ou at 
a a 
{ 
! 
| 


5 jo Peltivirine Pdnigs 


1 #Y 


ai ER Ree OE 


<. fie 


Df | ih Jdug Pars 


J/ AEnmE, yee | | Rhasd shitgey 
| IS i | SoH. 
r f 1 : we 
| Aa ram rey, ) | | , | 1 zi 
Fane KO, | \ 


ped | i d Sieg . £9 2 . Sf oie G 2 
es »| Clans ese On bf ED. GO Gn oe BE Fo 
: /| Fee, 24. Giggs | 6976 Sad Bre, tL dain Gf foro 
erm i bial ee) i : 
" i | \ 
z | | 


| j | i 1 ; 
yy F $e POI | - 3 5, 
Aeris ie ae. Dos 


MG 3 


| 68 F673 
Lee | 73 it war ke- 


au | gi 89 


,f} ‘or te Vee ly le , Ze Ze! Oe, | az. | dace. Ve b Sie eel 
Sek, ie Loon Hen et ide 4 irs - tad Keg ate Cos FA | 206 70 
(fice 4 Cask r.pedbeay 287 & tie -Irathaue brush Ye. Jif, 280.5% 

‘24! eae Ererrn— 'S7'\ | bite ae Or | he: evect— 123| “ak bb 2 0 


{ 
‘| 
{ 
| 


; ny iL. lb, OC ett S30 WZ 
(ZesEw ! ‘ 
Diag | Coonth— - LES ¥ 1 


~s 


, ' 
F 
6S. ' ors ; . 
At¢r ZF | Bt Dx. a Oot ba ee) 
P44 D , . ; ‘ or 7% : 
aed ‘Zr | fae enn MS 562 6 6)! 4 if uA i | ' 
; \ ! | 
‘| , i ‘e ( SOD Gi | | | i 
- | \ ptf G0 S| t 
CS VLerye r 2-4 odie | ox es a 
, “a “SertenrdA- i} 2 997,42 | vl me esconad i a | Fh 


Raymond R. Wile 
Research Library 


” fag 


fos | 


| a a 


a | 
aile.itip 


, s 
ce Ba - 


— 


} Hit | 


© albirn ay 
—— or? 


Png a 


CEP Beast Cocxd 


do Dash, often do’. 


FY Better wt: Of At COom- Mae | 
Phila bY ey (11st Akai n i 
auk > Zr tet. Daas Cer vefinsay 
UL a ae i 

$ Nec Alon t~9 detent fle ne 
Sn- Att pon f- tS Aleonm-- few t “zz| 


Ge te~ stn, rion tinal tals 
and fr o-buth. Ui (Orvy wang ty | 


Of fetes sation file Ze Lig se 
_ eaten 


le A OWA RA Lo leran. i 
\ 


‘AAmet ACCepe~ ar heron paint Pe 
| Bee a Elion 1p aed 
Arter af Me Brg tt 
egies bax. ners 
fy alee 4h so bane of baie Khaw 
Ucciefer, Larter Mali 16 Lee 2. Vf &. 


rae Coli Mesaja Die th hed ae 


Zo- Zho-« wee Eber 
Autunt¢“f 2 7tt+G, even, Pool 
ae Atufer Ord. X70 
Cet 29g 0 Lot. le leres ¢- ae 
‘ Lr aa Crud % Qa cen f— | 
ae a es ar A 
Whew lace Alrrke 
Ay Ae 4k h- +i. eo ") bn. 
./ ka Lee. 


Lintaga 
Srtles ae. Wes Petry Baits 


| we, nmr, fpf aud aerating 


H 2 4 


eae ca owl sik sates : 
Rese hilior# ata 


WY, Pk orang» fk 


2 


Fists Plomag ofthe 2h a2) 
; te Sees 2 Ws, ee 


“yp I pat) . WY 4 ee ae aee fi-= i 
a: Lede, tt seth Je ; i 
Yos— i 5 


wo 2. ai. 2 ? cs 


Sou ‘a * 


(06F 333 
| 
| 
| 


anal 


ene He LGM Loe 


ee 


i 
Raymond R. Wile 
Research Library 
’ 


on | eee te | 4 Soqpjees ” = myn A 2009p) | > 
| | feeerg mens st manta see | Ng 
ie | e0g Z| on AN eit ALC SN I Sop bat = 
| | ony apr Jogo Y. Mpyay : 
2 ene yy pre FOE TT Gy | 
4 | _ 37 wi ners ney” kar) | : ¢ 
a yee 1 Joh 4 bi any py 2 anes o/ § 
| ee on pg bog ey ! | 

‘ 


| | aioe pea 1 ditin pres by shssg 
| | ee oa “PIL FOG IY pe Af. | 
skye 7 PP TFAY 

| | Wp a 
: | | a ¥ 
} | | aa “Oy Ley? / | | 
Zz ! yn be yrrouny LEBLIIL, | . 
| i 007 OY | oils Rta: jf 
i | rm men b pera pg yy 27 | 
i ial uf restatap “i> 
| | | pay remy cy rey beaheyy 
| | ye roe y= awe ~ 


45s) a ERO ‘Sac fey oe 


| way honey ay’ ae sais 4 
’ a Pot WI F UY rencyn & By 72 | 


i | into wong Sy rrap get’ b- 6 
i feaerrginye prone I 9 og | 
| 4 63/7 29D 3 Lay 


| ad 
| ‘| bal meer eee te 9 42 peavey an — _ 
tga | ee ! Ee —* y Of pr is hs : t 


n 


Raymond R. Wile 
Research Library 


Defendant's Exhibit No.16. 
S.hi.H. ,Exr. ,April 5,1904. 


J f 
fn the United States Circuit Gourt 


FOR THE DISTRICT OF Meds aed: 


) F ‘ 
New Ena@nanp PHonoGkapH Company end 
AMERICAN GRAPHOPHONE CoMPANY, 

Complainants, 


In Equity. 


Defendant. 


Bill of Complaint. 


To the Hono able the Judges of the Circuit Court of the United States for the Dis 
trict of toate Secacel. 


The New England Phonograph Company, a corporation duly organized and exist- 
ing under the laws of the State of Maine, and having its principal office at Gardiner, 
in the State of Maine, and the American Graphophone Company, a corporation duly 

organized and existing under the laws of the State of West Virginia, and having its — 
principal office at Washington, in the District of Columbia, brings this, their bill of 
complaint, against bee peice pa ae ie Oe ee 
feo 
ee a ee 
PR fe 


And thereupon your orators complain and say that Chichester A. Bell and Sumner 
Tainter, then of Washington, aforesaid, were the original, first and joint inventors 
of certain new and useful improvements in recording and reproducing speech and 
other sounds, which were not Known or used in this country, or patented or de- 
scribed in this or any foreign country prior to their invention thereof, and which 
had not been in public use or on sale in the United States for more than two years 
prior to their application for letters patent therefor. 


‘ TL ‘ 


That on that 27th day of June, 1885, the said Chichester A. Bell and Sumner 
Tainter made application in due form of law to the Commissioner of Patents for the 
grant of letters patent of the United States fur the said invention, and then and 
there fully complied inall respects with the. provisions and requirements of the 
laws of the United States in such case made and provided. 


Royaioud RG 
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That, due proceedings being had npon said application, upon the 4th day of May, . 
1886, letters patant of the United States, in due form of law, were issued and deliv- 
ered to said Chichester A. Bell and Sumner Tainter in the name of the United States, 
under the seal of the Patent Office, and signed and countersigned respectively by the 
proper officers of the United States, and numbered 341,214, granting tosaid Chichester t 
A. Bell and Sumner Tainter, their heirs or assigns, for the term of seventeen years 
from said 4th day of May, 1886, the full and exclusive right to make, use and vend 
the said invention throughout. the United States and the Territories thereof, as by a x rT 
reference to said letters patent, or a duly authenticated copy thereof, here in Court to 9 
be produced, will more fully and at large appear. 


IV. 


That the said Sumner Tainter was further the original, first and sole inventor of a 
certain new and useful improvement in apparatus for recording and reproducing 
sounds or sonorous vibrations, not known or used in this country, or patented or 
described in any printed publication in this or any foreign country, prior to his in- 
vention thereof, and not in public use or on sale in the United States for more than 
two years prior to his application for letters patent therefor. : 


Vv. 


That on the 4th day of December, 1885, said Sumner Tainter made application in 
due form of law to the Commissioner of Patents forthe grant of letters patent for the 
United States for said invention, and then and there fully complied in all respects 
with the requirements and provisions of the laws of the United States in such case 


made and provided. % 
VI. 
That due proceedings upon said applicatioi. being had, upon the 4th day of May, 
ISS6, letters patent of the United States were issued and delivered to said Sumner _ - 


Tainter, in the name of the United States, under the seal of the Patent Office, signed S : 
und countersigned respectively by the proper officers of the United States, and num- 

bered 341,288, granting to said Sumner Tainter, his heirs or assigns, for the term of 

seventeen vears from said tth day of May, 1886, the full and exclusive right to make, 

use and vend the said invention throughout the United States and the Territories 

thereof, as by reference to said letters patent, ora duly authenticated copy thereof, 

here in Court to be produced, will more fully and at large appear. 


VIL 


That the invention or improvements described and claimed in said patent to Sum- 
ner Tainter were designed for and are capable of use conjointiy, and are used con- 
jointly, with the improvements or inventions described and claimed in the patent 
aforesaid of Bell and Tainter in recording and beproducing sounds. 


VII. 


That on the 29th day of March, 1887, said Chichester A. Bell and Sumner Tainter, - 
by an instrument in writing, duly signed and delivered, and recorded in the United . 
States Patent Office the 22nd day of September, 1887, did give, grant and convey to 
the Volta Graphophone Company, a corporation organized and existing under the 
laws of the State of Virginia, its successors aud assigns, the entire right, title and 
interest in and to said letters patent No. 841,214, granted to them as aforesaid, and 
in and to the inventions secured thereby, as by reference to said instrument or to a 
duly authenticated copy thereof, here in Court to be produced, «vill more fully and 


at large appear. 
IX. 4 


That on the 29th day of March, 1887, said Sumner Tainter by an instrument in 
writing, duly signed and delivered, and recorded in the United States Patent Office 
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12 the bth day of April, 1887, did give, grant, assign and convey to the said The Volta 
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Graphophone Company, its successors and assigns, the entire right, title and interest 
in and to snid letters patent No. 341,288, granted to him as aforesaid, and in and to 
the invention secured thereby, as by reference to said instrament, or a duly authenti- 
cated copy thereof, here in Court to be produced, will more fully and at large appear. 


x. 


That on the 22th day of June, 1887, the said The Volta Graphophone Company, by 
an instrument in writing, duly signed and delivered, did-grant to your orator, the 
suid American Graphophone Company, the exclusive right and license under the let- 
ters patent aforesaid, and each of them, to make, use and vend apparatus for record- 
ing and reproducing speech and other sounds throughout the United States and the 
Territories thereof, as by reference to said instrument, ora duly authenticated copy 
thereof, here in Court to be prodneed, will more fully and at large appear; and that 
on the 24th day of January, 1893, thesaid The Volta Graphophone Company, by an in- 
strument in writing, duly signed, sealed and delivered, and recorded in the United 
States Patent Office the 25th day of Jannary, 1893, did give, grant, assign and con- 
vey to your orator, the said American Graphophone Company, its successors and 
assizns, the entire right, title and interest in and to said letters patent No. 841,214 
and No. 341,288, and in and to the inventions secured thereby, as by reference to 
said instrument, or a duly authenticated copy thereof, here in Court to be produced, 
will more fully and at large appear. 


XE. 


That your orator, the said American Graphophone Company, has been since the date 
of the assignment last mentioned, and is now, the owner of the said letters patent, 
and each of them, and of the rights and privileges secured thereby, and is and has 
been, since the date of the exclusive license described in paragraph ten of this bill of 
complaint, entitled to the exclusive right to make, use and vend the said inventions 
within the limits aforesaid, except as hereinafter set forth, and has been and is, save 
for the doings of the said defendant and others acting in concert with <<’ in the 
exclusive possession of said rights and privileges, except as hereinafter set forth, and is 
eniitled to the exclusive use, benefit and advantages of the said inventions and 
improvements, except as hereinafter set forth. 


XII. 


That the said inventions and improvements are of great commercial valae and prac- 


~ tical atility; that a great public interest has been manifested therein and a large de- 


mand created for apparatus constructed in accordance with ot embodying the same; 
that in order to supply this demand and to confer upon the publie the advantayes 
and benelits of the said inventions, your orator, the American Graphophone Com- 
pany, and its predecessors in title have invested large capital in avquiring said pat- 
ents and in adapting and perfecting such apparatus, and have at large expense de- 
vised and constructed machinery, tools, appliances and other accessories necessary 
or useful in the manntacture of such apparatus, and have employed numerous 
skilled workmen, inventors and mechanies in connection therewith; and that such 
investment has been made and such expense incurred upon the faith reposed in the 
said letters patent grauted by the government of the United States as aforesaid, and 
in the rights and privileges secured thereby. 


' XII, 


That on or about the twelfth day of October, 1888, the North American Phono- 
graph Company, a corporation organized under the laws of the State of New Jersey, 
acting under authority of and agreement with Jesse H{. Lippincott sole licensee of 
your orator, the American Graphophone Company, by an instrument in writing under 
its corporate seal granted to yourorator the New England Phonograph Company, with 
the authority, assent and approval of yonr orator the American Graphophone Com- 
pany, the exclusive license to use and vend the inventions and improvements covered 
by said patents Nos, 341,214 and 341,288 within the States of Maine, New Hampshire 
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Vermont, Massachusetts, Rhode Island and Connecticut (commonly known as the 
‘‘New England States’) until the respective terminations of the said patents. By 
virtue of which instrument your orator, the New England Phonograph Company, be- 
came possessed of the exclusive license to use and vend said inventions and improve- 
ments in said States during the life of the sald patents. And your orators have annexed 
to this bill and make part hereof a copy of said instrument marked ‘‘Schedule A’ 
und beg to refer thereto for greater certginty, if it be found necessary so to do. 


XIV... 4 


That on or about the twelfth day of October, 1894, your orator, the American 
Graphophone Company, claimed and asserted that the said license was null and void, 
and of no effect as against your orator, the American Graphophone Company; and 
cn the twelfth day of October, 1894, filed its bill of complaint in the United States 
Circuit Court for the District of Massachusetts against your orator, the New England 
Phonograph Company, to enjoin it from using or vending any machine or apparatus 
»mbodying or constructed or operating in accordance with the inventions or improve- 
ments covered by said patents Nos. 341,214 and 341,288; that your orator, the New Eng- 
land Phonograph Company, filed a plea to said bill of complaint setting up the exclu- 
sive license granted to your orator, the New England Phonograph Company, as here- 
inbefore set forth; that a replication was filed to said plea by said complainant and 
proofs taken thereon; that thereupon such proceedings were had in said’ cause that an 
opinion was filed by the Court establishing the validity of said license, and a final de- 
cree wus entered in said cause on the nineteenth day of June 1896, dismissing the 
complainant's bill of complaint upon the merits. And your orators haye annexed to 
this bill and make part hereof a copy of the record in said suit, marked ‘Schedule 
B,”’ and beg to refer thereto for greater certainty if it be found necessary so to do. 


“Xv. 


That the title to said parents Nos. 341,214 and 341,288 acquired by yonr orator, the 
American Graphophone Company, from the Volta Graphophone Company on the 


twenty-fourth day of January, 1893, as hereinbefore set forth in paragraph ten of this 


bill, enured to the benefit of your orator, the New England Phonograph Company, 
under its said license hereinbefore set forth. 


XVL ad 


That the validity of said patents Nos. 341,214 and 341,288 has been many times 
sustained by decrees of courts of competent jurisdiction; that in a cause in the United 


States Circuit Conrt for the Northern District of Illinois in which your orator, the- 


American Graphophone Company, was complainant, and Edward H. Amet was de- 
fendant, a decree was made on final hearing sustaining the validityof claims 19, 20, 21, 
22, and 24 of patent No. 341,214, the decision in which cause is reported in 74 Federal 
Reporter, page 7$9; that ina cause in the United States Circnit Court for the Sonth- 
ern District of New York, in which your orator, the American Graphophone Cum- 
pany, was complainant, and Cleveland Walentt was defendant, a decree was made on 
final hearing sustaining the validity of claims 7, 8, 10 and 17 of patent No. 341,214 and 
claims 1, 4 and 37 of patent No. 341,288, the decision in which cause is reported in 87 
Federal Reporter, page 556; that in a cause in the United States Cirenit Conrt for the 
Southern District of New York, in which your orator, the American Graphophone 
Company, was complainant, and Loring L. Leeds and others were defendants, 2 de- 
eree was made on final hearing sustaining the validity of claims 19, 20, 21, 22, 28 and 
24 of patent No. 341,214, the decision in which cause is reported in 87 Federal Reporter, 
puge 873; that in a cause in the United States Circuit Court for the Southern 
District of New York, in which your orator, the American Graphophone Company, 
was complainant, and Cleveland Walcutt and Edward F. Leeds were defendants, a de- 
cree was made on final hearing sustaining the validity of the claims of patent No, 341,214 
covering sonnd records as manufactures, which claims are numbered 7, 8, 10, 12, 17 
and 18; that the decision in said last named cause is not reported. but is referred to 
in the case of American Graphophone Company vs. Waleutt reported in 86 Federal 
Reporter, page 468; that in a cause in the United States Cirenit Court for the Sonth- 
ern District of New York, in which your orator, the American Graphophone Com- 
any, was complainant, and the Universal Talking Machine Mannfactaring Company 


a 
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2) was defendant, brought to restrain the infringement of patent No. 341,214, Judge La- 
combe on the third day of September 1902, on a motion for a prelimiuary injunction 
to restrain the defendant from infringing claims 7, 10, 17 and.18 of said patent, 
granted an injunction pendente lite restraining the defendant ‘from directly or indi- 
veetly making or cnusing to be made, * * * any disk sound records whose production 
involved the employment of the engraving method of producing the original record or 
the use of the wax-like recording material or engraving apparatus; likewise any mat- 
tix obtainod from such original engraved sound record or from such wax-like original; 
likewise any engraving apparatus, tool or appliance,’’ the decision in which cause 
has vot been reported; and that said decree for preliminary injunction has been af- 

V6 firmed by the United States Circuit Court of Appeals for the Second Cirenit. 


XVII. 


That thesaid defendant and others acting in concert with we ; Since the grant, 
of said Letters Patent, and each of them, and since the date of the exclusive license 
last above mentioned, within the said District of Kkodt. Saceud wa elsewhere in the 
said New England States, did jointly, wrongfully, anlawfully, and withintentto injure 
your orator, the New England Phonograph Company, and to deprive it of the just profits 
resulting from using and vending said inventions, have without the license or consent 
of your orator, the New England Phonograph Company, used or cansed to be used, 
and-sold or cansed to be sold a large number of machines and apparatus for recording 
and reproducing sounds, known as “‘Graphophones and Graphophone Tablets”? and 
“Graphophone Records,’’ all containing or embodying or operating in accordance 
with the said inventions or improvements, substantially as described and claimed in 
the said Letters Patent Nos. 341,214 and 341,288, and each of them, and in infringement 
of the exclusive rights granted to your orator, the New England Phonograph Com- 

‘ pany, as a‘oresaid; and that the snid defendant , has derived and received, and still 
deriving and receiving, great gains and profits from such unlawful use, but to what 
extent your orators are ignorant and cannot set forth, and threaten to continue such 


infringement in the future to a still greater extent. 
28 


id 
~ 


XVII. 


That each machine or apparatus so used, haa sold by the said defendant contains, 
embouties or operates in accordance with, the inventions or improvements covered by 
both the Latters Patent aforesaid, or material and substantial parts thereof, and espe- 
cially by claims 1, 2, 3, 4, 5, 6, 7, 8, 9, 10, 12, 15, 16, 17, 18, 19, 20, 21, 22, 23, 24, 
27, 30, 31 and 82 of said patent No. 341,214; and by claims 1, 4 and 37 of said patent 
No. 341,288. ‘ 


XIX. a 


That this bill of complaint is filed at the sole expense of, and for the sole benefit 
of, your orator, the New Eagland Phonograph Company, to enjoin the defendant 
from infringing the rights of your orator, the New England Phonograph Company, 
and to recover the protits and damages to which it is entitled on account of the wrong- 
ful doings of the said defendant as hereinbefore set forth; that your orator, the 
American Graphophone Company, is joined as a party complainant because it is the 
owner of the legal title to said patents Nos. 341,214 and 341,288. 


29 


‘ XX. 
30 Your orators therefore pray as follows: 


(1). That the said defendant may be required by a decree of this Honorable 
Court to account for and pay over to your orator, the New England Phonegraph Com- 
pany, all such gains and profits as have accrued or arisen, or been earned or received 
by the said delendant by reason of said unlawful doings of said defendant , and all 
sach gains and prefits as would have accrued to yourorator, the New England Phono- 
graph Company, but for the unlawful doings of said defendant and all damages 
your orator, the New England Phonograph Company, has sustained thereby: and 


(2). That the defendant Sac Aeerreco. Crapo 
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BI and 2&7 associates, attorneys, servants, clerks, agents and workmen, may be per- 
petually enjoined and restrained, by a writ of injunction issuing out of and nnder 
the seal tof this Monorable Court, from directly or indirectly, using or causing to be 
used, selling or causing to be sold, within the States of Maine, New Hampshire, Ver- 
mont, Massachusetts, Rhode [sland and Connecticut, any machine or appacatus em- 
bodying or constructed or operating in accordance with the inventions or improve- 
ments set forth in the two letters patent aforesaid, or either of them; and 


(3). That your Honors will grant unto your orators a preliminary injunction, is-— 
suing out of and under the seal of this Honorable Court, enjoining and restraining the 
2» said defendant and <2 associates, attorneys, servants, clerks, agents and work- 
mien to the same purpose, tenor and effect, as hereinbefore prayed for, with regard to 
said perpetual injunction: and 


(4). That the defendant be decreed to pay the costs ofthis suit: and 


(5). That your orators may have such other and further relief as the equity of 
the case may require: ' 


To the end, therefore, that the said defendant. may, if a can, show why your 
orators should not have the relief hereby prayed for, and may full, true and direct 
33 answer make, but not under oath, answer under oath being expressly waived, accord- 
ing to the best and utmost of . knowledge, information, re- 
membrance and belief, to the several matters hereinbefore averred and set forth, as 
fully and particularly as if the same were repeajed, paragraph by paragraph, and 
said defendant — thereto severally and specifically interrogated, may it please your 
Honors to grant unto your orators a writ of subpoena ad respondend My iss issujng out @ 
of, and under the seal of, this Honorable Conrt, directed to said aotaiaat=” a A ea 
ing  toappear and make answer to this bill of complaint, and to perform and 
abide by such order and decree herein as to this Court may seem just. 
And your orators will ever pray, ete. 


fe ee “i 


Otte! Geewsale 
Solicitor for Complainants. — 
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State of Heceg, foverg os: 


County of 


Lemuel E. Evans being duly sworn, according to law on his oath, says: that 
he is the president of the New England Phonograph Company, one of the complain- 
ants in the foregoing bill named; that he has read said bill of complaint and is famil- 
inv with the facts therein set forth; that the facts therein set forth are true to the 
best of his knowledge and belief. . 


Sworn, fo and subscribed this aie mae é Rarneend 
we -—-day of januerty 
1003, before ., at Ace 
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Schedule A. 


TIUS AGREEMENT made this 12th day of October, A. D., 1888, by and between 
the NORTH AMERICAN PHONOGRAPH COMPANY, acorporation duly organ- 
ized under the laws of the State of New Jersey, owning or controlling certain patents 
of the United Stutes of America and the Canadas for inventions of Thomas A. Edison, 
appertaining to what is known as the Phonograph and Speaking Phonograph, and 
acting under anthority of and agreement with Jesse H. Lippincott, Sole Licensee of the 
American Graphophone Company, a corporation duly organized under the laws of the 
State of West Virginia, controlling certain patents of the United States of America 
for inventions of Alexander Graham Bell, Chichester A. Bell aud Charles Sumner 
Tainter appertaining to what is known as the Graphophone, lessor and licensor, party 
of the first part, and THE NEW ENGLAND PHONOGRAPH COMPANY, a cor- 
poration duly organized under the laws of the State of Maine, lessee and licensee, 
party of the second part. 


WITNESSETH: 


WHEREAS, the lessor and licensor, party of thd first part, owns or controls or has the 
right to use the letters patents of the Cnited States granted to Thomas Alva Edison 
and numbered as follows: 200,521, 201,760, 213,554, 227,679, 382,414, 882,416, 
382,417, 382,418, 382,419, 382,462, 386,974, respectively, and the inventions 
covered thereby, and owns or controls or has the exclusive right to use in the United 
States and Canadas and may hereafter own or control or have the exclusive right to 
use in the United States and Canadas, other inventions of Thomas Alva Edison, which 
are or may be embndied in, or applicable to phonographs or phonographie appliances; 
and 


WHEREAS, the lessor and liceusor, party of the first part, acting under anthority of 
and agreement with Jesse H. Lippincott, sole licensee of the American Graphophone 
Company, has the exclusive right to use or let or sell to others tu use in the United 


States the inventions covered by the Letters Patent of the United States granted to — 


Alexander Graham Bell, Chichester A. Bell, and Sumner Tainter, numbered 341,212, 
341,213, and the Letters Patent of the United States granted to Chichester A. Bell 
and Sumner Tainter, numbered 341,214, and the Letters Patent of the United States 
granted to Sumner Tainter numbered 341,287, 341,288, and the Letters Patent of 
the United States granted to Charles Samner Tainter numbered 374,133, 375,579, 380,- 
535, respectively, and owns or has the right to use and may bereafter own or have the 
right to use other inventions which or may be embodied in or applicable to the 
Graphophone and Graphophonic appliances, which is to be hereafter known and de- 
seribed and designated as the Phonograph-Graphophone and desires to extend the 
use of Phonographs and Phonograph-Graphophones leased and licensed by it, and 
of appliances therefor under and pursuant to the grant of the exclusive rights to the 
party of the second part herein contained; and 


WHEREAS, the lessee and licensee, party of the second part, desires to obtain such 
exclusive rights tothe use of Phonographs and Phonograph-Graphophones, and 
for the use of appliances therefor, under lease and license from the lessor and licensor, 
narty of the first part, and to use and sub-let the said instruments and to nse, sell and 
dispose of appliances therefor within the territory hereinafter described under and 
pursuant to the terms, restrictions and provisions hereinafter set forth. 


NOW THEREFORE, for and in consideration of the sum of One Hundred Thousand 
Dollars, to be paid to the party of the first part by the party of the second part, the 
receipt of which is hereby acknowleged and for other good and valuable considerations, 
and in consideration of the covenants and agreements herein contained and the rentals 
herein agreed to be paid, it is agreed by and between the parties hereto as follows: 


First. The rights hereby granted shall remain in force and this agreement shall con- 
tinue until the 26th day of March, 1903, and for such further period at the option of 
the party of the second part as shall be equal to the time for which the party of the 
first part shall become authorized to grant any exclusive license under any patent or 
patents relating to Phonographs or Phonograph-Graphophones or improvements 
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13 therefor, unless sooner termined as hereinafter provided, and shall extend and exist 
aud be exercised and the instruments and property leased hereunder shall be used only 
within the following described territory, namely, the States of Maine, New Hampshire, 
Vermont, Massachustetts, Rhode Island, and Connecticut, U.S. A. And the party of 
the first part hereby covenants and agrees that it will grant no other similar rights or ‘ 
any rights for the use of the Phonograph or Phonograph-Graphophone or phono- 
evaphic or phonograph-graphophonic appliances for the foregoing territory or any prt 
thereof while this agreement shall remain in force. 


Second. The instrument which has heretofore been known oy des.,cuated as the 4 % 
44 ‘‘Graphophone,” shall at all times and in all dealings, advertisements, agreements and 
business, of the party of the second part be known, designated and described as the 
**Phonograph-Graphophone’’, and the instrument heretofore known or designated as 
the “‘Phonograph,”’ shall continue to be so known, designated and described. In 
dealing with the publie and sub-lessees, the party of the second part shall and will 
at all times offerand show both instruments together with absulute impartiality, leav- 
ing the person or persons with whom it is dealing to make his or their own selection 
and the party of the second part, its officers, agents and employees shall in no way 
press the introduction of one instrument at the expense of the other, and the commis- 
sions or remuneration to agents, if any shall be employed, shall be the sume on each 

45 instrument. ; 


Third. The party of the second part admits the validity of all patents relating to 
Phonegraphs, Phonograph-Graphophones and appliances therefor now held or which , 
may be hereafter held by the party of the first part or under which it may hold 
licenses exclusive in their character or nuder which its business may be conducted and 
the validity of its rights under or title thereto and will not dispute the same or make ‘ 
use of, or be interested in, or cause others to make use of, or be interested in any 
Phonographs or Phonograph-Graphophones or appliances therefor, or any instrument 
of a similar kind not leased, licensed or authorized by the party of the first part or its 
assigns. Provided, however, that the party of the second part may man- 

46 nfacture or be interested in the manufacture and sale of such phonographie or phono- 
graph-graphophonic appliances as may be approved of in writing by the party of the x 
first part, provided however, that no snch authority shall be construed to apply to 
the manufacture of any articles the right to manufacture which is pow or may 
hereafter be vested in the American Graphophone Company, or in the Edison Phono- 
graph Company of New Jersey, or in the Edison Phonograph Works, pursuant to the 
several agreements now existing between the above mentioned parties or either of 
them, and the North American Phonograph Company, and Jesse H. Lippincott, Sole 
Licensee of the American Graphopbone Company, or either of them. 


47 Fourth. The party of the first parfat the places where Phonographs or Phono- 
graph-Graphophones are manufactured or from its depot of supplies sitnate nearest to 
the general office of the party of thé second part, will deliver to the party of the sec- 
ond part, Phonographs and Phonograph-Graphophones and supplies therefor, made 
and to be used under the patents and rights herein described during the continuance 
of this agreement, and as herein set forth and permitted, and all Phonographs and 
Phonograph-Graphophones aud supplies therefor delivered to the party of the second 
part during the continuance of this agrevinent shall be deemed to be furnished here- 
under, Each of said Phonographs and Phonograph-Graphophones so delivered shall 
remain the property of the party of the first part, und is and shall be hereky leased ~ 

4g and the use of it licensed by the party of the first part under said patents, and auth- 
ority aforesaid now acquired or which may hereafter be acquired, from the date of 
such delivery upon condition and so long as the rental therefor shall be duly paid to 
the party of the first part as herein provided, and so long as the provisions hereof are 
not violated, but not longer or otherwise, and subject to the terms of this agreement, 
the party of the second part may sublet or make sale of said instruments, as herein- 
after provided, a, 


Fifth. The party of the secona part shall pay and hereby agrees to pay to’ the party 
of the first part a rental at the rate of twenty dollars per vear on and for each and 
every Phonograph and on and for each and every Phonograph-Graphophone delivered 
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to it, payable in equal quarterly payments in advance, said rental to commence for 
each Phonograph or Phonograph-Graphophone on the first day of the first calendar 
month after its shipment by the party of the first part, and shall cease when and con- 
tinue until the instrument so leased shall be returned into the possession of the 
party of the first part, and a notice by the party of the second part to the party of the 
first part of ten days in writing to its general office in the City of New York, of its in- 
tention to deliver the said Phonograph or Phonograph-Graphophone, shall be consid- 
ered as a return and delivery of the same into the possession of the party of the first 
part. And said rental shall cease also whenever proof shall be given satisfactory to 
the party of the first part of the destruction of the same by fire or other accident, be- 
yond the control of the party of the second part. 


Sixth, ‘The party of the second part may sublet the Phonographs and Phonograph- 
Graphophones leased toit by the party of the first part under this agreement, but 
such subletting shall be subject to the restrictions and provisions of this agreement 
applicable thereto and shall be under a sub-lease or agreement in writing, the form of 
which shall be approved by the party of the first part, and each and every such sub- 
lense oragreement shall expressly set forth that the Phonograph or Phonograph- 
Graphophoue so sub-let is the property of the party of the first part, and that the 
same is leased and licensed under the provisions of this agreement and not otherwise. 
And no such sub-lease shall be made forany period less than three months. For each 
instrument sub-let, the party of the second part shall charge the sub-lessee rental at 
the rate of Forty dollars per annum —(neither ::ore nor Jess) payable in equal qnart- 
erly payments in advance. "> 


Seventh. The party of the second part shall keep all instruments leased to if under 
this agreement in good working condition, and to that end shal! keep in its employ 
a suflicient number of persons living at different points in its territory, who while 
acting as agents or solicitors for the party of the second part, shall have sufficient 
knowledge of the instruments to enable them to remedy any slight defect in the work- 
ing thereof. But whenever any part of an instrument shall wear out from or- 
dinary wear and tear by actual and legitimate use, it shall nponits return to the 
party of the first part be replaced by a new part free of charge by the party of the 
first part. When any part shall be broken or rendered ineffective hy the carelessness 
or neglect of the party of the second part or its sub-lessee, the same shall be replaced 
at the expense of the party of the second part, or of its sub-lessee. 


Kighth. The party of tie first part will during the continuance of this agreement 
and the leases thereunder furnish to the party of the second part after requisition by 
it all such extra cylinders for use on instruments leased and ‘Special Extras’’ such 
as records of music, ovations, novels, or other appliances and parts of instruments ap- 
plicable thereto which shall be sold by the party of the second part at prices which 
shall be fixed from time to time by the party of the first part. Such prices shall be 
uniform in the case of each sub-company acting under the authority of the North 
American Phonograph Company or of Jesse 1. Lippincott, sole licensee of the Amevi- 
can Graphophoue Company,and the party of the second part shall and it hereby agrees 
to pay the party of the first part forall extra cylinders, ‘‘Special Extras’ parts and ap- 
pliances so furnished prices which shall be fixed at twenty per cent. less than the 
prices at which the same shall be sold by the party of the second part to others, 
payments to be made by the party of the second part to the party of the first part on 
the Joih day of each month, for all such cylinders, “Special Extras,*’ parts ond 
appliances delivered during the previous month. 


Ninth. The party of the second part shall give immediate information and notice 
to the party of the first part whenever said party of the second part shall know that 
any one in its territory is using an instrument or any appliances thereof or therefor 
which shall be an infringement of the patents or rights owned or controlled by the 
party of the first part; and upon receipt of such information the part of the first 
part will at its own expense at once institute legal proceedings or canse them tc be 


. instituted for the protection of the patents or rights owned or controlled by it. 


And the party of the first part agrees at its own expense to defend the party of 
the second part against all suits for infringement by reason of the possession, leasing, ’ 


10 ‘ 


55 use or sale of said instruments, supplies or appliances and to’ pay all final judgments 
rendered. in such suits, provided the party of the first part shall have notice of such 
suit and opportunity to defend the same, such notice to be given in time to allow the 
party of the first pirt to make answer, plea or other, appropriate defense to the 
original Dill, petition, complaint or other original pleading and to defend throngh 
any counsel of its own selection. And the party of the second part shall not be at 
liberty to defend any such suit or legal proceedings on its own behalf until the party 
of the first shall have refused so to do upon demand. 

And the party of the first part further agrees that it will protect, indemnify, and 

sive harmless the party of the second part, by reason of any damages or expenses 

56° which it may suffer, incur or sustain, growing out of any proceedings at law or: in 

equity, or any litigation which may be brought against or which may injuriously 

alfect. the party of the second part in the quiet title to or possession or enjoyment of 

the rights and interests hereby granted, or intended to be granted, provided the party 

of the first part shall have opportunity to defend as aforesaid any suit or proceeding 
brought against the party of the second part. 


Tenth. If on tha first day of January, 1890, or at any time thereafter there shall be 
in-any portion of the territory covered by this agreement a demand for Phonographs 
or Phonograph-Graphophones, Spezial Extras or appliances which the party of the 

57 «second part shall neglect or fail to take appropriate measures to meet, the party of the 
first part may give written notice thereof to the party of the second part, and if at 
the expiration of thirty days thereafter the said neglect or omission still continues, 
the party of the first part may, so long as such default shall continue but to the ex- 
tent only of such default, proceed to supply the demand through agents or otherwise 
without liability to the party of the second part, provided that course shall not inter- 
fere with the delivery to the party of the second part of instruments special extras 
or appliances for which requisition shall be made by it under the terms of this 
Agreement. "But it is expressly understood and agreed that if at any time after one 
year from the date of this agreement, the party of the first part shall be unable or 
shall fail to deliver to the party of the second part instruments and supplies for 
which said party of the second part shallhave made due requisition upon the party of 
the first part as such requisition is provided to be made in the case of the phonograph 
graphophone by Jesse H. Lippincott upon the American Graphophone Company 
pursuant to the agreement between said Lippincott and said American Graphophone 
Company under agreement dated March 26th, 1888, and in the case of the phono- 
graph as provided it shall be made by the Edison Phonograph Company upon 
Thomas A. Edison pursuant to the agreement of October 28, 1887, or by the North 
American Phonograph Company upon said Thomas A, Edison, or the Elison Phono- 
graph Works pursuant to the agreement of August 1st, 1888, and subject in the case 
of the Phonograph and Phonograph-Graphophone to the several terms of said agree- 
ments affecting such neglect or failure to suppy either of said instruments, then the 
party of the second part shall have tke right which the said North American Phono 

graph Company or Jesse Hl. Lippincott, sole licensee of the American Graphophone 
Company would then have to manufacture or cause to be manufactured instruments 
or supplies or both, necessary to fill so much of such requisition as the said North 
American Phonograph Company or Jesse IL. Lippincott, sole licensee of the Ameri- 
ean Graphophone Company shall be unable or shall fail to supply, and all costs of mi 
said instruments or supplies to the party of the second part over and above the cost , ' 
thereof as determined by the rentals of Phonographs or phonograph-graphophones 
or the prices of special extras and appliances as herein provided to the party of the 
second part shall be borne by the party of the first part. 


58 
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Eleventh. If on the first day of January, 1890, or atany time thereafter, the re- 
sts of exclusively leasing instruments shall be unsatisfactory to the party of the 
first part, it may require the party of the second part to give the public the option of 
either leasing or purchasing the said instruments and in such event sales shall be 
made at such reasonable prices which shall be fixed by the party of the first part, “a 
provided however that if such requirement shall be made in the case of any one 
sub-cumpany it shall be operative in the case of all sub-companies acting under the 
authority of the North American Phonograph Company or of Jesse H. Lippincott, sole 
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licensee of the American Graphophone Company. From the price received for any 
instrument so sold, there shall be first deducted and paid to the party of the first part 
an amount which shall equal the actual cost of suid instrument to the party of the 
first part and the remainder of sach selling price shall be equally divided between the 
party of the first prrt and the party of the second part, settlements and payment to 
be made by the party of the second part on or before the tenth day of each month 
for all sales made during the previous month. 


Twelfth. In the conduct of its business and in all circulars, cards, and advertise- 


* ments, there shall appear, and the party of the second part shall set forth, as promin- 
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ently as its own corporate name and in connection therewith wherever it shall occar, 
the following: “New England Phonograph Company, acting under aathority of The 
North American Phonograph Company, and Jesse H. Lippincott, sole licensee of the 
American Graphophone Company.” 


Thirteenth. The party of the first part having made liberal provisions for conduct- ° 


ing experiments looking towards the improvement and perfection of the Phonograph 
and Phonograph-graphophones by the respective inventors thereof during the next 
fifteen years or thereabouts, will be entitled to the ownership, use or control of what- 
ever inventions are made and patented by such inventors, and the instruments leased 
or to be leased under this agreement shall have the benetit of al] improvements and in- 
ventions thus secured; and any other improvements and inventions which the party 
of the first. part may become entitled to the use, ownership or control of during the 
term of this agreement or any extention or renewal thereof, but it is expressly under- 
stood and agreed that no new patented invention of the said Edison shall be used or 
sold with the Phonograph-graphophone, and no new patented invention owned or 
controlled now or hereafter by the Volta Geaphephong Company shall be used upon, 
or sold with the Phonograph. 


The instruments delivered by the party of the first part under this agreement shall 
at all times possess all the improvements thereon which at the time of such delivery 
or prior thereto have been adopted by the party of the first part. And it is farther 
provided that if the furnishing of such new improvements or inventions shall add 
materially to the cost of the Phowograph or Phonograph-graphophone, as the same 
is now known, the qnestion of such additional charge ifany, shall be left to an 
arbitration, the party of the first part choosing one arbitrator and the party of the 
second part another, and the two, if they fail to agree, a third to be chusen by-the 
two arbitrators, and the decision of such arbitration or of a maloriny thereof thus 
made shall be binding upon the parties hereto. 


Fourteen. If the party of the second part shall fail to pay to the party of the first 
part any sum or sums of money which may be due under this agreement and if suid 
default shall continue for the period of thirty days after the same shall have become 
payable, and after written demand therefor or if the party of the second part shall 
violate any other of the terms or conditions of this agreement and sliall persist in 
such default, violation or neglect or fail tv remedy or repair the same for sixty days 
after written notice thereof from the party of the first part, orif the party of the 
second part shall become bankrupt, or insolvent, and shall so continue for the period 
of thirty days then the party of the first part may, if it shall so elect by written 
notice to the party of the second part (or those in charge of any of its offices) im- 
mediately terminate all the rights granted by the party of the first part hereunder, 
and take possession of, and remove all Phonographs, and Phonograph-graphophones 
and supplies therefor, and for that purpose may enter the premises of the party of 
the second part and of all persons claiming under it, and may collect from any sub- 
leasee or purchaser all sums then or thereafter due to it, or to the party of the second 
part for the use or purchase of any instruments, or for supplies therefor, or it may, 
so long as it shall see fit, leave inthe enjoyment and use of any Phonograph or 
Phonograph-graphophone any lessee or other person, in actual possession thereof, 
or by or from whom any part of the purchase price is unpaid and collect from him 
or them such sums as may then and thereafter be or become due for the use or pur- 
chase of the Phonograph or Phonograph-Graphophone, and for that purpose shall be 
entitled to, and may take possession of, the premises of the party of the second 
part nsed for carrying on its business, and oceupy and conduct the same. The 
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property so taken and which does not belong to the party of the first part or revert 
to it hereunder, muy bo returned within six months from the taking, in which case the 
party of the first part shall pay to the party of the second parta reasonable com- 
pensation for its use, or the party of the first part may retain the same as its own 
property and pay therefor a reasonable price (not exceeding the actual cost thereof!) 
within seven months after the taking, and shall account to the party of the second 
part for all the sums collected which shall bave acerued before the party 
of the first purt became so entitled to possession, deducting all expenses 
incidont thereto, and all sums which may be due to the party of the first 
pact. ‘The party of the first part also @xpressly reserves to itself all its 
vizhis and remedies at law, and in equity, under the patent laws or other- 
wise, including the remedy by injunction against the party of the second part, or 
those claiming uuler it, for the use of any of its patented inventions or instruments 
not authorized by a subsisting license hereunder, or for the violation of any other of 
its rights. The party of the first part may in such event at its own cost and expense 
also use the name of the party of the second part to protect its interests and to en- 
force its rights hereuniter. And the said party of the second part hereby agrees to 
execute any amd all assigauments in aevordance herewith and in furtherance of the 
rights of the party of the first part ander this paragraph. 


Fifteenth. This contract is personal to the party of the second part herein named, 
and any assiguiment of it or of any of its rights granted hereunder, or any, or either 
of them, by act of the party of the second part, without the written consent of the 
party of the first part shall be a violation of this agreement and good and sufficient 
ground for a cancellation thereof by the party of the first part at its option. 


Sixteenth. If the party of the first part shall transfer to any party, parties or cor- 
poration, who shall agree to perform the stipulations hereof its title to the Phone- 


graphs and Phonograph-graphophones hereby leased and the patent rights under 
which they are Jicensed, and its then existing interests hereunder, it is agreed that 
the provisions hereof shall enure to the benefit of and shall be binding upon such 
transferee in respect of all things done or to be done under this agreement, as if the 
transferee were named a party hereto, but the party of the first part, said The North 
American Phonograph Company, shall pot be released from its obligations hereunder 
but sball continue to be answerable hereunder to the party of the second part pur- 
suant to the terms of this agreement, as if such transfer had not been made. 


Seventeenth. The party of the tirst part hereby covenants for itself and its assigns, 
with the party of the second part that it, the party of the first part, is at the date 
hereof fully and lawfully entitled and empowered to make and perform this agree- 
ment and license and every part thereof and that it will on demand from time to time 
execute and deliver to the party of the second part all such fucther or other instru- 


. ments of assurance as the party of the second part shall reasonably require. 


Kighteenth. The party of the second part hereby further agrees that it will keep 
its books of account, sales book, records of reiftals and other office records in such 
form and will make such repovis to the party of the first part as may be prescribed 
and directed by the party of the first part through its auditor appointed for the pur- 
pose of organizing aud maintaining a general form of records and accounts for all 
Sub-coin panies. 


Nineteenth. [t is hereby nnder stood and agreed that the use of the Phonograph 
and Phonograph-Grapkophone, so far as the same, or either of them, is applicable tc 
watches, clocks, or ia so far as the use thereof has been conveyed by the said Edisor 
to Lowell C. Briggs and William W. Jacques under and pursuant to a certain agree 
ment bearing date the first day of October, 1887, is hereby accepted and reserved 
from the terms of this agreement, and that this agreement shall not be construed as 
in any way authorizing the party of the second part to use the inventions covered 
hereby for such purposes. But it is further understood and agreed that 50 per cent. 
of ihe profits which may be received by the party of the first part, or by Jesse Il. 
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Wioax thio 3% Lippincott, sole licensee of the American Graphophone Company, shall be divided it 8) 
Peits.. ty such equitable way as may hereafter be determinel, among all the sub-companies -_ 
mnivy te : licensed by the party of the first part. . & 


Twentieth. The party of the first part further agrees that any and all privileges and 
z ° powers not herein conferred upon the party of the second part, which shall hereafter 
at any time during the continyation of this Agreement be conferred by the party of a 
. : the first part upon any other Sub-company, shall be likewise grante:l to th? party of * + 
the second part. ; or Miss 
Vineriean ¢ . > In Wirness Wa ekxoF the parties hereto have caused this instrument to be exe. “ Het 
tnd void, 74 cuted, each by its proper officers and each has caused its corporate -seal to be hereto: 
cand " : affixed the day and year first above written. 
ee THE NORTH AMERICAN PHONOGRAPH COMPANY, 
pypcnratas By Jesse H. Lippincott, 
iniprove (SEAL) Prest. 
yew Eng- : Attest: 
eoonclue Geo. H. Fitzwilson, 
us here- : Secy. 
eo sen . THE NEW ENGLAND PHONOGRAPH COMPANY. 
lata > 
By John B. Gleason, 
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a Schedule B. 


CIRCUIT COURT OF THE UNITED STATES, 


District oF MASSACHUSETTS. 


In Equrry. 
a 
AMERICAN GRAPHOPHONE Com- < 
fala) PANY 7 
v. No. 6530. 


Tne New EnGuanp Prono- 
GRAPH Company, eé¢ al. 


Bill of Complaint. 
8] ? (Filed Oct. 12, 1894.) 


. To the Honorable, the Judges of the Circuit Court of the United States for the Dis- 
trict of Massachusetts: 


The American Graphophone Company, a corporation duly organized and existing 
under the laws of the State of West Virginia, and having its principal office in Wash- 
ington, in the District of Columbia, brings this, its bill of complaint, against the New 
England Phonograph Company, a corporation organized under the laws of the State 
of Massa*husetts, doing business at Boston in said State of Massachusetts, Augustus 
P. Martin, individually and as president of said company, and Augustus N. Samp- 

g2 son, individually and as general manager : of said company, said Martin and Samp- 
son being residents of Boston, aforesaid. 


I. 


And thereupon your orator complains and says that Chichester A. Bell and Sum- 
ner Tainter, then of Washington, aforesaid, were the original, first and joint invent- 
ors of certain new and useful improvements in recording and reproducing speech and 
other sounds, which were not known or used in this country, or patented or de- 
scribed in this or any foreign country, prior to their invention thereof, and which had 
not been in public use or on sale in the United States for more than two years prior 

83 to their application for Letters Patent therefor. 


Il. 


That on the twenty-seventh day of June, 1885, the said Chichester A. Bell and 
Sumner Tainter made application in dne form of law to the Commissioner of Patents 
forthe grant of Letters Patent of the United States for the said invention, and then and 
there fully complied in all respects with the provisions and requirements of the laws 
of the United States in such case made and provided. 


Ifl. 


That due proceedings being had upon said application, upon the fourth day of 
May, 1886, Letters Patent of the United States, in due form of law, were issned and 
delivered to said Chichester A. Bell and Sumner Tainter, in the name of the United 
States, under the seal of the Patent Office, and signed and countersigned, respec- 
tively, by the proper officers of the United States, and numbered 341,214, granting 
to said Chichester A. Bell and Sumner Tainter, their heirs or assigns, for the term of 
seventeen years from said fourth day of May, 1886, the full and exclusive right to 
make, use and vend the said invention throughout the United States and the terri- 
tories thereof, as by reference to said Letters Patent, or a duly authenticated copy 
thereof here in Court to be produced, will more fully and at large appear. 
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IV. 


That the said Sumner Tainter was further the original, first and sole inventor of a 
certain new and useful improvement in apparatus for recording and reprodacing 
sounds or sonorous vibrations, not known or used in this country, or patented or de- 
seribed in any printed publication in this or any foreign country, prior to his inven- 
tion thereof, and not in public use or on sale in the United States for more than two 
yeu prior to his application for Letters Patent therefor. 


Vv. 


That on the fourth day of December, 1885, said Sumner Tainter made application 
in due form of law to the Commissioner of Patents for the grant of Letters Patent of 
the United States for said invention, and then and there fully complied in all respects 
with the requirements and provisions of the laws of the United States in such case 
made and provided. : 

VI. 

That dune proceedings npon said application being had, upon the fourth day of May, 
1886, Letters Patent of the United States, in due form of law, were issued and deliv- 
ered to said Sumner Tainter, in the name of the United States, under the seal of the 
Patent Office, signed and conntersigned, respectively, by the proper officers of the 
United States, and numbered 341,288, granting to said Sumner Tainter, his heirs or 
assigns, for the term of seventeen years from said fourth day of May, 1886, the full 
and exclusive right to make, use and vend the said invention throughout the United 
States and the Territories thereof, as by reference to said Letters Patent, or a duly 
authenticated copy thereof here in Court to be produced, will more fully and at large 
appear. 


VII. 


That the inventions or improvements described and claimed in said patent to Sum- 
ner Tainter were designed for and are capable of use conjointly, and are used con- 
jointly with the improvements or inventions described and claimed in’ the patent 
aforesaid of Bell and Tainter in recording and reproducing sounds. 


VIII. 


And your orator further shows that on the twenty-ninth day of March, 1887, said 
Chichester A. Bell and Sumner Tainter, by an instrument in writing duly signed, deliv- 
ered and recorded in the United Stutes Patent Office, the twenty-second day of Sep- 
tember, 1887, di¢ give, grant and convey to The Volta Graphophone Company, a cor- 
poration organized and existing under the laws of the State of Virginia, its successors 
and assigus, the entire right, title and interest in and to said Letters Patent No, 


341,214, granted to them as aforesaid, and in and to the invention secured thereby, | 


as by reference to said instrument, or toa duly authenticated copy thereof here in 
Court to be produced, will more fully and at large appear. 


IX. 


That on the twenty-ninth day of March, 1887, said Sumner Tainter, by an instrument 
in writing, duly signed and delivered and recorded in the United States Patent Office, 
the fifth day of April 1887, did give, grant, assign and convey to the said The Volta 
Craphophone Company, its successors and assigns, the entire right, title and interest 
in and to said Letters Patent No. 341,288, granted to him as aforesaid, and in and to 
the invention secured thereby, as by reference to said instrument, or a duly authenti- 
cated copy thereof here in Court to be produced, will more fully and at large appear- 


X. 


That on the twenty-fourth day of January, 1893, the said The Volta Graphophone 
Company, by an instrument in writing, duly signed, sealed and delivered, and re- 
corded in the United States Patent Office the twenty-fifth day of January, 1893, did 
give, grant, assign and convey to your orator, its successors and assigns, the entire 
right title and interest in and to said Letters Patent No. 341,214 and No. 341,288, 
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and in and to the inventions secured thereby, as by reference to said instrument, or 
a duly authenticated copy thereof here in Court to be ae will more folly and 
at large appear. 

XI. byt 

That your orator has been, since the date of the assignment last mentioned, and is: 

now, the owner of the said Letters Pateat, and each of them, and of the rights and 
privileges secured thereby, and has been and is, save for the doings of these defend- 
ants and others acting in concert with them, in the exclusive possession of said rights 
and privileges, and is entitled to the exclusive ase, a apt and advantages of the 
said inventions and improvements. \ 


XII. 


And your orator further shows that the said inventions and improvements are of 
great commercial value and practical utility; that a great public interest has been 
. manifested therein, and a large demand created for apparatus constructed in accord- 
ance with or embodying the same; that in order to supply this demand and to confer 
upon the public the advantages and benefits of the said inventions, your orator and 
its predecessors in the title have invested large capital in acquiring said patents and 
in adapting and perfecting such apparatus, and have at great expense devised and 
constructed machinery, tools, appliances and other accessorigs necessary or useful in 
the manufacture of such apparatus, and have employed numerous skilled workmen, 
inventors and mechanics in connection therewith; and that such investment has 
been made and such expense incurred upon the faith reposed in the said Letters Pat- 
ent granted by the Government of the United States as aforesaid, and in the rights 
and privileges secured thereb ;. 


XIII. 


And your orator shows, upon information and belief, that these defendants and - 
others acting in concért with them, since the grant of said Letters Patent, and each 
of them, and since the date of the assignment last above mentioned, within the said 
District of Massachusetts and elsewhere in the United States, wrongfully, unlawfully, 
and with intent to injare yosr orator, and to deprive it of the just profits resulting from 
making, using and vending said inventions, have, without the license or consent of 
your orator, made or caused to be made, used or caused to be used, and sold or caused 
to be sold, apparatus for recording and reproducing sounds, known as ‘‘phonographs,”’ 
each and all containing or embodying or operating in accordance with the said inven- 
tions or improvements, substantially as described and claimed in the said Letters Pat- 
ent, and each of them, and in infringement of the exclusive rights granted to your 
ovator, as aforesaid; and that the said defendants have derived and received and still 
are deriving and receiving, great gains and profits from such unlawful use, but to 
what extent your orator is ignorant and cannot set forth. 


IY: 


That each such machine or apparatus, so made, used and sold by these defendants, 
contains, embodies or operates in accordance with the inventions or improvements 
covered by both the Letters Patent aforesaid, or material and substantial parts 
thereof. 


XV. 
And your orator therefore prays as follows: 


(1) That the said defendant may be required by a decree of this Honorable Court to 
account for and pay over unto your orator all such gains and profits as have accrued 
or arisen, or been earned or received by the said defendants, and all such gains and 
profits as would have accrued to your orator but for the unlawful doings. c! said de- 
fendants, and all damages your orator has sustained thereby; and 


(2) That ‘he defendants, their associates, attorneys, servants, clerks, agents and 
workmen, tay be perpetually enjoined and restrained, by a writ of injunction issuing 
out of and under the seal of this Honorable Court, from directly or indirectly making 
or caning to be made, nsing or causing to be used, selling or causing to be sold any 
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97 machine or apparatus embodying or constructed or operating in a ce with the — 
- jnventions or improvements set forth in the Letters Patent storemaite oreither of ~~ 
them; and j 
(3) That your Honors will grant unto your orator a preliminary injanotion, issning 
out of and under the seal of this Honorable Oourt, enjoining and restrafping the sald 
defendants, their associates, servants, clerks, agents and workmen, to the same pur. re 
pose, tenor and effect as hereinbefore prayed for, with regard to said perpetual 2 
injunction; and r 3 f : 
(4) That the defendants be decreed to pay the costs of thio suit; and ‘ 


98 (5) That your orator may have such other and further relief as the equity of the case 

may require. 
To the end, therefore, that the said defendants may, if they can, show why your 
orators should not have the relief hereby prayed, and may full, true and direct answer 
make, but not under oath, answer under oath being expressly waived, according to the 
best and utmost of their knowledge, information, remembrance and belief, to the sev- 
eral matters hereinbefore uverred and set forth,as fully and particularly as if the same 
were repeated, paragraph by paragraph, and said defendants thereto severally and 
_ specifically interrogated, may it please your Honors to grant to your orator a writ of 
.snbpoena ad respondendum, issuing out of and under the seal of this Honorable Court, 
99 directed to said defendants, the New England Phonograph Company, Augustus P. 
Martin and Augustus N. Sampson, commanding them to appear and make answer to 
this bill of complaint, and to perform and abide by sach orders and decree herein as 

to this Court may seem just. 


And your orator will ever pray. 


AMERICAN GRAPHOPHONE CO. (Srat.) 
by C. J. Bell, President. 
POLLOK & MAURO, : 


No. 620 F Street, Washington, D. C., 


_— Solicitors and of Counsel for Complainant. 


District of Columbia, ss.: 


On the ninth day of October, 1894, before me personally appeared Charles J. Bell, 
and being duly sworn, did depose and say that he is the President of the American 
Graphophone Company, named as complainantin the foregoing bill of complaint; that 
he has read the same and knows the contents thereof, and that the same is true of his 
own knowledge, except as to matters therein stated upon information and belief; 
that as to such matters he believes it to be true, and that the seal affixed to said bill 

101 i, the corporate seal of said complaintant, and was by him affixed thereto by author- 
ity of said corporation. 
CHARLES J. BELL. 


Subscribed and sworn to before is 
this ninth day of October, 1894. 


(SEAL.) Howard S. Reeside, 
Notary Public, D. C. 


Plea. 
102 (Filed Jan. 7, 1895.) 


The plea of the New England Phonograph Company, Augustus P. Martin, individ- 
ually and as president of said company, and Agustus N. Sampson, individually and 
as general manager of said company, defendants, to the bill of complaint of the 
American Graphophone Company, complainant. 

These defendants by protestation, not confessing or acknowledging the matters and 
things in and by-said bill set forth and alleged to be true, in such manner and form 
as the same are thereby and thervin set forth and alleged, for plea to the whole of 
said bill, say,— 
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108 That upon Oct. 12, 1888, the defendant company purchased and then possessed a ; i 
license, exeented by the North American Phonograph Company, conferring upon the t 
licensee the exclusive right to sell both phonographs and graphophoves and all mate- 
rials and supplies therefor within the New Englund States. That prior to said date, 
thecomplainant had authorized the North American Phonograph Company tograntthe ©, 
said license, and that the defendant company bas not sold any machines or transacted’ ee . 
any business without the New England states. That the defendants Martin and. ° ; 

Sanrpson, are officers of the defendant company and all the sales of 'phonographs or ' x 
graphophones or supplies therefor have been made solely in behalf of the defendant ~~ t 
company and under the said “licenses, and solely as officers of said company. All a ‘ia 

104 Which statements these defendants do aver to be true and they plead the'said licenses = .) © 
to the said complainant’s bill. - 

And these defendants for a further plea. to the whole of said bill say that upon the 
twenty-sixth day of March, 1888, the American Graphophone Company entered into 
an agreement with Jesse H. Lippincott, wherein it granted to him an exclusive license 
for the sale ef graphophones within most of the United States, including all the New 
England States, and in and by said agreement the said Lippincott was required and 
agreed that ‘‘he will take appropriate measures by personal effort and otherwise to 
thoroughly advertise and establish the agencies, to introduée and provide for instruo- 
tion in its use, and to create a demand for the instrument throughout the terrritory 

105 covered by this contract aud to supply the necessary capital for that purpose.”’ 

That upon the twenty-eighth day of June, 1888, the said Lippincott entered into 
an agreement with Thomas A. Edison for the purchase of the entire capital stock of 
the Edison Phonograph Company for the sum of five hundred thousand dollars, That 
Thomas A. Edison had previously taken out a number of patents upon phonographs, 
which patents were owned by the Edison Phonograph Company. That the ‘said 
avreement was made with the knowledge and consent of the complainant with the ~ ¢ 
desigu of bringing both the phonograph and graphophone under the same manage- 
ment. That the said Jesse H. Lippincott with the knowledge and consent of the 
complainant had forined the following plan for the development of the phonograph 

Jog 24 graphophone business, namely: That he would create a corporation which e 

should have exclusive rights to the sale of these instruments, and that this corpora- 

tion should grant territorial rights therefor. That prior to the seventeenth day 9 

of July, 1888, said Lippincott had caused such a company to be incorporated under 

the name of the North American: Phonograph Company, a corporation of the State 

of New Jersey. . 

That upon the seventeenth day of July, 1888, Jesse H. Lippincott entered inte an 

agreement with the North American Phonograph Company, wherein in consideration - 

of the entire amount of the capital stock of the said company, $6,500,000, he assigned 

to said company all his rights under the said agreement with the complainant and 

with Thomas A. Edison, agreeing further ‘‘to procure for said company and from the 

proper parties all such authority as may be required to permit the handling or 

exploiting of the phonograph and graphophone together.”’ 

That upon Ang. 1, 1888, an agrepment was entered into between Thomas A. Edison, 

the North American Phonograph Company and Jesse H. Lippincott with reference 

to the phonograph and graphophone, and that the said agreement provided : 

A ‘*Whereas the said company and the said Lippincott possessing the right to intro- 

duce both instruments, intend placing them upon the market together, Jeaving to the ha 

public the right to make their own selection in buying and renting instruments; . 


107 


108 Now it is agreed: 


The phonograph shall be put on the market under the name of the phonograph. 
The instrument now known as the graphophone shall be put on the market under the af 
name of phonograph-graphophone. The said company and the said Lippincott shall 
do their utmost to introduce both instruments. In order that no misunderstanding 
shall occur as to what is a phonograph and what is a phonograph-graphophone, an 
instrument previously marked ‘Phonograph, T. A. Edison,’ and now in the posses- 
sion of the North American Phonograph Company, is to be taken as a standard 
_ phonograph, and an instrument previously marked ‘Phonograph-Graphophone C. S 
Tainter,’ and which is now in the possession of Thomas A. Edison, is to be taken as 
astandard phonograph-graphophone. None of the parties or features of the construc- 
tion of one instrument sball be hereafter applied to or used on the other, but each 
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shall remain as it now is, except in so far as each may be improved by patented in- 
ventions; but any patented invention of Mr. Edison improving the phonograph shall 
not benpplied to or used on the phonograph-graphophone, nor shall any patented in- 
vention owned or controlled by The Volta Graphophone Company improving the 
phonograph-graphophone be applied to or used on the phonograph, it being the inten- 
tion hereof that each instrument shall remain distinct and shall not be improved by 
the use of parts or features of construction of the other.” 

Upon Ang. 6, 1888, un agreement was entered into between Jesse H. Lippincott 
and the American Graphophone Company, purporting to give tothe American 
Graphophone Company the right to purchase all the rights acquired from Mr. Edison 
under the agreement of June 28, 1888. 

That upon the same date a supplemental agreement was made between the same 
parties, reciting that ‘‘Whereas the said Lippincott desires to secure a modification 
of his agreement with the said American Company, so as to enable him to handle the 
phonograph as well as the graphophone;”’ therefore it is provided that ‘‘on each and 
every phonograph sold or leased by the said Lippincott or the said North American 
Phonograph Company, or by any sub-company or agent of the said Lippincott or of 
the said company, the said Lippincott shall pay to the said company the sum of ten 
dollars. This supplemental agreement is made upon the understanding that the 


“agreements made by said Lippincott and the North American Phonograph Company 


afd Thomas A. Edison shall be fully carried out and complied with by the parties 
thereto.” 

That in October, 1888, the defendant company was duly incorporated under the 
Jaws of the State of Maine for the pnrpose of selling both phonographs and grapho: 
phones, ete. That prior to the twelfth day of October, 1888, the said Jesse H. Lip- 
pincott, who was at that time the president of the North American Phonograph Com- 
pany, requested the New England Phonograph Company that it should issue practi- 
cally all of its capital stock of $2,000,000.00 in exchange for an exclusive license to 
sell phonographs and graphophones and su pplies therefor within the New England 
States, and that it should also cause to be paid iato the treasury of the North Ameri- 
can Phonograph Company the sum of $100,000 in cash, as a portion of the said con- 
sideration derived from the sale of its capital stock. That as an inducement to tak- 
ing said license the said Lippincott, acting as these defendants are informed and be 
lieve in behalf of the North American Phonograph Company and of the American 
Graphophone Campany, and with the full knowledge and consent of both companies, 
exhibited to this defendant company the aforesaid agreement and stated that the 
American Graphophone Company had full knowledge of the contents of all of the said 
agreements. That the said Graphophone Company was well aware of the plan which 
he, the said Lippincott, had adopted for the purpose of exploiting the said machines, 
and that the provisions of the supplemental contract of Aug. 6, 1888, practically re- 
ferred and weve intended to refer to the saidagreement, and did ratify the clanse of 
the aforesaid agreement of July 17, 1888, wherein the said Lippincott agreed to pro- 
cure for the North American Company all such authority as may be required to per- 
mit the handling or exploiting of the phonograph and graphophone together. 

That this defendant relying upon the said contract and the said statements of Mr. 
Lippincott, did actually issue the greater part of its authorized capital stock of 
$2,000,000, in exchange for an exclusive license granted Oct. 12, 1888, from the North 
American Phonograph Company to this defendant for tie sale of both phonographs 
and graphophones within the New England States; and did pay the consideration 
therefor, including the $100,000 in cash as above set forth, and which sum was re 
ceived by the North American Phonograph Company. That at the said date the 
agreements made by said Lippincott and the North American Phonograph Company 
and Thomas A. Edison were in full force, and the North American Phonograph Com- 
pany had full right and authority to grant unto this defendant company such exclu- 
sive licenses. 

That this defendant has ever since continued the business of, selling phonographs 
and graphophones within the New England States under the said licenses and has in 
all respects complied with the terms thereof. 

That as these defendants are informed and believe the complainant actually re- 
ceived a portion of the moneys paid by the defendant company for the said licenses 
and acquiesced in the said licenses. 
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That the instruments sold by or used: by the defendants were all sold and used un-— 
der the terms of the said licenses and not otherwise, and that all the acts done by the 
defendants, Martin and Sampson, have been done solely as officers of the defendant 
company and not for their individual account. 4 

That all the phonographs sold by the defendant company have been of the kind. 
und character specified in the aforesaid agreement of Aug. 1, 1888, and that in and by 
the aforesaid agreements the exclusive right was conferred upon the defendant com- 
pany to sell and use an instrument of that character within the New England States, 
and these defendants upon their information and belief further allege that the said 
North American Phonograph Company and Jesse H. Lippincott delivered all the 
phounographs which were delivered to the defendant company with the consent of 
the American Graphophone Company, and had rendered an account to the American 
Graphophone Company for the royalties upon said instruments. 

All which statements the defendants do aver to be true, and they plead said 
licenses to the said complainant's bill and pray the judgment of this Honorable Court 
whether they should be compelled to make any other or further answer to the said 
bill and pray to be hence dismissed with their costs in this behalf sustained.- 

In witness whereof the said defendant, the New England Phonograph Company, 
has hereunto affixed its corporate seal and caused the same to be attested by Li E. 
Kvans, its secretary. 

: THE NEW ENGLAND PHONOGRAPH CO., (SEax.) 

by L. E. Evans, 
Secretary. 
JOHN B. GLEASON, 
Solicitor and Counsel for Defendants, 
155 Broudway, New York City, N. Y. 


Ihereby certify that in my opinion the foregoing plea is well founded in point of law. 
JOHN B. G@LEASON, 
Counsel for the Defendants, 
155 Broadway, New York City. 
State of New York, ane 
City and County of New York, \ BB 
On this tenth day of December, 1894, before me, Charles Edgar Mills, commissioner 
of deeds for the State of Massachusetts, residing in the City of New York, personally 
appeared L. E. Evans, to me personally Known to be the secretary of the New Eng- 
land Phonograph Company, and made oath that he has read the above plea and 
knows the contents thereof, and that it is not interposed for delay, and that it is 
true in point of fact. . 
Witness my hand and seal the day and year above written. 
(Seal.) CHARLES EDGAR MILLS, 
Commissioner for Massachusetts in New York. 


Replication. 
(Filed Jan. 29, 1895.) 


This repliant, saving and reserving unto itself all and all manner of advantage of 
exception to the manifold insufficiencies of the said plea, for replication thereunto 
saith that it will aver and prove its said bill to be true, certain and sufficient in the 
law to be answered unto; and that the said plea of the said defendants is uncertain, 
untrue and insufficient to be replied unto by this repliant; without this that any other 
mutter or thing whatsoever in the said plea contained, material or effectuxl in the 
law to be replied unto, confessed and avoided, traversed or denied, is true; all which 
matters and things this repliant is and will be ready to aver and prove, as this Hon- 
orable Court shall direct; and humbly prays as in and by its said bill it hath already 
prayed. 
: POLLOK & MAURO, 


Of Counsel for Complainant. 
W. W. SWAN, 


Solicitor 
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CIRCUIT COURT OF THE UNITED STATES, 
DisTRIOT OF MAasSAOHUSETTS. ; 
In Equity. { % 


AMERIOAN GRAPHOPHONE Com- 
PANY 


v. > No. 580.. 


Tue New Eneianp Pxono- ie 0 a iy 
GRAPH Company, et al. 


Opinion of the Court. 


June 19, 1896. 


Carpenter, District Judge: This is a bill in equity to restrain an alleged infringe- 
ment of certain letters patent for apparatus for recording and reproducing sounds, 
known as graphophones. The respondents pled a license from the complainant and 
issue has been joined and evidence has been taken. J do not think it will be useful 
for me to detail the arguments and considerations which have been taken into the 
account in determining the questions thus raised. I have reached the conclusion that 
the contracts made by the complainant on the sixth of August, 1888, with Jesse H. 
Lippincott, amount to an adoption and ratification of the contracts made by him and 
under which the respondents claim; and that the complainant is estopped to deny 
the rights of the parties to those last-named contracts to carry ont the provisions 
thereof. 

The bill will therefore be d smissed. 


CIRCUIT COURT OF THE UNITED STATES, 
DisTRICT OF MASSAOHUSEFTS. 


In Equity. 
AMERICAN GRAPHOPHONE cox. 
PANY ! 

¥: : Lv, 530. 

Tur New Eneiaxrpd Puono- | 
@rapHh Company, ef al. | 
J 

Decree. 


September 15, 1896. 
The complainant on the abcve entitled cause filed its bill of complaint on the 12th 
day of October, T1894. 
An appearance was duly entered for the defendants by I. N, Paul and by John B. 
Gleason as solicitors for all of the defendants, and on the 7th day of January, 1895, 


‘a plea to said bill of complaint was filed by John B. Gleason, as solicitor for the 


defendants. On January 29, 1895, the complainant filed a replication. 

Testimony was thereafter taken by the respective parties and filed in the Clerk’s 
office of said Circuit Court. Afterwards and at the June term of 1895, of the 
said Circuit Court, present the Honorable George M. Carpenter, Judge, the said 
cause came on to be heard on the pleadings and proof and was argued by counsel. 
Thereafter the said Judge rendered his decision which was filed in said Clerk’s office 
on the 19th day of June, 1896. 

Now in accordance with said decision and on motion of John B. Gleason, solicitor 
for the defendants, it is adjudged that the plea of the defendants is hereby sustained 
and that the bill of complaint herein is dismissed upon the merits and that the New 
England Phonograph Company, the actual defendant, dorecover of the American 
Graphophone Company the costs and charges of the defendants in this action hereby 
adjusted at 

By the Court: 
BENJ. H. BRADLEE 
Deputy Clerk 
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presatcr oy (Brae Oslaud. 

New Fngland Phonograph Compeny, i 
we an Complainant, 


vs. 
The Dawson Company 
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Defendant. 


STATS OF KRW JERSEY, 


. Sh. - 
_COUNTY OF ESSEX, 


FREDERICK C. FISCHER, being duly sworn 
according to law on his cath says: I eam of full age end 
reside at Newark, Hew Jersey, doing business in said City, 
with offiees in the Prudential Building. I ama solicitor 
of patents, and a mechanical ‘na electrical engineer by 
profession. I am profezsionaily educated in the arts and * 
sciences with particular reference to tho qualifications of 
a mechanical engineer. I have designed, constructed and 
sparintended the construction of large quantities of me- 
chinery of various kinds in the arts, comprehending struct- 
ures from small delicate mechanism, such as electrical 
measuring anc recording instruments,&o. to machinery of 
very large powers such as for instance, hoisting engines, 
air compressors, automtic presses, mohines, &e. 

I have beon engaged in business relating to 
patents for the past nine years and have prepared and prose 
eouted a very large number of applications for letters pate 


ent and for the past three years have siven special attention 
1 


end study to the art of recording and reproducing sound 
ant an feniliar with the apparatus for this purpose geonere . 


ally known a8 “pee aine machines, * ‘and whioh anclade phono= pe a :. 
sruphs, eraphophones, eranophonos and all similer instrun_ meet 

1°. ee 
ments, and have testified as an expert in the. United States a ail 47 


Courts in oaises relating +o patente: structures. 
T «um familiar with the types of grephophones on 
the market and sold under the name and known as graphophones 
both the machine employing « cylindrical tavlet or record 
and the machine employing a record in diso form and the 
— used with them. I hay: compared e cylinder graph- 
ophons, & cylinder grephophone repreducer, « cylinder 
grephophone recordor, « cylinder grayhortone cut or en=- 
gsraved reoord, & eylindsr gisphophone record blank, a cyl- 
inger graphophone moulded record, « Giso c¢ruphophone and a 
_Gise zriohephene record “hich wre before me, with the . y 
claims of United States Tettars Patent No, 341,214 eranted 
to Chichester A. Bell and Sumer Telnter, ond No.341,288 
sronted to Sumer Tainter, and I am asked to state whether 
in ny opinion shay or any of them contain devices: oovercd 
by cr operated 4 accordancs with any of the claims of the 
said patents, or af zo, “nich ones. 

Por the purpose of identification I have 
marked the said cylinder scraphophone "Exhibit i By Ce Pe™s 
the said cylinder graphophone roproducer "Exhibit 2, F. %. # 
tas seid cylinder graphophone recorder "Exhibit 3, 7. C. 2.” 
the sedd cclinder griphophone out or engraved record 
WExhibit. 4, F. c, FP." the said oylinder graphophone > | 
record blank “Exhibit 5, F.C. Fr." the said oyliae 


der graphophone moulded record "Rxhibit 6, F. Cs F." 
=fe 
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the seid dise graphophone, "Exhibit 7, F.C. Fe". 
and the said dise record "Exnibit 8, F. %.-." Sind 
present them as exhibits with this affidavit. I have oaro- 
fully examined said exhibits and said patents, and believe 
that I understand said patents. 

I have examined the cylinder graphophone 
mark ed "Exhibit ‘1, F. 0. F." and find it to be an 
apparatus for recording and reproducing speech and other 
‘sounds, which consists, principally, of the following ele-. 
ments in combination. A rotating mandrel or teblet-holder 
rotated by means of # epring motor, is supported and journaled 
in a bearing on the top of the machine so that a tubular solf 
sustaining tablet, can be placed on or removed from the 
same; «a feed screw is also ‘mounted on the top of the machine 
remndng parallel with the mandrel. A train of tocthed gear- 
ing comaunicates motion to the fead screw in the following 
manner. A pear wheel is mounted on one end of the driv ing 
shaft of the ~andrel and moshes with on intermediate gear 
wheel whioh 4g secured to the frame of the machine, which in 
turn meshes with « fear wheel fastened to one end of the feca 
screw therahy communicating ~ slower speed te seid feed serow 
s0 that the letter revolves at a slower speed then the mane 
drel support ing the tablet. A carrier 13 rupportad by 
the fevd screw, so as to be movable lengthwige of the 
serew and rounted thereon is ths racordetr or the reproducer 
&s may be desired. For resording the sonorous vibrations 
in or on @ tablet, and for producing the scunds recor- 
dead from the record, the recording or the reproducing 
dnetrument (called hereinafter "recorder" and "reproducer*® 
respectively) is moved lengthwise of the tablet 
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The reproducer consists of « metallic frame or 


head, a diaphregm and a repreducing style loosely mounted 


on a universal support 80 that, the reproducing style resting 


by gravity ageinst the record is capable of a lateral | ba 


movement and may in consequence thereof adjust itself auto- 


matically to the record groove so that it can readily be 
guided by the same. In operation the reproducer is placed 

against the record, and on starting the machine, the record 
will move the style and throw the air into vibrations, and 

produce sound waves similar to\those which originally acted 
upon the recording style to make the record, 

The recorder consists of a meteliie frome or 
head, & diaphragm and a outting stylv which is loosely 
mounted on @ universal support se that the recording style 
rests by gravity against the surface on which it is desired 
to make a reoord. In operation the recordar is placed 
against the eurface of a record blank resting by its own 
weight against the blank and on sterting the machine the 
style will cut or engrave a spiral line in the record blank. 
If sounds are impelled against the diaphragm, tho styl® will 
be thrown into vibrations corresponding to the sounds, and 
the engraved line on the record blank will be of varying 
character, the inequalities or variations from uniformity 
representing the form of the sound Waves. 

To enable the recorder and reproducer readily 
to be applied to and remove from the feed screw,s0 that 
one feed screw oan be used for poth, they are each provided 
with a divided or partial nut which engages the screw. 

Referring now to the Bell & Tainter patent 


ole 


Sasi ale 


#541,214 I find in line 84 on page 1.of the specification 
the following a eee : 


"The invention consists in loosely mounting 

the reproducing style so that it can readily be guided 
by the record. Preferably the reproducing style, J 
or rather what may be called the "head" of the 're-  __ ; ae 
producing instrument, is mounted on @ universal 
joint, and the style is pressed against the record 
by the yielding pressure of a spring or weight. 
Practically in the instruments made by us the press- 
ure is due to the weight of the instrument ,modified 
by the elasticity of a section of soft ruffer tube, 
which supports the same and constitutes a universal 
joint; but evidently there are muny devices which 
can be used to mount the reproducer, so that it is 
free to follow the sound record or phonogram and 

% which, therefore, would be within the spirit of the 

* invention. The reproducing style, mounted as just 

explained, is especially adapted for use in connection 
with a record in the form of a groove with sloping - 
walls, and this combination is specially claimed; 
but it may also be usefully employed in connection 
with other forms of record.® 


And in line 38 page 2 of patent No. 341,214 the following: 


"The invention consists, in a sound recorder 
having a cutting or graving style which ig held by 
elastic or yielding pressure against the ‘surface 
on which the record is to be made: The object is 
to enable the vibratory graver or outting style to 
rider over instead of plowing through any elevations 
on the recording surface.* 


And from line 51 of the specificatiom same page, the follow 


ing: . 
"The invention consists in having the recorder, 
of whatover dascription, or the reproducer, er both, 
rest against the tablet or recording material by 
aravity. The invention consists in combining with 
the sound recorder or recording instrument of any 
suitable description, and specially with one having 
a cutting style, a tube or hollow standard upon 
which the recorder is mounted, and through which the 
sound waves are conveyed to the same. This part of 
the invention also consists in supporting this hollow 
standard on a hinge and having a sound conveying 
tube communicate with the interior thereof through 
the hinge.* 


Bo 


“ys 


a 
‘a 


See ae 5 


Referring now t@ the Tainter patent No. 
341,288,I find in line 9,page 1 of the specification the 


following: 
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. Shis invsntion has for its abject to inorease 
the yeneral efficiency of apparatus for recording 
and reproducing speech and other sounds, ‘commonly 
known as “phonographs;". and it eee principally, 
in the following improvements: 


and from line 31 same page the Slageaage 


The tablot-holder is made in the form of a 
cylinder, over which the tubular tablet oan be forced 
or flipped ana from which it can be removed as de- 
sired. This cylinder may be solid; but for light- 
ness it is preferably mede hollow. It is of metal, 
or may bs of other solid material. It is journaled 
in bearings, and is provided with a crank or onyer 
means for rotating the same: 


and from-line 1 page 2 of the specification, 


To enable the recorder and reproducer readily 
to be a,plied to and removed from the screw, so that 
one screw can be used for both instruments, they are 
each provided with wu divided or partial wut ,wnich 
engages thé sorew: 


and from line 14 page 2 of the specification, 


Instead of having the recorder and reproducer 
mounted upon a slide moving in ways or guides, and 
connected with a screw for moving the same, they are 
mounted on a carrier, which is not only engaged by 


‘said screw, but supported hy tho sam@, so as to be 


movable lengthwise of the screw, 


and in line 83 page 4 of tho specification, 


Tha invention further comprises certain special 
constructions, combinations, and arrangements of 
parts, as hereinafter sat forth, emong which are ine 
cluded the combination, in one machine, of the sev- 
eral improvementa already indicated, or of two or 
more of them. 


In my opinion the features thus disclosed in 


patent No, 541,288 ere covered by cluimsa 5, 6, 14, 15, 17, 
19, 22 and 61 and ere identieal with the structure present 


inthe cylinder graphophone marked "Exhibit 1, F. 0. ¥." 


I will now compare the structure illustrated, 


described and simmarized in each of suid claims of said 


' patent, with the cylinder graphophone machine. 


An improved feature is illustrated and described 


-b= 


and claimed in aaic Tainter patent No, 241,288 ang found 


in said oylinder graphophone machine, which oohsinte in a 


tubular tablet holder fer aupporting end rotating the 

tubular tablet. This improvement in summarised in the 

following claims. L 7 

5. Ina phonograph and in combination with a 

sound recorder ef reprocucer end operating mechanism 
for coveing the seid recorder or reproducer to trace 
a spiral Line on the tablet, an elongated cylindrical 
tablet-holder supported end journaled eo that the 
tubular tablet can be piaced on the same, substane 
tially as desarived. 

¢@, The combination, with » tubular tablet, 

of the tablet-holder for supporting and rotating 
the samp, substanticlly as described, 

The specification and drawing of the patent es= 
psetally figure 1 and 2 and & ahow a metal oylinder. Upon 
this cylinder is fitted the tablet as shown in said fig= 
ures 1, 2 and S, 4t is held by friotion against rotation 


and can only rotate with the oylinder,. 


This construction is present in the said cylin- 
der graphophone mohine "Exhibit 1, #. o. F." and 
in wy opinion the stracture of the 5th and 6th olaims 
and each of them, is identioal with the structure present 
in the said cylinder graphophone rschine, 

I am aware that said claims § and 6 are combina~ 
tion claims but as the devices in question form essential 
mambern of sai eembinations and ean only be used in 
connection with the cther members of the said combination 
I am of opinion that they are covered by said claims. 

Another improved feature is iliustrated and de- 
seribed and claimed in the suid patent 341,288 and found 


in the cylinder graphophone machine "Exhibit 1, F. %. I." 
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which consists in a machine comprising the following ele 
ements namely, @ hollow cylindrical self sustaining tablet, 
@ tablet holder, a feed screw, gearing for rotating the 
said screw, a hinged frame for controlling said sorew, the 
recording und reproducing instruments mounted on « standard < ; 
and a carrier provided with a divided nut. 
The improvements are swwarlzed in the following 
claims: 


14, The combination, with the tablet-holder, 
the sounderecorder, end the feed-sorew, of gearing 
between seid holder“and feed-screw for revolving the 
latter at a slower speed than the formr, substane- 
tially as described. 


15. The combination, with the tablet-hodder, 
sound recorder or reproducer, feed-sorew, and gearing 
for revolving the screw, of the carrier for the recor> 
der or repreducer provided with a divided or vartial 
nut for encaying said screw, substantially as de- ° 
seribed. 


17. The combination, with a feed-screw and a 
sound recorder or reproducer, of the carrier for 5 
the sound recorder or reproducer engaged and alse - : , 
supported by said screw, substantially as described. 9 


-19, The combination, with a tablet and a tablet- 
holder, of the feed-screw, a carrier mounted on said 
screw, und the recorder supported on said carrier 
and resting against the tablet, substantially as de- 
scribed. 


22, The cotsbination, with a tablet-holder, a 
feed-screw, gexring, and an instrument, the re-pro- 
ducer, for example - enzaged by said screw, of siop 
mechuniam for putting the feed-screw out of action 
and at the same time lifting the instrument. clear 
of the tablet, substantially as described. 


61. The combination, with the reproducer= 
carrier, ox the reproducer mounted on e& standard 
hinged to said carrier, said standard being provided 
with a thumbepiece or device, whereby the reproducer 
can be held up in placing the reproducer on and in 
oe it vrom the machine, substantially as de- 
scribad, 


Referring to the drawings and specifications 
on the one Band and to the said cylinder graphophons ma- 


$ chine marked "Eyxnivit 1, ¥. %. F."om the other hand, ang 
Ss 
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considering the subject matter embodied in the claims 
above yuoted, I find that there is a hollow cylindrical 
self-sustaining tablet, a tablet-holder, a feed-corew,gear~ 
ing or rotating the said feed-sacrew, a hinged frame for con- 
trolling said screw and a recorder and reproducer mounted 
on a standard,and a carrier provided with a divided nut. 
There ara structural differences between the 
apparatus covered by said claims and ths said cylinder graph- 
6phone machine "Exhibit 1, Fy C.F." but such 
differences as exist are of a character that make the said 
eylinder graphophons machine practically the same apparatus 
us covered by said claims. Whatever changes there are are 
mechanical differences which are equivalent for the mechun- 
ism shown in the patents. 

In ry opinion the structure covered by the above 
quoted olsims and the cylinder zraphephone are identieal. 
In expressing this opinion I am conscious of the fact that 
the tableteholder mentioned in the above claims is a cyle 
indrical holder of uniform diameter, while in "Exhibit 1, 

Be Ce-ea® a tapering holder performs the same 
function in substuntially the same manner. ft is clearly 
i mechanical equivalent anc I am also conscious of the fact 
whet the gearing for revolving tho feed-screws mentioned 
in the above chaims and specification consists of a train 
of friction wheels, while in the graphophone machine a train 
of gear wheels perform the same function in substantially 
the same manner. They are clearly mechanical equivalents. 
I am aware that said claims 14,15,17,19,22 and 61 are 
combination claims, but as the devices in question form 
essential members of said combinations and ean only vs 


. 9 


Ra 


used in comection with the other members of the said com 
binations, I ew of the opinion that they ar» covered by — 
said olnims. 

In my opinion the etructure summarized in ; 
th. above quoted claims are equivalent to structurea found 
in said cylinder sraphophone "Hxhibit 1, F.C. ¥." 
There are structural differences botwoen the a> aratus 
desoribed in the prtent ond the sald oylinder arsphophone, 
but mich differeness 2s exint are of auch n 9 aharacter that 
make the said cylinder grapho,; hone practionlly the sane ~ 
apparatiw ag deseribed in the patent, TWatever changes 
there are are miohunical differonces which are equivalents 
for the m3ghaniam covered by the claims. 

Referring now to the resroducing devios ,cormenly 
known as the "reproducor,” I am of the opinion that the 


structure prarant in the repreducer marked "Mxhidit 2,80! Ay 


dn covercd hy os 19, 20, 22, #93, 24, KE,S? und 36, oF 


tent No. 341,21 
Rm ckeins read es follown: 


2®, The comdnation, with « reproducing style 
of « mounting therefor, which lunves said etyle free 
to mve laterally, enc therety udfsust Atsal? automate 
deally to a sound-reoord, substantially as doseribed. 


20. Tho roproducer iccosely mounted on a suitable 
support, so thet the re,roduodingestyle Ji gupable of 
& Jeteral movernent, ciao ray in consequeneo thereof 
adjunt itself automatically on the racord, rubetune 
tieliv as desoertbed, . 


21, She renreducear mounted on a universal 
fcint and held againet the rocord hy ylelding presse 
ure, substantlelly as deseribed, 


22, The conidnation, with e grooved tablet or 
other body having a sound-record formed therein,of 
& repreducer having «© rubbingectyle lecacly mounted, 
so that it is free te meve laterally, and tmis ad 
just itself to the croove, sunstantislly as described. 


23, The contdration, vith the tablet or other 
bedy having the ecund reoerd formed therein as an 
«l= 
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irregular croove with mloping walls, of a reproducer 
having a style for rubbing over said record and moun- 
ted on a universal joint, substantially as desoribed. 


24, The combination, with o sound-record 
formed in wax or & wox-like matorial, of a reproducor 
having a rubbing style for reooiving sonorous vibra- 
tions from said recérd, substantially as described, 
36, The reproducer mounted upon a hollow stand- 
ard which forms a sound-conveyer, substantially as 
described. 
37, Tne reproducer mounted on a hinged arm, 
and provided with a sound-oénveyer, extending length- 
wise of said arm, substantially as described. 
38, ‘tha reproducer mounted on a hinged arn, 
and provided with a sound-conveyor extending length- 
wise of said arm, and cennceted at the hinge with an 
exterior sound-conveyer, substantially as described. 
Referring to the specification and drawings of 
the patent and the said s;iinder graphophone reproeducer 
marked "Exhibit 2, Fe te Fe" wo have the reproduce 
er, & mounting therefor which leaves the reproducer stylee 
free to move laterally, thereby adjusting itself automatice 
ally to the racord, a universal joint permitting the ree 
producer to be held againat the reoord by yielding press- 
ure, a style on said reproducer loomaly mounted for rubbing 
over the sound record and recoiving sound vibrations, a 
hinge and a hollow standard which ferms a sound conveyor 
on which the reproducer is mounted, 
I am aware that said claims 19,20,21,22,25,24,356, 
37 and 38 are combination claims, but as the devices in 
question form essential mombers of said combinations and 
ean only be used in connection with the other members of 
the said combinations, I am of opiniom that they are covered 
by said claims. I note that claim 19 uses the expression 
"“style-face to move l=terally® but I am informed that in the 


Original specifications it is "style-free to move laterally? 
“lle 


Raymond R. Wile 


Lee Research Library 


Referring now to the recording device commonly: ‘ 
known as the “recorder,” I am of the opinion that tha 


structure present in the recorder mrke@ “Exhibit 3, %. %. F." 


is covered by claims 3, 4, 5,6, 30,31,52,33,54,and 35. 


f patent No. 341,214 
the claims read as follows: 


3. he vibratory ocutting-style of a sound 
recorder, substantially as described. 


4 The outting-style, in combination with a 
support permitting the same to be vibrated,and means 
for impressing sonorous vibrations thereon, substan- 
tially as desoribed. 


‘B, A vibratory cutting-style, in combination 
with a sound-conveying tube for concentrating the 
sound-waves upon the style, substantially as described 


6. Avibratory eutting-style, in combination 
with a tablet or other solid body in which the record 
is to be cut, and mechanism for supporting the same 
and moving it with reference to the paid style, 
substantially as described. 


30. The sound-reoorder having a vibratory 
cutting-style held agianst the recording material 
by yielding pressure, substantially as described. 


81. The recording instrument having a vibra- 
tory cutting-style and mounted on a hinged arn, 
substantially as desoribed. 


32. The combination, with the tablet or body 
in which the sound-reoord is to be made, of the 
recording-instrument mounted on a hinged arm and 
resting by gravity against the tablet, substantially 
as described. 


33. The recorder mounted on a hollow arm or 
standard, whioh constitutes also a soun'-conveyor, 
substantially as described. 

34. The recorder mounted upon an arm or stand- 
ard hinged to its bracket or base, and provided with a 
sound-conveyor extending lengthwise of said arn, 
substantially as described. 

35. The recorder mounted upon a hinged arm, 
and combined with a sound-conveyor which extends 
lengthwise of the arm, and is connected at the hinge 
with an exterior sound-conveyor, substantially as 
described. 


Comparing the devices described in the above 
quoted claims Hos. 5, 4, 5, 6, 30, 31,32,33,34 and 35 with 


the said cylinder graphophone recorder marked "Exhivit $F Ceae® 
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red 


will 


ded 


I find that there is a vibratory. cutting style, 


a support permitting the same tc be vibrited, means for im Oe SM 
pressing sonorous vibrations thereon, a sound conveying om 
tube for concentrating the sound waves upon the style, a « i 
vibratery cutting style held egainst the recording material 
by yielding pressure ard mounted on a hinged arn, a hollow. 
arm which constitutes a sound conveyor, and a recorder — 
mounted upon a hinged arm and combined with a sound conveyor. 
whioh extends lengthwise of the arm, and connected at the 
inge with an interior sound conveyor. 
In my opinion the structure summarized in the 
abeve quoted claims are equivalent to structures found in 
the cylinder graphophone recorder marked "Exhibdit 3, F. Gs 70" 
There are structural differences between the device des- 
cribed in the patent and the said cylinder graphophone 
recorder, but such differences as exist are of such a char= 
acter that wake the recorder seksttanity the same device 
@s coverrd by said claims. Whatever changes there are, 
are mechanical differences which are vsquivalemts for the 
mechanism shown in the claims. : 
I am aware that said claims 4, 5,6,32,34 and 
35 are combination claims, but as the devices in question 
form essential members of sntdl cembinations and cen only. be 
used in connection with the other members of the said core 
binations I am of opinion that they are covered by said 
claims. 
T have examined the cut or engraved cylindrical = 
record marked "Exhivit 4, 7. Co Fe" and find it 
to be a tubular self sustaining tablet in the form of a solid 


body with an exterior surface or coating of a wax-like com 
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position having its surface cut or engraved with narrow 
lines of irregular or varied form with variable cross- 
seotion and in the shape of a groove with sloping walls kK 
corresponding te sound waves. The substance composing 
this tablet is waxy and slightly cohesive and appears to ie 
consist ef wax-like substance such as a compound composed 
of beeswax and parafine. I also find that the record is 
of auch a character that it can be mounted or placed on 
@ graphophone mandrel and held by friction azainat rotation 
and oan only rotate with the mandrel. 
Referring now to the Bell & Tainter patent Ho. 


341,214 I quote from line 9 on page 1 of the specification 


the following: : : 

This invention relates to the formation in s 

solid substance, of elevations and depressions, or 

ether inequalities corresponding more or less per- 

feetiy to the forms of sound-vibrations, and the 

reproductiom, by means of suoh inequalities, of the , 

sounds represented by then. » ; 
The invention consists, first, in the formne ' 

tion of the record or “phonogrem,*® as it has heen 

called, by meena of a cutting-style which is vibra- 

ted by thes sound-waves or scnorous vibrations to be 

recorded. The vibrations may be impressed upon the 

style directly by the impact of the sound=-waves upon 

gome device mechanically connected with or carried by 

the outting-style er its support, 


and I further quote from line 69,paze 1 of the apecificae 
tion the following: 


"fhe inventiom consists, secondly, in ongreve 

ing or cutting the record in a waxy or amorphous * 
and slightly cohesive substance. Preferably, e com- 
pound cf beeswax und parafine (the letter in oxcess) 
is employdd. This compound has no tendency to clog 
the style, but is readily removed thereby in chips 
6r shavings. This part of the invention also con- . 
sists in a recording material composed of a wax | 
er waxy surface on a paper or pasteboerd foundation. . i 
Heretofore it has been proposed to use soft paper ; 
saturated or coated with parafine as the material <4 
for recording ty the indenting method; but its use | 
does not appear to have been successful, and an outer 
layer of tin-foil was therefore employed to receive 
the indentations. { 
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ne invention cinsisis, thirdly, in cutting 
er engraving the record in the form of a groove with 
sloping walls, the sound-waves being represented by 
elevations and depressicns at the bottom of the groove 
or otherwise. The adventage of this form of record 
is that it forms an efficient guide to the reproducing $ 
style. ; ? : 


4 


The record cut or engraved in a wax-like mtere ’ 
icl as described in the patent No.341,214, in suit, is 
defined in claims 7, 8, 10, 12,17 snd 18, of said patent, 
and in claim 37 of patent $341,258 while the method of 
forming the tablet is defined in claims 9, 15 and 16 of 
the patent #341,214 in suit, which claims are as follows: 


a A sound-record consisting of a tablet or 
other solid body having its surface cut or engraved 
with narrow lines of irreguler or veried form cor- 
responding to sound-waves, substantially as described, 


8, A sound-record consisting of a tablet or 
solid hody having its surface cut or engraved with a 
number of lines of variable cress-section, the irreg- 
wlarities of variations corresponding in form to 
sound-waves, substantially as described. 


10. The sound or speech record cut or engraved 
in wax or a wax-lik. composition, suvstantially as 
descrited. , 


12. The sound or speech record cut or engraved 
in a wax-like composition, such as the compound of | 
beeswax ani parafine, substantislly as described. 


17. ‘The sound-record in the form of an irregu- 
lar sroove with sloping walls cut in solid material, 
substantially as described. 


18, The sound-record cut in wax or wax-like 
composition in the form sf an irra-ular groove with 
sleping walls, substantially as described, 


37. A recording tablet consisting of a hollow 
cylinder provided with » wax or wax-like coating and 
having a seund-record cut in said coating, substan- 
tinlly as described. 


9. The method of forming a sound or sppech 
record which consists in engraving or cutting the 
same in wax or a wax-like componition, substantially 
as described. 


15. The method of making 2 sound or speech 
record which consists in entraving or cutting in the 
recording material an irreguler sroove with sloping 
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walls, the shape of the groove representing the 
sound-vibrations, substantially as desoribed. 


7 


as 


16. ‘The method of making a scund or speech 
reoérd whioh consists in cutting tn the recording : : 
meterial a groove, with sloping walls and of vari- 
able cross-section, the variations corresponding 
in form to sound-waves, substantially as described. 
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In my opinion the eut recoré marke@"FExhivit 4,F.0.Fs" 


is covered by each of said claims. TI am aware that claim 


37 of patent 341,288 refers only to a sound record eug§ in 


oe eS ae LAE pe a L 


@ wax or wax-like coating, and that the cut record marked 


. 


f Ay, 


"Exhibit 4, F. % ¥F." is made throughout of a war- 


we 


like material; but I consider it to be immaterial as te 


what the backing of the tablet is, so long as it has a 


ere 
0 
et 


wax-like coating in which the sound record is cut. 


I have examined the cylindrical record blank 


marked "Exhibit 5, Fe Oo. F." ' and find that 
it consists of a hollow tubular self-sustaining cylinder 


heving a surface of a wax or wax-like material such as a 


composition of beeswex and parafine suitable for recording 
sounds or sonorous vibrations, which if placed on the 

mandrel of a graphophone would be held by frictiom against 
rotation and would rotate with the mandrel of the machine. 
Y also find that by placing a record blank of this kind 


on a geraphophone and placing the recording point against 


the blank, the recording point would slightly penetrate t 
the wax-like composition. Upon starting the machine the ha 
record blank would be turned and the cutting atyle will : 
cut or engrave a spiral line in the wax record blank. : 
Referring now to the Tainter patent No.541,288, t 

I quote from line 15 page 1 of the specification,ths fole ‘' 
bs 

A new pemenhteg tellin is euployes. : 

= i? 

: 


It consists of a hollow-sylinder or tube of 
paper, or other suitable material, coated with wax 
or wax-like composition, preferably a oompound or ‘ 
mixture of beeswax and parafine. Ths record is cut 
in the coating. The advantages of this form of tablet 
are that it. may be very light while having suffice 
dent stiffness to retain its*form and avoid the danger 
of oracking the coating, that it 1s compact and adap- 
ted for transmission through the mails or otherwise, 
that the recording-surface is continuous, and that it 
can very readily be placed on end removed from the ‘ 
holder by which it is supported and rotatad in 
recording and reproducing. * 


And from the Bell & Tainter patent No. 241,214, I quote 
line 14 of page 4 of the specification, which reads as 
follows: 


In order to place the tablet in the machine, the 
recorder H is turned back out of the way. When the 
tablet has been secured in place, the recorder is 
turned forwerd@ inte the position shown, the style 
resting against and slightly penetrating the wax 
coating. A penetration of one one-hundredths of an 
inch has been found very effective, ‘the style being 
formed of No. 16 wire shaped at the cutting ahd as 
in Figs. 5 and 6, Upon -turning the fly-wheel 8 
the disk B and tablet F will be turned, and the style 
11 will cut er engrave a spiral line in the wax coat- 
ing of the tablet. If one talks into the mouth 

' piece 1, the style will be thrown into vibrations 
corresponding to the spoken words, and the engraved 
line'will be of varying character, the inequalities 
or variations from uniformity representing the 
forms of the sound-waves. 


‘The record blank as described in the patents in 
suit ebove referred to, is defined in claims 11. and 13 of 
patent MNo.341, 214 and claims 1, 2, 3 and 4 of patent No. 
541,288 which read as follews: 

; ll. The recording-tablet of a phonograph or 
sound-recording mschine, having as the material 
for recording-sounds or sonorous vibrations the 
composition of beeswax and parafine, substantially 

as described. 

13. A tablet or body for recording sound= 
vibrations, consisting of a paper or pasteboard 


foundation and & surface-coating of becswax aha@ 
parefine compound, substantially as desoribed. 
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3. A reocording-tablet for a phonorraph, cone 
sisting of a nollow eylinder provided with a wax 
or wax-like coating for receiving the sound-record, 
substantially as deseribed. 


2, A recording-tablet consisting of a hollow 
cylinder of paper provided with a wex or epiemae 
counting, substantivlly as described. te 9o. 


3. The recording-tablet consisting of a hollow 
paper cylinder coated with a composition of beeswax cat 
and Sarafine, substantially as described. . 


4. A tubular self-sustaining tablet for ree 
cording seunds or sonorous vibrations, substantially 
as desoribed. 

In wy opinion the said record blank is covered 

by the said claims. I am aware that in claims 11 and 13 

of patent No.341,214 and claim 3 of patunt 341,288 the 

cemosition or *he surface of the tablet is desoribed as 

of heeswax and parafine, but I rezard any wax-like compound 

to be equivalent te tat compound. JI am also aware that 

in claim 15 of patent 541,214 and 2 and 3 Of patent 341,288 y 
the foundation of said tablet is described as being ef 

paoer or pasteboard, but I regard eny foundation of suf- 

ficient rigidity properly to support the wax-like surface 

of the tablet, to se én equivalent to paper or pasteboard. 

I have examined the cylinder moulded reoord 

marked  "Exhivit 6, F. o. F." and find that it 


consists of a hollew tubular self sustaining cylinder of a 


adh 


waxelike material having a sound record formed therein, x 
consisting of an irregular groove with sloping walls. 


Referring now to the illustration and desoript- y | 


jon contained in patent No.341,288 in suit I am of the 
opinion that thsy were merely intended to illus+rats the ~ 
inventive ideas without defining the limits of the invene 


tion. This is very clear, as the patent states, im 
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line 57 to 67 page 9, that 


In the foregoing description of the machine - 
shown in the drawings, dimensions, proportions,mater- 
jals, and other details of construction are mentioned 
with particularity for the purpose of enabling others 
more readily to make and use the new improvements, 
and not as limitations of the said improvements, 
since it is obvious that modifications can be made 
in details without departing from the spirit of the 
invention, and that parts of the invention can be 
used separately. 

And in the specification of patent 341,214 line 101,page 
1, in referring to the reproducer which is an element in 
claims 22, 23, and 24 of that patent, it is stated that 

"The reproducing-style, mounted as just ex- 
plained, is specially adaptod for use in connsotion 
with a record in the form of a groove with sloping 
walls, and this combination is specially claimed; but 


it may also be useruliy employed in connection with 
other forms of reoord.*® 


Trom this it is apparent that more modifications 
in details which still preserve the spirit of the inven- 
tion were clearly contemplated by Prof.Tainter, and claims 
22, 23 and 24 of patent No.541,214 were evidently phrased 
with the idea, namely, that the invention is broader in 
scope than the particular kind of record shown and de- 
scribed in the patent, and is, so far as these cloims are 
concerned, clearly intended to include any form of tablet 
which has a sound record formed therein. 

Referring now to tha moulded records, I am of 
the opinion that features shown in said moulded record 
"Exhibit 6, F.%. F." are covered by claims 22,23 
and 24 of said patent. 341,214, The claims read as fol- 
lows: 

22, The combination, with a grooved tablet 
or other body having a scound-record formed therein, 


of a reproducer having a rubbing-style loosely moun- 
ted, so that it is free to move laterally,and thus 


adjust itself to the greove,substantially as described, 
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23. The combination, with the tablet or ether 
body having the sound record formed thevein as an 
irregular groove with cloping walls, ef a reproducer 
having a style for rubbing over sald reopré and — 
mounted on a univorsal joint, substantially ag re 
Ueseribed. ‘ 
24, The combination, with a sound-record 
formed in wax or @ wax-like material, of . reproducer Meo 
having a rubbing style for receiving sonorous vibra- 
tions from said record, substantiaily as described. : 
; I am aware that seid claims are combination 
claims, but, @s the device in question forms an ennsneiel 
member of said combination and is especially made for 
use in connection with the other members of sait combine | 
ations and can be used only in connection with them, f 
am of the opinion that it 1s covered by said claims, 
I have examined the diso graphophone marked 
"Rxhipit 7, Fe Gs ¥." and find 4t te be an apparatus 
for reproducing speech and other sounds, and which consiste 
of a revolving table supporting the record, The table . s 
being driven by « spring motor, ew... the machine being pro~ | 
vided with a loosely mounted reproducer resting by gravity 
upon the record, ‘The reproducer proper, that is the frame 
or head with its supported style and diaphragm, ies carried 
at one eng of the arm which is connected to the frame of 
the machine by 5 universal joint. This mounting, consti- 
tuting « universal joint, is so arranged that the stylus 
is left free to move Jaterally and thereby adjust itself 
autom.tically te a sound rgcord and is held against the 
record by yielding pressure. 
When the record operates in combination with 
the machine, there is un irregular groove with sloping a 
wails combined with e reproducer loosely mounted 
on @ universal joint and free to move laterally, se that ~ | 
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it can antomtically adjust itself to the record. 

‘ Referring to the apecifie construction of the 

4 reeproduser, I find that it oonsiate of a metallie frame 
or head having s diaphracm of mica seoured therein, and a 


} flat metal spring secursd at one end te the frame of the 


f reproducer and having a rigid connection with the diaphragm 
; the spring also having the style connected to it by a sot 


sorew, which style projects outside of or beyond the edge » 


of the instrument. 
Referring now to the Bell & Tainter patent 


No. 541,214, I find in line 76 om page 1 ef the speoifica- 


tion the following: 


"The invention consists, thirdly, in cutting or 
- engraving the record in the form of a greove with 
' gloping walls, the sound-wves being represented by 
slevations and depressions at the bottom of the groove 
or otherwise. The advantage of this form of record 
= : is that 4t formu on «fficient guide to the napranes 
4 cing style. er 
The invention consiets, fourthly, in loosely cid 
mounting the repreducingestyle so that it can readily ibe 
bo guided by the record. Preferably the reproduce Pp 
ing-style, or rather wheat may be aalled vhe "head" of Ea 
the reproducing instrument, in mounted on a universal Fs 
joint, and the style is preased against the record ig 
by the yielding pressure of « spring or woight. . 
Practically in the instruments made by us the press- eae 
ure is due to the weight of the instrument, modified ras 
by the elasticity of « section of soft-rubber tube, ee 
which supports the name and constitutes a univergal *: 
joint; but evidently there aro wany devices which Se 
can be used to mount the reproduger, so that it is 
free to follow the scund record er phonogram, and 
which, therefore, would te within the spirit of the 
invention. The reepreducing-atyle, mounted as just 
explained, is specially adapted for use in connection 
with a record in the form of a groove with sloping 
walla, and this cavbination is speoinily oleimed; 
% but it ney also ba usefully employed in connestion 
Sas with other forma of resord.” 


"hee, 


aed 


4s 
Ras 


i a a 
bes Yt 


™ ti And lines 68 to 4 cn page 4 of the specification, the 


‘lp following: : 
+ *There exists alvays a liability to disarranze- 

#., _mant in some part of the mohine «ither in ths record- 
‘vag ey oy the support therefor or the reoording=-tablet 
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er its support, er if there be ne disarrangement 

it would be difficult to insure that the reproduo- 
ing-style should touch the record precisely at the 
proper point if the reproducer be held rigidly. 
Difficulties on these acoounts are avoided by the 
loose or flexible mounting of the reproducer, the 
style automatically adjusting itself to the proper 
place en the record. It will be seen that the re- 
producer is mounted on a universal joint, so- that 

it oan move in any direction. The movement parallel 
with the face of the tablet would, however, by itself 
allow the style to follow and adjust itself = the 
record to a useful extent." : 


In my opinion the features thus disclosed in 


patent No.341,214 are covered by claims 19, 20, 21, 22, 


23 and 25 of said patent and are identical with the struct- 


ure present in the dise graphophone marked "Exhibit 7,i.C.¥." 


The claims read as follows:- 


19. The combination, with a reproducing-astyle, 
of a mounting therefor, which leaves said style free 
to move laterally, and thereby adjust itself auto- 
matically to a sound-record, substantially as de- 
scribed. 


20, The reproducer loosely mounted on a suite 
able support, so that the reproducing-style is capable 
of a lateral movement, and may in consequence thereof 
adjust itself automatically on the record, substan- 
tially as described. 


21. The reproducer mounted on a universal 
joint and held against the record by yielding pressurg 
substantially as described. 


22. The combination, with a grooved tablet or 
ether bedy having a sound-reocord formed therein,of a 
Yreprodueer having a rubbing-style loosely mounted, 
so that it is free to move laterally,and thus adjust 
itself to the groove, substantially as described. 


25. The combination, with the tablet or other 
body having the sound record formed therein as an 
irregular groove with sloping walls, of a reproducer 
having a style for rubbing over said record and 
mounted on a universal joint, substantially as de- 
seribped. 


25. A roproducer having a style projecting 
beyend the edge or end of the instrument, so that 
the positiom of the point of the style on the record 
may readily be seen, substantially as desoribed.* 


I find in the machine referred to the construction 
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defined in claims 19, 20, 21 and 25 of patent No.341,214 
in suit, and when said machine is cembined with a record 
XY also find the construction defined in claims 22 and 

€ . rhs 6 23 of said patent. 

There are structural differences between the 
apparatus deseribed in the patent and the said dise machine 
put such differences as exist are of « character that — 
the said dise machine come withir the claims of the pat- 
ent. Whatever changes there are are mechanioal differen- 
ces which are equivalent for the mechanism shown in the pat- 
ent. 

I note that claim 19 uses the impresaion "style 

. face to meve laterally;" but I am informed that in the 
original specification this is “style free to meve 
laterally." 

I have examined thse dise graphophone record 
irked "Exhibit 8, Fe O. Fe" and find it to 
be a record made on a dise of hard rubber or some sim 
ilar material, having a sound record formed therein as an 
irresular groove with sloping walls which when acting in 
conjunction with a reproducer reproduces sound, 
es Upon carefully examining thse record dise, I 
find that the spiral sound groove thereon has sloping 
Walls, thet is the groove in cross section is V shaped 
2 with the point of the V slightly rounded. It is therefore 

the kind of sound groove for which Bell & Tainter de=- 
sscribed their loosely mounted or floating reproduscer 


ae being specially adapted. 
=235~= 
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R«ferring now to the Bell & Tainter patent so. 
341,214, I find claims 22 and 23 of >#id patent read ag 


follows: ; ‘ : 

"22. The combination, with a grooves tablet or 
other body having a sound-recérd forned therein, of 

Pe... reproducer having a rubbing-style,loosely mounted, 
so that it is free to move latwrally, and thus adjust 
itself to the groove, substantially aa described. , 

23. The combination, with the tablet or other 

body haying the sound record formed therein us an 
irregular groove with sloping walls, of a reproducer 
having a style for rubbing over said record and 
mounted on a universal joint, substantially as de- 
scribed. * 


When the record marked "Mn bd t a, Be Ca Pe® 


operated in combination with the machine marked "Exc:ibit 7,. 


RF, = C. = F," I find the combinations described 
in said claims, 

In my opinion and for the reasons stated said 
dise record is covered by the said claims. I am aware 
that the said claims are combination claims, but, as the 
device in question forms an essential member of said com 
binations and is especially made for use in connection 
with the cther members of said combinations and can be 


used only in connection with them, I am of the opinion 


that it is covered by said claims. 


In this deposition I have in certain instances 
used the apeoifications of sach patent to illustrate 
bome of the clains of the other, I have done this as the 
patents were taken out at the same time, by the same pete 
entee, and the complete commercial grayhophonoe includes 
devices described in each. They aleo illustrate the con- 


temporaneoun art, 
Sworn te and subscribed before : Walk Y ‘ ) 
me this 420 day of Jane : C. 
vary 1905, at Newark. Hy 
Seti tele | 5. 
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UNITH STALKER CIRCUIY COURT 
DIATAACT OF R.ONK ISLAND. 
RET WRN 
New Rngland Phonograph 
Company, e% al 
Conpiainante 
and 


The Davyaon Company, 
Defendants 


State of Naw Jarsay 
SS PRUDSRCK Ce PISCHAR, of ful2 
age being duly sworn on his 
oath deposeth and saith: I reside in the City of Newark, 
County of Bssex and State of Hew Jersey. That at +he 


rejuest of Jeies YW. Purdy, Jr. Require, Counsel ef the 


or eee 


County of ¥ssex 


above named complainants, I, on the ninth day of January, 


now instant, yinited the store of the ahove nmed defendant 


(a corporation inoorporated under the laws of tha State of 


Rhode Island) situate and knewm as No. 77 Weatninster Stross 


in the City of Prowidenee, Rhode [aland, afsresatéd, where 
the said defendant carries on a large buaineas as dealers 
in Dieyclea, gunn, fishing tackle and sporting goods of 
evary desoripttons 

That on the occasion of my said visit I asked she 
attendant at tha store whether the said defendant Conpan> 


sold graphophones made by the Ameriean Graphophone Company, 


expressing ay desire to purchase seme of that make. Tf 
was inTormed 1t did sell such craphoyhones and waa taxen 
t¢ a part of the said store where tie said defendant had 
Shem on view and for sale a large nimber of ovlinder and 
disco graphophone machines made by the Amertean Grazhophond 


Company: the cylinder machines having fixed on gach machin 
25 
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3 metal plate atathiay tir nunber of the machine aid a’nat 
the same hud besn “uimufactured by the Amorioan Graphophone 


Company, New York, 7. ¥. WU. 5. 4." and the diaso machines 


» 
hiving on cach . number cayraved on the works, Thot sfter 
ecusdning roevetal of the: seid wuchines I purchused at the 

a, 
vald store one cylinder ¢graprophone machine bearing one t * 


of th: plates hereinbefore referred to and marked and 
numbered A. T. 267,36C; one’ also one disc graphophone 
mechine bumbered 19°17, That at the ime tine I also 
purchased a renroducer and receiver to be aed with the 
cylinder machine, twe cylircrical cut records, two cyline 
drical blank records, six cylinérical moulded records, 
and three dise venurtins Tret for the said graphophone 
machines anc articles sc purchased, I paid the sum of 
Forty six dollars and fifty cents ($46450) and received 
a dill of sale therefor from the said defendants stamped 
"Paid Jan. %, 1693, The Dawson Co. by M, S. FP." 
That at the time of swearinr thin afficevit the ; 
saice articles I so purchaerc are produced snd shown to me 
and are marked by me for iéentification as follows: The 
saic cylincer graphophone macHine “Exhibit 1, F. “. F.® 
the reproducer, "Exhipit 2, F. 7. ¥." the recorder, 
"Mxhibit 3, F.C. PF." the tivo eylindricnl cut records, 
Fxunivit 4, F. C. F.," the two cylindrical blank records, 
"Exhibit 5, F. Cc. F.," the six cylindrical moulded records 
"Exhibit 6, F. %. ¥." the cine granhonhone machine, "Ex- 
hibit 7, F. So. F." the three dise records, "Fahibit &, = 
F., FP." ond the said bill of male, "Exhibit @, F. o. ¥."; 
the said articles so purehased and marked by me as afore= f 
said are the same articles as those referred to in the 


affidavit nlready made by this ceponent in this ceuse. 


Subreribed and sworn to before me 5 ‘ <a 
this 3)of day of Jannary, 1903. id’ VC 7 J) j 
Sel bt | ieee 
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UNITED STATHS CIRCUIT COURT 
DISTRICT OF RHODE ISTAYD. 


MEW ONNGLA*D PHONOGRAPH COMPATY, 
et al, 


2 
Cormpluinants, 
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THE DAVSOMN COMPANY, 
Detendants, 
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PHILIP MAURO being duly sworn deposes and says: 
I am of counsel for tne American Graphophone Company, 
which has been joinec a. party complainant heredn without 
its consent. 

i wes counsel for tnat company in its suit ae 
sainst the New England Phonograph Company referred to in 
the ¥ill of complaint and exnidits, and am familiar with 
all procescuinzs therein, 

Tne issue in that cnse was whetrer or not tne 
New England Phonozrapn Company infrinsed the Bell ana 
Tainter patents by using and selling Mdison phonograpns 
and records, in that suit and in other similar suits 
brougint oy tne American Graphopnone Company and defended 
by the Edison Phonograph Company's interest, the defendante 
Claimed thet tne Raison Company had a right to manufact- 
ure and to sell through its dealers, unaer certain con- 
tracts which had not becn put in evidence here the goods 
complained of, There was no question in that case gor in 
any otner, of the right of tne American Graphopnhone Com- 
pany to maurscture and sell its graphophones and records 
in tne New England Stites and elsewhere in the United : 
Statea. The mein case in the above litigation was 
tne suit of the American Graphorphone Company VS. 

ag Ye ‘ 1 
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Fdison Phonograph Works in the United States Circuit 
Court for the District of New Jersey, ‘this cxpe cre be= 
fore Juaye Acheson upon the plea oi iascense sup,.. rea 
by the papers above referced to and upon full proof, and ' 
he decided (68 Fed.Rep.451) that Lippincott had no right , &>* 
under ~~ eentractswith the American Graphophone Company te 
grent liscenses affecting the patents of that company hi: 
rishts beins personal ana not transferable, 

That case procecded to finul‘henaring on full 
proofs before the late Judge Green in Septenver 1696, and 
ne died leevin:s the case undecided, Thereupon the defen- 
dants svinitted to a final decree against than entered 
in December, 1696, ai secured a license from the Amere- 
ican Graphophone Company to menufacture and sell the saia 
Fdicon Phonosraph under the Hell and Teinter patents, 
This was a final settlement, the complainant receiving 
satisfaction for all past damases both for the making - 
end tor the using and selling of the said Edison phono- bal 
jraphs, ‘in as much as this settlement embrzced the acts 
complained of in tie szid suit aguinst the New England 
Phonograpn Company tin pM osecution Ol that case was drop. 
ped, 

The result of t:e whole litisation tiercfore of 
which tne New Englend Phonogre:n Company case was a part 
was that the validity of the petent of tie American Graph- 
ophone Company and its exclusive right to make, use and 
sell Pieraciee wan svetlained, That compony nas continued 
to enjoy, essert and maintain those phen turoushout the 
United States without question of its title in any leral 
procecding, 

{It will de obssrved tiet Judce Carpentier neld , 

Phonograph 

thet the New England Mémpany could not be denied tie right 
to enrry ovt the provisions of its agreement with the 


ag 
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Nerth American Phonoerapn company, that is the rient 


Jease and use phonographs andsupplies. On this prop- 
osition there was a conflict between the decision of 
Judgc Carpenter and, ae 
Tie proposition involved ig the present suit . 
w whether the Mev Fngland Company could enjoin others from 
selling and using ctraphophones was not considered by Judge : 
- | te Carpenter and was not in issue in the case wefore him. 
Sworn to before me this Philip liauro 
S & é ay day ot Wey 5 22.7 
. } , —. Veli eu. ca Mile» 
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UNITED STATES CIRCUIT COURT, 
DISTRICT OF RHODE ISLAND. 


NEW ENGLAND PHOYUPRAPH COMPANY, ! : ry 
ET AL y 
: Complte.: 


tg IWRggiry ; 2. 
vs , ca Sine 


THR DAWSON COMPANY 
befts. : 


Mervin E,Lyle being duly sworn, deposes and says: 

1 reside in the City of New York, and am Vice 
President of the American Graphophone Company. I have a 
charge of the distribution of graphophones and supplies 
throughout the New England States. These articles, to wit: 
graphophones and supplies have been sold extensively and ; sd] 
sontinuously by dealers throughout the New England States to 
my knowledge for more than ten years past, without the 
Slighest attempt at interference by the New England Phono- 
graph ‘company. At the present time there are several hun- 
dred dealers in the New Fngland States handling these arti- 

. cles, 

The graphophones, graphophone records and supplies 
handled vy the defendant The Dawson Company were purchased 
eo the Columbia Phonograph Company, General, the 
sales agent of the American Graphophone Company and‘are 
manufactured by the owner of ithe patents sved on and are 
licensed thereunder. 

The New England Phonograph Company is not now and 
for many years past has not ben engaged in the business in 
selling or leasing talking machines. I1t has no place of 
business in said New England States as, fur-as: 1 know. 1 
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“ave no personel knowledge of the alleged contract netween 
the ‘orth Aserican Phonograph Comany and the “New iingland 
“honograph Company dated October 12th, 1866, but can state 
teat said New England Phonorrazin Company has not carried 

on tae business of leasing and selling graphophones and 
siweolies defined in tat contract for more than ten years 
vast. For that yeriod and longer there “as been to iy know= 
ledge no dealings betw:en the Awerican Gravnophone Company 
anda the Nortn American Phonograph Cempany, and 1. am informed 
and »velieve that there never were any pusiness dealings 

or relations betwi:n those companies. Hesse H.Linvencott 
“gde an ussiscneent for the benefit of his creditors about 
the veur 1690, and died about 1694. The North Aserican 
Phonorraph Campany went into the nands of a reeziver about 
1894 and is no lenger in existence. Tne Tew England Phono- 
sravh Company neve. made any attampt so far as 1 know, to 


snforce the: rights it now claims against the Anerican Grapho- 


shone Company. 


Sworn to before me this Mervin E.Lyle. 
3) 
a ows ot Wely 1903, 
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UNITED STATES CIRCUIT COURT 
DISTRICT OF Prints he tornen ie 


Nuvi ENGLAND PUONOGRAPH 
COMPANY, 
COMPLAINANT , 


VS. 


DERFUPANT . 


Iw BQUITY. 7 f 


oh Oe te be oe be 88 we oe oe oe 


STATE OF NEW JERSEY 
COUNY OF ESSEX 


SS. LEMUEL E.EVANS being duly sworn | 


according to lew on his oath 


says: I am the president of the complainant, the New 
England Phonograph Company. I have been connected with 


ey 


that company as 2 director and officer since October ,1892. 
I am familiar with the oase of the Amerioan Graphophone 
Company against the New England Phonograph Company, It . 
was brought to restrain the New En¢land Phonograph Company w 
from using end selling phonographs containing the inven- 

. tions covered by the cleims of U.S.letter patents 341,224 
and 341,238. the validity of the patents and the in- 
frinsement was not denied by the defendant, but ‘a plea wes 
interposed by it setting up the contract of Cctober 1%th, 
1888 as an exclusive license to the defendant to use and 
vend in the New England States the inventions described in 
the patents enumerated in said contract. This plea was 
sustained anc the eburt decided that the New England Pho- 
negraph Company possessed such exclusive license. Soon 
after the decision was randered copies of it’ in circular 
form were sent by wail to every dealer in phonographs or 
grephophones in New England, and it was advertised exten- 
sively in the Boston newspapers. The said circular was 


su 
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CIRCUIT: COURT OV THN UNIT STAs 
DISTRICT OF MASSACIUSDTIS. 
IN ZoUrix. 


AGBPICAN GRAPLOPHOME COMPANY 
Vs. 
THE Ne RNGLAND PHONOGRAPH COMPANY ET AL. 


HARK HED 
OPINION OF SHE COURT. 
June 19, 1696. 


CAI PRAGA, Dir vriet TUG. This 4 : vill in aguity to 
restrain an alleged iniringesent of certain letters patent 
Tor wepperatus Por recoruling and reprecucing wounds know 
eas Graphopiiones. The resyoncents plead a license from 

the Cosplousnunt une i.cue nas been joined and evidence has 
been taken. I do not think it will be useful for me to 
detail the urguweentsa wid considerations Rich have been 
taken inte the account in determining the questions thus 
raiscad. I hive reuched tne coneclucion that the contracts 
made by the complainant on the sixth day of August, 1888, 
with Jesse H.Lippincott amount to an adoption and ratifi- 
eation of the Contracts g@ made by him and under which the 
respondents claim; and that the complainant is stopped to 
deny the rights of the partieg to those last-named con- 
trucgs to cari out the provisions thervof. 


THE BIL WILL THORMFORE BE DIsMIssED. - 


THis decision was h ot appealed from nor has it ever 
Beci ow poe 


Pil peal 7. che game who aot witout authority oe us 
lay thenselves liable to be mulcted in heavy damages for 
infringeaent of our rights." ~  \ 


>» 


Tre company continued its business from that time 
under the menugement of A..Sampson, — of the directors 
woo bud theretofore buen general manager. On account of 
lack of funds and the general depression of the talking 
machine trade that then existed, the company did very 
little business for thc next three ycars, and in November 
1899 notified the Attornéy General of Maine that the come 
peny hed temporarily ceased doing active business. It 
was therefore temporarily excused from filing onnual re- 


turns. ‘The company has, however, always maintained ita 
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orgimigation and mauincvulned an office at Gardiner in the 
Cute of Kuine, with George LRogers the clerk ef the cor- 
poration in charge thoreof, and has always nainteined and 
asserted iis said exclusive license under the said cone 
tract of Cotcber le, 1888. On October 2h, 1902 the cou 
pony formally resumed active business, and on January 15, 
1903 so notified the Secretary of State of Maine. The 
said conpeny further asserted its rights by sending to 
every caler in phonographs and -honpgraph records in New 
England, on or about February 15, 1901 2 circular es 


folicws: 


®IMPORTAYT NOVICE TO DEALERS I PHONOUSAPHS A.D SUPPLIES. 
THE MEW MNGLAND PUONOGRAPH COMPANY. 
OPSTCR OF SECRETARY, 
933 Park Rew Building, : 
15 to £1 Park Row. 


HHeeenaee 


New York City, February 15, 1901. 


Notice is hereby given <© all persons using, buying 
or selling Euicon Phonogrephs, Records ana Sypplies, within 
the Gtotes of Maine, New Hampshire, Vernont, Nassachusetts, 
Mode Islund and Cennecticut, except through or by the con- 
sent: of the undersigned, the exclusive licensee under the 
patents ef Thés.A.Mdlson for the Now England States, that 
they thereby render themselves liable to us for danages 
under our contract with the North Amerisan Phonograph 
Conpany, of October 12, 18€8 (subsequently ratified and 
confirmed b; Tuos.A.Zdison, the Edison Phonograph Company, 
the Edison Puente aren: Works and others) ceiving us the exe 
Clusive right to use, vend or sell to others, to use within 
tho New Encland States, Phonogreaphs and all tne supplies 
necessary for the seme, until Kereh 26, 1903, and for such 
further time as is prescribed by the contract before re= 
ferred to. 

Procecdings in law have slready been Inetituted by 
this Cempuny in the Circuit Court of the United States for 
the Dinrtrict ov New Jersey, aguins: Thos-A-Ecison, the 
Edison Phonogruph Caapany, ths Edison Phonograph Works and 
the National Phenograph Company, to enforce svch exclusive 
rights, by injunction, and also for demeges und profits, 
and 611 parties infringing the sane are hereby warned that 
they must imaediztely ccase so doing, or answer to tem this 
conpcny in dsmeges. 

The New Bnglane Phonograph Company having pid for 


its exclusive license, before named, the sum of $100,000 
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cash, which license is still in full force and effeot, it 
ts determined to enforoe iis sane strictly, und dealers 
who have purchesed Phonogrcaphe and supplies from ony of 
the above named infringere, and whd daire to continue 
their business and avoid trouble or legal proceedings 
should et onec communicate with the officers of this bom- 
pany, and abtain from then authority to pursue their busi- 
ness under ite sanotion. 


THR NU ENGLAND PHONOGRAPH COMPANY, 
By Bryce Netcelf, 
Actin: President - 


Attestys 
L.2).twans , 
Secretary. 
Slisha K.Caap, 
Louis Hicks, 
Of Counsel.® 
ané in the Fail of 1901 a suit was brought in the U.8 
Circu't Court for the District of New Jersey by the Came 
pany ussinst manufacturers and dealers in phonographs to 
enjoin their use and sale in New England, without the 
consent of tne Kew sn,land Phonograph COnupany. 


Gn or about December 1st, 1901 a circular was sent 


to wll dealers in grazhophones and grapnophens records in 


New Snjland as follows: 
“@OTICH SO DEALERS IN GRAPUOPONE AND GRAPHOPHONE RSCORDS. 
KEW ShoLAND PHCHOGHAPK COMPANY, 
OFFICH OF SECRETARY, 
d2 Broadway, 


New York, N.¥. 


New Yerk, Deessber 1, 1902. 


Rotice is hereby eiven to all persons usin: or sell- 
ing Grapnophones or Gyaphosgnone Records within the Stote 
Maine, New Runpshire, Vermont, Hansachusetts, Rhode 
Island ana Connecticut, except through or by the consent 
o> the undersigned, the exclusive licensce for the Now 
Brgland States under the patents of Bell and Tainter, that 
they thereby rencer therselves Lieble to us for dameres 
under our contract with the North American Phanograph 
Conmany of October 12, 18388( subsequently established by 
@ decrees aguinst the Anerican Graphophone Coapany, rendered 
in the U.35.Circuit Court ver the Distriet of Kassachusetts) 
giving us the exclusive right to usc end sell within the 
‘Now England States Grephophones und Grapjophone Records. 
Tne New England Phonograph Company is determined to 
anforce its exclusive rights striotly, and dealers engaged 
in the business of selling Graphophones and Graphophone 
Records, ean do so only by receiving @ licence from the 


New Bn land Company, ond . vin te “ollowing liccrse fees 
fites iinve Deon esteblished by it. 
BCIIDULE OF LICMNER Hur. 
I. Dealers ihoco annual grosp sales of Graphophones 
and Graphoyvhone Supplies amount to 8500, or less: Twenty- i 
five dollars per year. ' 
II. Dealers whose annual gross sales are between ® 
3500 anc $1,000: Fifty dollurs per yoare 
IiI. Dealers whose unnual gross sales are between 1 
$1,000 md $2,000: One nundred dollars por year. 
Iv. Dealers whose annual gross sales arc between 
$2,000 and $3,000:~ One nundred and fifty dollars per year. 
V. Dealers whose cnnual gross sales are betweon 
$5,000 end $4,000: Two hundred dollérs per year 
VI. Dealers whose ennual gross sales are between 
$4,000 anc $5,000: Two hundred and fifty dollars per year. 
VII. Sealers whose annual gross sales exceed the sum 
of $5,000: Three hundred dollars per year. 
NSW EXGLALD PHONOSPAPH COLPANY. 


L. E EVANS, 
President." 


One of these was sent to the defendant in the above cause. | 
I an informed that the American Graphophene Company claims . 
that the suit brought by it in tho United Stetes Cireuit 

Court for the Distriet of New Tcorsey in sone way affects = 
the richts of the New England Phonocraph Corpany. E * 

t tan svificiently fwsiliar with that case to imow that it 
did not, enc could not, affect the latter company's rights. 
Tre comtrict e2 October 12, 1888 was net referred to in 
that case end the defencant, the Udison Phonogreph Works, 
hud no contract with the Nerth American Phonopreph Company 
eD the character of said contract. By examining the de- 
cistons it will be seen thet Judge Acheson merely decided 
that the contreets of Ausust 1, 1888 anc October 10, 1888 
did not vest in the defendant ea license wider the complain- 
ont's patents, and that the rights conferred by the cone 
tracts of March 26, 1898 and Avgust 6, 1885 were personal 
to Lirmincott. On the other hand Judge Curpenter decidea 
that the contracts ef Aucust 6, 1888 anounted to an adop- 
tion and rotifteation of the contracts under which the 


defendants clain; an entirely different proposition. 
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T um acquainted with the gencral terms of the set- 
tlenent of the suit acuinst the Bdisoen Phonegraph Works. 
A mmber cr cuits were then pending between the corpora- 
tions ownins respectively the. Bell and Tainter patents 
for the graphophone and the Edison patents for the phone- 
@reyph. This was one of them. A setilenent wus made 
which consisted of a consent decree bein;; siven for the 
complainants in sach suit and a mutusl exchange of licenses 
under the patents. The New England Phonograph Company 
took no part in that settlement und wes not affected by it. 
All graphophones and grapnophone records are made ty 
the Aserican Graphophone Company and 30ld to dealers in 
New Envland an¢ sleewhere ty its sellin; agent, the Cole 
unbia Phonosraph Company’, Generals F 
Sworn ‘to and whseribed 
before me this 4! day 
of February A.D. 1993 


at Nore, 
teat ¢: Fert 


if 
L&E Eyrorro 


Se we te we oe oe oe 
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UNITUD Piaviekd CARUUEE Gotar 
DIBTRIOT OF MMODH TSLAMD 
NEW ENGLAND PIONOGRAPH 
COMPALY | eee, 
Complainunt, 
va 


Tie DAWSON COMPANY 
Ne Sundaat 


IN EQUI?Y, , 7) 


SENUEL Re BVANS, being duly - 
‘gworn on “is ozth says: I am 
tne President of ihe Complaint. I have elready wade 

un afZidavie in the uwbove ceases In the Fall of the year 


. 


Dighteen hujareé 2.4 niuety-four vefore bringing suit for 
éniviugenaic neatout the Mew Englai:d Thenogrepi Cu.apany 
as Jscerivee iu the Complainant's bill in the above cause 
the Auecriceun Craphophene Company repudiated the License 

bts the New Unglavd Phonogrenh Company rezerred to in said 
pill and from then we to the presen! tise have always de= 
cleared 2% invalid and aot binding cn the Anerican Grapho= 
phone Compange The said American Graphophone Company 
sinec that time, viz: the Fall of 1894 have always ree 
fused to furnish to the New "ngland Phonograph Company 
any grapnophones or records or supplies under said license 
The New Ingland Phonograph Company has always been re=dy 
and willing to lease snd sell. grephophones and recerds and 
supplies, and supply the publie demand therefor throushout i 
the Yew England States, if the Anerican Grephophone Company 

wovled furmigh them to it under the terms of saic License. 5 


oe ease 


Sworn to and subserived 
this Elst dey of Bebruary 
A. D. 1903 st Newark 
oercre ne 


hen ebm 


ae = Drlug Piha. 
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UNL sD SLALS CLACUIL COUuRy 
DIStnic’ OF RHODE ISLAND 


NEW ENGLAND PHONOGRAPH COMPANY 
vs. 


IN EQUITY . 
THE DAWSON CO IPANY 


BRIEF FOR COMPLAINANT. 


This suit is brought to restrain the infrinzement of two 
letters patent. The infrincement by the defendant is not 
denied, and the exhibits and expert affidavit make it clear. 

The claimsstied on of these patents have been sustained by a 
aumber of decisions, all cf which are set out in the complainant's 
bil? of complaint. 

The title of ine somplainant to an exclusive license uncer 
the vatents has been decided in a suit brought in the United 
States Circuit Court for the District of Massachusetts, <A copy 
of the record is set ont in the moving papers, and the facts 
in connection with the suit appear in an affidavit made by 
the presisent of the complainant, to be produced at the hearing 
if the effect of that decree is in any way impugned by the 
defendant. 

The defendant purchases its machines from the American 
raphophone Company, a party to that decree, and so claiming 
under that party is a privy and bound by the decree. The 
fxcelusive license of the complainant, The New England Phonocraph 
Company, is therefore conclusively adjudicated as against the 


iefendant. 


The New England Phonozraph Company being a mere Licensee 
‘ust join its licensor as a party complainent, and has a right 
,0 do this. 


Brush Electric Co. v. Cali. El. Lt. Co. 52 Fed. Rep.945. 
5 34 
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The approaching expiration of the patent is no bar to this suit. 
Clark v. Wooster, 119 U.S. 322, . 

Adams v. Eridgewater, 26 Fed. Rep. 324 (Mass.) 

Kittle v. Rogers, 33 Fed. Rep. 49 (N.Y.) 


It may be claimed thot the delay of the complainant e is 
in bringing suit will prevent its getting a preliminary ; 
injunction. 

Tt appears, however, from the affidavit of ‘r.Evans 
to be filed, that the complainant sent out warning notices in 
June, 1896, again in February 1901, started a suit in the Fall 
of 1901, sent out notices on December lst., 1902, (including ore 
to the defendant) and becan this suit in February, 1903. We 


claim that this shows due diligence on ‘he part of the com- 


plainant in asserting its rights. 


Kittle v. Hall, 29 Fed. Rep. 508, 512. : ; » 
Sawyer v. Taylor, 56 Fed. Rep. 110, explained in - 

Sawyer v. Taylor, 69 Fed. Rep. ,637. 

Taylor v. Sawyer, 76 Fed. Rep., 301, 303. * 
Price v. Joliet, 46 Fed. Rep.,107 


Collignon v. Hayes, 8 Fed. Rep. ,912. 
Brush El.Co. v. Elec. Imp. Co., 45 Fed. Rep. 241. 
Mfz. Co. v. Jackson, 91 Fed. Rep. 422 5 years 

The decisions seem to hold that there must be some- 
‘thing more than mere delay to pray for a preliminary injunction; 
the defendant mist heave acted on the faith of the delay or of 
the actions of the complainant so as to create an estcppel. 
Furthermore it does not apnear that the defendant has been. 
encaged long in business or has been induced to go into business 


on account of the actions of the complainant. 


The defen’ant may raise the point that as the complainant, 
the licensee, has not sold the patented articles to the public, . 
it should not prevent the licensor from so doing, under the 
ve 


rule laid down in 


| 
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1849. 


Atma vy. Yeatlake, 53 Fed, Rep, 588, 590. 
The anawer to that proposition is 
wo . 1. Tf the lieensor does not meet the public demand 
a for graphophones, the l'censor has the right, under Section 
ye 69 10 of the contract, to fill the public demand. This is by 
natural implication exclusive of the right to sell jointly 
as in Adams v. Westlake. There is no pretence that the sales 
by the licensor to the defendant were under Section 10 of the 
contract. 
4 ae The meneral rule is that a licensee must be by 
ne the decree of a competent eaugt before the licensor can treet 
it as valid. 
Standard Dental Co. v. Nat'l, Tooth Co., 95 Fed. Rep. 291. 
3. This very point wis lately seqhded atveraaly to the 
Z % Licensor’s cleim, in the Court of Appeals in the District of 


Colwrbia, where a cortract prectically ijentical to this was 


©) 


bd - before the court. ; 
x bd Whitson v. Columbia Prono. Co. C.C.of Avp. D.C. 565; 98 0.¢, 
418. 
The court in that case held trat the licensors remedy 
ww for tre failure to sell phonographs as required by the contract 
was by an action at law for damazes, and trat such failure 
was no ansver to the licensee's application for a preliminary 
= injunction to prevent the licensor from selling the machines 
in the licensee's territory. 
The corstruction of tre centract in this case may 
puzzle the court somewhat, as it is very confused. But the 
preamble clearly shows an intention to csrant exclusive selling 
and using rights under the patent in question. Such a contract 
“nt, was held to be a license under patents which entitled the 
¢, @ > licensee to sue an infringer. 
Brush v. Thompson, 47 Fed. Rep, 224, followed in 
Brush v. California, 52 Fed. Rep. 945, 959 
” 
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In the former case the court says, pate 225: ( ry 


"The contracts are, in their impobjant features, contracts 
of agency betwean a principal manufacturer and a selling agent. 

In some of their features they have the appearances of contracts * - 
between a manufacturer and a person who is, undor certain % 
limitations, tc have the exclusive right to purchase and deal 

in the manufactured articles within a specified territory; tut 

they are probably contracts of license under the patent laws, 

to sell within a specified portion of the United States a. 

patented improvement manufactured by the owner of the patent." 


‘Ye understand that tre attentiop of the court has been 


pending in the United States Ctreuit 


called to a similar suit now 
Court for the District of Massachusetts. The pendency of that 
case, however, is no reason why this case should nd& be heard, 
as the cases are aysinst different defendants, and it is the 
risht of the complainsnt to enjoin all infringers. Indeed, it 
is sometimes urced as laches on the part of @ oatertee if he 
has not brought suit against all infringers immédiately on 
ot’er infringements becoming known, The case at Boston was 
to have been heard on Tuesday the third, but on accoimt of the 
enearements of Fades Lowell will not be heard for some ten 
days or two weeks from t*at time. 

We resvectfully submit that a preliminary injunction 
srould be cranted. 

Purdy, Squire & Rowe, 
Solicitors for Sountntnanil. 

Howard W. Hayes 


Of Counsel. : ‘ = 
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WITLED STALES CIAxCUIT COURT 
DEGTH ICT OF RAODE ISTAu™ 


Ta wT AND PHOHOGRATH COMPANY and 
ATTICA CHAP DHE COP PATY 


vn, In Equity. 


Mie DATSON COMPANY. 


BRIEF FOR DEFENDANT. 


2. STASEET 


uhis is a motion for preliminary injunction: vrought by 
tne New sngland Phonograph Company, to restrain the defendant from 
selling: ¢rashophones and supplies therefor. 

The patents sued on are owned by the American Graphophone 
Company, which is joined as party complainant without its consent. 
The Craphophone Company's interest is in reality that of a party 
defendant, ihe articles complained of are manufactured by it, 
anagare sold pv it in te ordinary course of business to the 
Columbia Pnonograph Company, General, its sole selling agént, who 
in turn sells them to dealers, such as the defendant i" wnom tney 
are sold to the public. 

The acts of defendant, therefore, are prima facie lawful, 
they having purchased the patented articles from the authorized 
seiling asent of the manvfacturer, who is the owner of the patents. 
“he only articles complained of are maciuines and records manuface- 
tured under the patents by the owner thereof. 

The claim of the New England Phonograph Company is based upon 
an alleged license, granting said Company the exclusive right in 
the New England States to lease and use articles made under the 


“3 


patents. 
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articles made under the patents. 

A copy of this instrument is annexed to the bill 
of complaint as -"Schecule A". It purports to be an egree= 
ment dated October 12,1888 by and between the NORTH 
AMERICAN PHOVOGRAPH COMPANY, claiming to act "under authore 
ity of and agreement with Jesse H. Tippincott, sole 
licensee of the American Graphophone Company", and the New 
*nglend Phonograph Company. It contains numerous mutual 
covenints (some of which will be hereafter referrec to) and 
provides for a definite course of business involving a 
supply of the patented articles by the North Anerican 
Phonograph Company, a method of leasing ‘instruments by the 
— Tngland Compeny, a division of profits, etc. etc. 

Neither the iIorth ‘mexican Phonograph Company 
nor Jesse H. Lippincott the alleged grantors of complainant 
is mede a party to this acticon,nor is any reason given for 
their omission. No showing is made of any license from 
the ‘merican “raphophone Company to said 7ippincott, nor 
of any authority to the “orth American Phonograph Company 
(crom-et-tiex_tmerioencrapibprone—Company-er Jesse 
Tanpiseets) to grunt the allered license to the Yew Eng- 


land Phonograph Compunye 
Complainant also produced copies of a bill of 
complaint, plea,opinion and decree in a suit in the Dis- x 
trict of Massachusetts, entitled AMRNICAN GRAPHOPHONE 
Lager ve oper natn PHOMOARAP ace pavv/, This bill _was 
filed October 12,1894, and charved the “ew *ngland Phono= 
graph conpany with infringing the same patents that are ine 
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volved in this suit. The latter company pleaded a license 


4 to do the things complz=ined of, and Tudge Carpenter, on 
- 


, June 19,1896, sustained the plea. The ease was not 


: further prosecuted for reasons hereinafter stated. 


Complainant also producecs affidavits showing 


ave 
that defendantste engcged in the business of selling 


“raphophones and sound-records, and that these articles 


embody the invention of the petents sued one 


The patents in suit are the 2ell ¢& Tainter pat- 


ent “o. 341,214 and the Tainter patent ~'o.341,288, both 
dated “ay 4,1866-« They expire “ay 4, 1993,4e e: in leas 


ier 


than two months- 

Defendent shows by certificates from the proper 
e a authorities of the State of 'aine (where the New England 
Company is incorporated) that complsinant was excused in 
1899 from filing annuel statements as required by law, he= 
cause it was not engered in any business; and that it has 


paid no franchise tax since 191. They show by affidavit 


| 

| of Lyle that the Vew Mngland Company has not been engcoged 

| in the business contempleted by the elleged license-cgree~ 

| ment for «= greczt many years, and that,on the other hand, 
for more thin ten (10) y2ars past graphophones and supplies 

| have been sold freely throughout the New England States by 

} agents and deelers of the American Graphorhone Company with- 

ie out eny protest from the New England Company and without 


any attempt by it to assert or enforce its ulleged ex- 


clusive rightse 
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Defendant also prevents an affidavit of Mauro, 
explaining the litigation of which the suit of the Americar 
Graphophone Compeny against the New England Phonorraph 
Compony was a part, -showing that it terminated in a decree 
esteblishing the validity of the patents and the title of 
the American Graphophone “ompany in 1896, and that the 
latter “ompany has been exercising ee al the 
rights of ownership ever since that time- 

TT. ARGUMENT. 

The motion for a preliminary injunction will be 
easily disposed of. Defendant, however, contends that, 
upon the case presented,the Court should dismiss the bill 
for the reason that it does not stute a cause for any 
equituble relief whatever. 

We will first present briefly the reeson why 
the motion for a preliminary Injunction should be deniede 

The bill and supporting: papers fail in several 
importint particulars to show grounds for such extraordinary 
relief. 

BIRT 34 

The New “ngland Company, while alleging a licens. 
from certain grantors not parties hereto, show no right 
in such grentors to make the alleged licensee tevaeover 
ee ee ee 
“expires on larch 26720 ye tek a hee POLED 


os die ee Gs ae oe ed = —— 
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day \f ‘arch, 1903, and for such further period 
- ; 4 at ti option of the party.of the second part 
€ = as shAll be equal to the time for which the 
party oX the first rart shall become authorized 
a to gran\ any exclusive license under any patent 
| or putenty releting to Phonograuphs or Phonograph ‘ 
! Craphoph¥nes or improvements therefor, unless 
‘inated as hereinafter provided, and 
and exist and be exercised and the 
instruments ‘and property leased hereunder shzll 
be usec only Within the following descrited 
territory, namely, fhe States of Maine, New 
Hampshire, VeNnont, he si aaa. Rnode Island, 
and “onnecticut\ ™. 


In addition to the failure to show any license from the 
‘merican (paphophone Company }o said Lippincott, or any 


authority to the North Americar Phonograph Company from 


? j 
| 
. | « 
= { either tjje American CGraphophone mpany or Jesse He 
| Lippincott to grant the alleged likense to the WVew Englend 
| 


© 


| Compeny, there are no allegations th\t the license agree- 
ment has been renewed beyond “arch 26,\1903, or that there 
was any authority in anv one to renéw it} On the contrary, 


it is shown by the defendant's opposing a) idavits that one 


© 


of the alleged grantors is dead, and that the other one went 
ii into the hands of a ®cceiver in 1894, and is ko longer in 
_istence- 


Te patents as will be seen leter,\ expire in “ay, 


1903. 


suit of the Graphophone Compahy vs the New England Company, 


= does not mee this Sar neneney of proof becc.use: (a) it was om 
A imeen eh Cues or. A Le thene at «ts ere (C ) 
. “E" 4 aif'ferent prc (db), even upon that different issue 


the New Jersey “ourt (whose decree disposed of the whole 


4 
| = Judge “Carpenter's decision on the plea in the 
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wbe 
litigation) reached a decision contrary to that of Judge 
Corpentere The proofs considered by Judge Carpenter are 
not introduced here. 
errepie | 
Te _ATTEOED DISRUCE sIP_FULIY PROVED, CON __ 
STITUSHS NO BASIS FOR AN INJUNCTION. 

This is € contract creating mutual obligations be- 
tween the partiey thereto, and establishing a definite 
course of business which the “ew Fngland Company agreed to 
carry one. The New England Company agreed to take instru- 
ments which the North American “Tompeny agreed to supply at 
certzin specified prices, and to sub-let them at certcin 
specified prices, all such instruments to revain the prop- 
erty of the "orth ‘merican Sompany (secs. 4% 5). The 
former company agreed to notify the letter of any infringe- 
ments in its territoyy, and the latter wes to have charge 
of all litigation arising therefrom : tees 9). The 
instruments were to be presented to the public in a spece 
ified mahtner (sec.2), the lessee was to be equipped to 
supply all demands in its territory ,end provision is made 
for its failure to do so. Provision is made for termination 
of the agreement upon the violation by the New Englend 
Company of any of its covenants, or by its becoming bank- 
runt or insolvent. In fact the whole tenor of the agrec= 
ment shows that the elleced rights, if any were granted, 
were demandont upon tne continued maintenance by the “ew 


“nglend “Tompany of the prescrites conditionse That the 
ky F 
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whole scheme of businéss contempleted by this agreement 
broke down, that the North American Company went into the 
hands of a Receiver about 1694, and that the New England 
* Company has not had any business existence for many years 
pest, are shown by Lyle's affidavit, and will not be dice 
puted. We do not claim that these facts necessarily ine 
volve forfeiture of rights which the New Fnglend Company 
may have acquired from the North merican Company, or the 
enforcement of those rights against the Company and those 
who succeeded it in the title to. the PPTO patents. “hat 
we do Cludu-is that,to lay the foundation for a preliminary 
injunction against persons vis “dni to,or bound Re that 
contract, the compleinant mst show that tt is still ‘elothed 
with and is exercising said rights, has fulfilled and is 
fulfilling its obligations under satd contract, is carrying 
on the business contenplafed thereby, and is damaged in such 
business by the acts complained of. No such allegations 
are meade, and the facts do nut admit of theme Therefore, 
the ‘bare proof of an agreement fifteen years old,without 
proof that it is a subsisting agreement and that the acts 
of defendint interfere with the enjoyment and benefit of 
the rights derived therefrom, is not sufficient ground for 
a preliminary injunctions 
THIRD? « 

COMPLAINANT'S TACHT! RAR THR Reripe sscen/ 
The effect of laches of complsinant upon the claim 


to tne exercise, vy a Court of Equity, of the extraordinary 
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relief of preliminary injunction, is well settled by unie®.. 


form decisions. The general principle, as stated in 


GRRENT VS. FRENCH (4 B & A 169), is that . 
"the court will not lend its help by way of pre- 
liminary injunction in those cases where it 
appears that the complainant had amguiesced in 
the infringerent and unreasonably delayed suit 
against the infrinverse When patentees sleep 
over their riynts without an excuse, they must 
not rely upoa the extraordinary aid of the Court 
when they awake from their slumberse" 


Teches and acquiescence on the part of the complainant 
in a suit for infringesent, whether of & patent, copyright 
or trade-mark, are gcounds for denying a preliminary in- 


junction. : 
4 . » 


Keyes vs Wining Compeny, 158 U.S. 150; 
15 Supe Cte 772; Ide,45 Fed.200; 


Keyes vs Refining Company, 31 Fede'560; a 
Mundy vs Kendall, 23 #90591; 


tmited Nickel Company vs New Home Sewing Mache 
Compeny, 17 Fede 528; : 


Price vs Steel Company, 46 Fed.107; 
Waite va Chair Company, 45 Fed.258; 


rat 
an 
aR 

* 
roe 


Aadrews va Spear, Fede CaseNoe380; 


Dr 


& 4} 


Sperry vs Ribbans, Id. Nowl3,2583 

Spring vs Sewing Mache Company , Ids ,No+13, 258; 
North ve Kershaw, Ids ,N0010,312; 

Sloat ve Pymton, Id. ,Noe12,948; 

Stevens vs Felt, Id.,W0015,397; 

Parker vs Sears, Ide,No019,748; - 
Jones vs Merrill, Ide, No.7,481; 

Whitney vse Machine Works, Ids ,No017,596; 
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Goodyear vse “onsinger, Ide 025,572; 
Morris vue fg. Company, Id. , 009,833. 
It nas been held that 2 delay of eightecn (18)monts 
if no good reason therefor is Shown, is ground for refusing 
a preliminary tphinetions 
Hockholzer vssHager,Fede Cas. ‘0.6556. 
A delay of seven months was held to bar an. injunction. 


Nstcourt vse Estcourt Hop Rssence Company, 
10 One Appe 2766 


In this regard the case presented by compluinant is 


truly remarkablee Grzphophones and sound-records are sold 


througnout the New Eneland States by hundreds of dealerse 
For certainly more than ten (10) years past, the American | 
Graphopnone Company, asserting complete title and ownership, 

and the full and sole right to aispose of its patented 

articles throughout the New England Stutes,has proceeded 

without dispute to exercise those rights; and, with the 


f£uL1 co jaar and acquiescence of the complainant; t#reir hou 
‘secedtecal Kis have rary eee a a trade in these ro ape which 


they are now engazed in supplying. Within pf one of the 
expiration of the patents, awéséeres—diyaof_the-exptration 


afa_jisense—aypemucat Fifteen 6) yeursald, complainant 


comes into court with the audacious request that this trade 
be instently demolished by an injunction pendente lites 
It is not necessary to elaborate an argument aguinst a 
request so p£lpably preposterous. 

Of course even when a clear right is established, the. 


Court will grant an injunction in advance of final hearing 


Raymond R. Wile 


-10- 
only to m intain the existin; stutuse The effect of such 
injunction in this case would be to destroy the status . 
which has existed undisturbed for more then a decade, and — 
to create a different status which could only last for a4 
period of *taree—duye;or-et—meet—six weska, teow deoxy 
FOURTH?= 

WO_IJURY IS AWSCHD 03 SHOW WHICH AN IN 
TUACTION WOULD PREVENT. 


The question of relative injury in the granting or 
withholdins of a preliminary injunction is always a proper 
subject for consideration by the Court upon an application 
of this sort, At this period in the lifetime of a pat& 
ent, complainant wauld be justified in asking a preliminary 
injunction only upon showing that it was engaged in carrying 
on business under its license, that irreparable injury to 
such business would be caused by the acts of defendant, 
and that it sought relief promptly upon learning of those 
actse On the contrary,it appears that complainant is not 
in business at all and has not been for many years, and 
that the acts compladned of cannot injure it to the slightest 
extent, stdutlatt~dy hes-aowe-oc--anaaasts for ton{20) 


yearta 
On the other tand,the grant of the injunction would 


ceuse irreparable injury to the hundreds of merchants en-= 

_ gaged in supplying the demand for graphophones, and who 
have been so engaged for meny years with the knowledge of 
corplainant, and to tne public who look to these merchants 


for their supplies, whiok—oompleinentis notin positien 
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PIPTH: = 
THE BILL DOns: NO State A CASH FOA INTHR- 
POSITION OF A COURT OF NOVIZY, AND SHOULD 
BE_DISHISSEDs 


being a : 
This suit under Letters Patent,the jurisdiction of 


a Court of Equity can be invoked only upon the statement 

of a case which,if fully supported by proofs, would justi- 

fy injunctive relief to save complainant from irreparable 
injury, and if, when the case comes before the Court on the Gus 
anplication for preliminary injunction, it appears that no 
ground for injunctive relief exists, the bill should be 
dismissed. 

There is no allesation in the bill that tne acts of 
defendant cause or threaten injury to the New England Conm- 
pany,or abrifge the rights it claims, or that the latter 
has not a full,adequate and complete remedy at law. The 
facts bring tne case clearly within the epplicxtion of the 
established doctrine stated in the following cases: 
STARRATY VSe STEVENS ARNS CO. (96 Fe 244), BROW, Jo 

There was a delay of ten years in asserting the 
alleged rights of complainant and the Court neld: 

"There was a manifect good faith in the claim of 
the defendant that it was not infringin@ the 
complainants device,and it would operatdé as 4 
great ‘injustice at this late day to interfere 
with @m established business conducted unde” and 
upon caaims of rignt for so many yearse The 


laches in this cas® are such as to debar not 
merely the claim for profits, but any claim to 
: - 


gE ill Mi rg eet 08 dP Re en ae ee ee ee 
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the interposition of a Court of Equity. lifge 
Toe Vie willivms, ST U.S, App. Cede 
520 and 68 FP. 489. x % x The bills will be 
dismisse:.." 

COVORT Ve TRAVERS, (96 Fe569)6 


Delay for fourteen years is a bar to an accountings 
LEG. COMPANY VSe WILLIAMS (CeleAe 6th CIRC. 68 Fe 689). 

"It must appeir that the legal remedy at law is 

inadequate, and if tne case is one in which 

the equitable relief by injunction is inappro- 

priate as where the patent has expired,or where 

the circumstances are such as to justify a court 

in refusing equitable relief,the suit will not 

be entertuined for the mere purpose of an account 

of past damages and profits." 

Ground for injunctive relief is wholly lacking in the 
present crse, not only because of the short time the patent 
has to run, but because complainant does not show that it 
is or ever hag been, engaged in supplying &he deman,or in 
any business: whatever which is adversely affected by de- a 
fendent'. act&e 


anes 0 ene 2 ne —————— 


Upon a showings of ten years delay and acquiescence in 
the wllesed infringing acts held that "complainents is dise 
entitled to relief in “quity by reuson of its laches and de- 
laye" 

See also Judge Drewer's exhaustive opinion in 

‘¢ Leuehlin vs. Railway Company, 21 Ted. 574, which was fol- 
lowed by the Supreme Court in Keyes vse Fureka Mining Coe, 
163 U.S. 150--Opinion by the Chief Justice. 

In the “eLaughlin case, Judge Brewer dismissed the Z, 
pill because of thieteen years delay by plaintiff in taking 
action to enforce his alleged rights. As to this de= 
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fense the Court siéid:- 


"The defense of laches ean be made in a demurrer, 
or in an answer,or in = z 
without any pleading to support it.” 


We refer the Court to the authorities cited by Judge 


Brewer in this opinion. 
RICHARDSON VSe -OSBOURNE & COs, CeCeA. 2nd CIRC., (93 F. 828). 
"All the adjudged cxses in regard to laches proceed 


upon the inequitable conduct of the complainant and the 


inequity which would result if the stxle claim was permitted 


to be enforced, and the judgment adverse to the claimant 
are founded uvnon the fict that the party to whom laches is 
imputed has all the time 'knowle dge of his rignte, and an 
ample opportunity to establish them in the proper forum'; 
that, by reason of his delay, the adverse party has good 
reuson to believe that the slleged rights are wothhless 

or have been abandoned; and that, because of tne change in 
condition or relations during this period of delay, it 
would be an injustice to the latter to permit him to now 
assert them." 


COXR, J.,IN RICHARDSON VS. OSBOURE CO., (68 F.95 at p.96). 


mm argument on the hearing 


"co far as the defendant is concerned the complain. 
give no intimation that at last he was ready for the con 
flict. His lethargis slunber was apparently unbroken by 
even a dream of prospective profits. In 1385 tne notice 
was givene In 1895 the suit was commenced. The defendant 
wes, therefore ,pernitted to infringe without a word of pro# 
test for at least ten yeurse" 


x kK EE He KE & 


"It is unnecessary to pursue the subject further. Suf- 
ficeito say thet the record presents one of the most 
flagrant cases of lwches with which the Tourt is familiar. 
If this action can be maintained a patentee has simply to 
pocket his patent, wait until the field is full of in- 
fringers and begin his suit two months before the patent 
expires. When charged with laches he has siinply to assert 
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thst wntil he commenced hig suit he thought the chances of 
succy 3s dubious and the refore,did not call the infringers 
to account. It is plain that the public rights cannot de- 
pend upon consider:tions so shadowy, unilateral and inequtl- ¢ > 
ablee Unless the Court 1s prepared to say that the de- 
fense of laches will no longer be enforced in a patent suit 
it must find for tne defendint on this issues The law of 
laches is so well understood that it 18 unnecessary to re- 
stite it. It is thought thet no case can be found excusing 
such delay as this record discloses. 
Thc Lean vse Flemins, 96 UeS. 245; 
Gelliher vs. Cadwell, 145 U.5.368,12 SupeCt.873; 
Menendoz vse Holt,128 UeSe 514, 9 SupeCt.143; 
Herdt vse Hoidweycr,152 U.S.547,14 Sup.Ct.671; 
Hammond vse ‘opkins,143 U.eS.224, 12 Supe°t.418; 
Lane & Bodley Cos vs. Locke,150 U.5.183,14 Supe6t.78; 
Piatt vse Vattier, 9 Pets 405; " 


Manufacturing oe VSe Williams,15 C.CeA. 530, 
68 Fed.489; 


Owen vSe Ladd, 76 Fed.992; ° 
Wyeth vse Stone, 1 Story,273, Fede Case'o0.13,107; 

Fosdick vse Machine Snop,58 Fed.817; 

Keller its Stolzenbd.ck, 26 Fede 81; 


Prince's ‘etallic Paint Coe vse Prince Menuf'¢e 
Coo, CeCete 647, 57 Fed.936; 


New York Gre pe Sugar 0. vSe Buffiulo Grape Sugar Coe, 
24 Fede64; 


Me Leughlin vse Railwey Coe,21 Feue574; 
"It follows thet the bill _umgt be disnisseds” - 
POYTS VSe ALEXANDER, 116 Fede Rep.885, HAZEL, J«,at pe886: . 
KECK RSRACZTRABDKARRAABR= 
"ns defense of laches may be interposed by plea, : 
answer,or demurrer and may also ve rxised_on 
the hearing or preliminary, thereto. Menutcctur ing 
foe vs Willicms, 1B 0.C.A. 520, 68 Fed. 494; 
Linsdzle vse “mith, 106 UeSe 391, 27 TeFde219; 
1 Beates,Tede Nqe Proce 336 we 
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(Record states "Robert"; should read "Howard"). 


Ig is uniformly held that a Court of Equity has 
the p.wer to fefuse relief when injustice would 
appurently be done, and where it eppecrs by the 
bill under consideration thet undue and unex= 
pleined delay existed in the enforcenent of an 
equitable remedye The rule, as stuted in 
Badger vs Badger, 2 Wall, 95, 17 Le Ede 836, is 
as follows:- 


One who appeals to the conscience of the 
Chancellor in support of a claim where there has 
been laches in prosecuting it, or long acquées- 
cence in the assertion of rights,*should set 
forth in his bill specificelly what were the im= 

pediment to an earlier pre:entation of his claim, 
how he ceme to be so longignorant of his rights, 
and the means used by the respondent to fraud- 
ulently keep him in ignorance ,and how and when 
he first ceme to a knowledge of the matters al- 
leged in his bill; otherwise the Chancellor may 
justly refuse to consider his case on his own 
showing, without inquiring whether there is a 
demurrcr or formal plea of the stitute of lim- 
itations contained in the answere' - 


In the case of Nationvl Phonograph Company vs. 


cation fora decree granting a perpetual injunction, in 


ground for equitable intervention, dismissed the bill. 


SIXTH: 


ee ee 


PLEADING, WHENEVER TH® WANT OF AUTHORITY TO_ 


Fs 


ENTERTAIN IT BRCOMBS APPARENT. 


Judge 


~1l5- 


Schlegel, 117 F.R.624, there was no appearance or plead= 
ing of any sort end the defendants agreed to be enjoined. 


The case ceme before Me Pherson, District Judge, on appli- 


accordance with a stipulation of the partiese Howard W. 


Hayes, Esqe,appeared there, as here, for the complainant. 


Me Pherson, sua sponte, examined the case, and finding no 
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This proposition is supported by many of the cases 
already cited, and it my be safely said that the author- . 


ities are ell on one side. In addition we refer the Court 

to the following:- ; 

TAYLOR VS. SAWYER SPINDLE CO., 22 C.Cete 211; | | 
See note where the Editor says: 

"The objection thet the complainant has been 
guilty of laches my 2lso be tuken in an answer 
or in an_ergunent on the heariny without any 
ple: dings to support ite" 

Citing numerous authorities. 
BAG? VS. BIPLLY, 2 Pe. 6.439. 

An objection to the jurisdiction, or for the want of 
parties, or of equity in the bill, or of there being a 
remedy at law,need not be made by demurrer,plea or in the 
answer; it may, be made it_the hesring, or on appecl. 
SPRING V6. DOUSTIC SRUISC MACHINE CO. NIXON, J. B.488;13 FP. 
Redd6e 

"In the Pedere1 Courts,especially where there is no 

presunption in fuvor of jurisdiction, but where it rests 
solely upon the facts which _— in the record of the 
suits, (fxparte Smith, 24 U.&.456),jit has long been the | 
pructice of the judges,at any stage of the proceedings, _. 
sug, sponte, to decline jurisdiction and dismiss the case, 
when the want of authority becomes apparent + They do not _ : 
wait for the question to_be ruised by demurrer or answer or 
blei,to be suggested vy_the counsels _/nd they pursue this “ 


course Yor obvious recsonse It in not merely a matter 


of the form of proceémre. To entertuin a suit in equity, 
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when the purty hay o plain and complete remedy at law,is 
to deprive the defendant of his constitutional right - 
trial by jury. The late Justice Baldwin, o* thio Circuit 
disousues the subject with much ability und researoh, in 
the cave of Paker vse Biddle, 1 Byuld.39d. Seo wlvo the 
more recent cases of Nips vGe Babin, 19 towe276h, Tews.s 
Vie Cooks, 23 111,466; Duwnont vee Fry, 12 ede sio2le" 

In Poster Fede Pre (3rd ede1901)sucte299, pe69), 
1t is said thet: 

"havantuge may,however, be tiken of the laches 

of the plaintiff by a defendant who hao not 

pleaded it". (Citing Iker voe Piddle,suprie) 


Also thet: 
"the objcetion that the cllegutions in the bill 
chow no ground for the interference of a Court 
of Fquity may be tuken at any times (Citing 
Biker vGBe Hiccle and Quirolo ve. Ardito,1 Fed.610.) 
Vhere © bill shows apparent laches, it should set 
forth the ixpediments to an ecrlier suit, the cvuse of the 
conpl:inant's previous ignorance, if any, of his rights, 
end when he first knew of theme 
1 Foster Feds Pre (3rd eds 1901) sect. 76,96229; 
Badger ve. Badger, 2 Wall.87; 
Richaurds wee Mackall, 124 U.S. 183; 
Gowdy voe “Morble, 122 Ue. 432; 
Wollensak vo Riche, 115 UeS.96: 
™ construing this, ao well a: 121 other parte of 
pleadings, every doubt is ugvinet the pleuder. 


Phelps VBe McDonw.1d, 99 Uelle 298, 505-6 
“9 
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Corplainant's replying papers consist of two affidavits by 
one “Rvans . 

The first affidavit recités that in the year 1894 the Amertoan 
Graphopnone Company repudiated the license claimed by the New Englang 
Phonograph Company. It thus appears by complainant's own showing, be 
that it has, for at least eight years, done nothing to abeert, 4 
maintain, or exercise its alleged rights. ; 

The longer ‘affidavit of said Evans alleges that after the 
decision of Judge Carpenter, to wit, in June,1896, the New England 
Company sent a copy thereof, with a threatening notice to every. 
dealer in graphophones and phonographs: in New England, It, there- 


fore, knew of such dealers and their business, in which it further 


acquiesced for a period of nearly seven years, 


‘ 


Affiant admits that in November, 1899, it notified the Attorney 


General that it had ceased doing business, and that it maintained 
only a formal office with a clerk in Gardiner, Maine. 

Affiant claims to have notified the Secretary of State on 
January 25, 1903, of an intention to resume business, but the only 
Gusdneas Aeadeibed noveleted isi sending another circular to dealers 
demanding the payment of various sums of money from $25.00 to 
$300.00 Dollars per annum. 

There is no, denial of the allegations in our papers regarding 
laches ard absence of injury. 

. Owing to the shortness of time at our disposal tne foregoing 
authori ties have been very hastily collected, and are by no means 
all the cases that could be cited to sustain our position. They 
clearly establish, however, that the laches of complainant are 
fatal to any relief in equity, that the case presented is one of 
which a Court of Equity cannot take cognizance, and that the bill 
should be dismissed forthwith. 

March 2, 1903. 
Respéctfully submittea, 
Elisha K, Camp 
Prilip. Vauro 7 


Of Counsel. 
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UNITED STATES CIRCUIT COURT 
DISTXICT OF RHONE ISLAND 


New England Phonograph Company 
et al, : 


vs. In Equity. . s 


The Dawson Company 


SUPPLEMENTAL BRIEF FOR COMPLAINANT 


The question has been raised as to whether this injurction 


should not be denied because the injury caused to the defendant 
by eranting is wold be greater than the injury caused to the 


complainant by denying it. 


THERE IS NO EVIDENCE FROM WHICH IT CAN BE INFERRED THAT 
ANY UATFRIAL INJURY TO THE DEFENDANT WOULD ARISE FROM GRANTING 
THIS INJUNCTION. 

The defendant's affidavits do,not state how long the 
defendant has been encaged in selling the infringing devices, 
what the extent of that business is, what the profits, if any 
are, and there is no allegation that any damage would be 
caused to tre defendant by the: injunction. It does not 
annear that tre defercdant now has on band any of the infringing 
devices'or has made any prepararions further to deal in them. 

The only evidence on the subject is the affidavit of 
Frederick C. Fischer annexed to the complainant's bill. 
Mr. Fischer states that the business carried on by the defendant 
is dealing in bicycles, guns, fishine tackle and sporting soods. 
He furter testified that on the ninth day of January last, the 
defendant had on hand and for sale a"larze number" of the 
infringing devices. But there is nothing to show that since 
that time they have not all been disposed of and that branch 
of their business closed out. Tre receipt given Mr. Fischer; 


"Exhibit 9", Shows what the defendant's business really is. 
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(If that is the faot it 1s no mrownd for refusing the 
injunction to prevent the defendant from arain starting in the 
_infringing business. Sawyer v. Turner 55 Fed, Rep. 979.) 

The Court must not confuse the proofs in this case with 
the general statement made by counsel in his arguient in 
regard to the hardship such injuncthons would impose on other 
dealers in New England. rach case mist stand on its own proofs. 

From the fact that the ar ee. Graphophone Company has 
asstmed the defence of this suit it is evident that it would 
reimburse the defeniant for any loss. See National vs. 
Paughkeepsie Infra. ; 

The injury to tre complainant by this invasion of its 
richts is self evident, while, on the other hand there is no 
proof that a preliminary injunction, which would protect the 
rishts of the complainant in the future, would inflect any 
present injury wdutivends on the defendant. 

There is therefore no occasion for ealling into operation 


the rules as to the "balance of inconvenience." 


THE RULE AS TO "BALANCE OF INCONVENIENCE" TAS NO PEARING - 
ON A PATANT CASE, 

The patentee has a monopoly afented him by the Government 
which the courts are bound to enforce by injunction. Where 
the title and intrin~ement are clear and the validity of the 
patent has been sustained the injunction mist go unless the 
patentee has in some way estopped himself from asserting ‘is 
rights as against the defendant: 

Atlington v. Booth 78 Fed. Rep. 878 (C.C.A,897) 

Tannagze Co. v. Adams, 77 Fed. Rep. 191, 193, (C.C.A.1896) 

Stearns v. Brown 114 Fed. Rep. 939, (C.C.A.1902) 

Electric Co. v. Buffalo 117 Fed. Rep. 314 (C.C.$.1902) 


A comparison of the injury to the infringer with the 
benefit to the patentee, should rot be taken into consideraiion. 
The infrinzer having, as in this case, notice of the patentce's 
rights infringes at his peril. If te choses to risk his ee, 


ae 
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on the chance of escaping legal liability, lie takes his chances 

and cannot complain if he loses. ‘The complainant, as it had 

a right to do, has established a system of licenses instead of 
gelling the vatented device. This appears in Mr. Evan's affidavit. 
Ihe defendant had notice of this system. See same aifidavit. 

The following cases bear out the above proposition 

Pelzer v. Binghampton 95 Fed. Rep. 823 (C.C.A.1899) 

In this case the complainant cid not edited wr sell 
but depended solely on royalties (as does this complainant) 
and the inconvenience to tne defendant would have been 
co: siderable, 

Westinghouse vs, Great Northern 88 Fed. Rep. 258, 263 
(C.C.A, 1898) 

National Meter Co. vs. Poughkeepsie 75 Fed. Rep. 405, 
39 Fed, Rep. 1014 (C.C.A.1897) 

Norton v. Eagle Automatic Cer Co. 57 Fed. Rep. 929 
(c.c.$.1893) 

Campbell v. Manrattan, 49 Fed. Rep. 930 (CC. 1892) 

"On the question as to whether an injunction should 
issue it is material that the owner of the patent has never 
made, used or sold any of the patented articles, or licensed 
any one to @ so." 

Bresshahan v. Tripp, 102 Fed, Rep. 899, 903 (C.C.A.1900) 

(Note. In the present case the defendant has put in no 
proofs as to its financial standing or ability to respond 
in damac6s) . 

American Sulphite Co. v. Burgess, 103 Fed. Rep. 975, 
980, (C.C.1900, Putnams.) 

It is respectfully urged that a preliminary injunction 
should be granted. 

Howard . Hayeeg 


Solicitor and of counsel for 


Complainant. 


CIRCUIT comm? OF Mh UNITMD STATES 
“DISTAICT OF REORE ISLAND ®: 


NEW ENGLAND PHONOGRAPH CO et al 
vs. Ho. 2627. 
THE DAWSCN COMPANY 


Rescript. 


(March 17, 1903.) 

Brown J. 

‘hile not satisfied that, npon this petition for 
a preliminary injunction, tre court should fo so far as to 
dismiss the bill for laches, I am of the opinion that the ee. 
complainant's apparent acquiescence for many years in the 
violation of its alleged rishts (the certificate showing that 
the complainant corporation had ceased’for a considerable time 
to transact pusiness), and the veculiar provisions of the 
agreement of Octobet 12, 1888, raise serious dcubts as to the 
existence of any rights, arising from said agreement, at the 
iate of the filing of this pill. The doubts as to the 
complainants right to relief, its acquiescence and entire 
lack of diligence require the deni_al of the anterior for a 

‘ ¢ 


preliminary injunction. 


Petition denied, 
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Ata Term, 1903, of tne United 
States Circuit Court for txe District 
of Rhode Island, hela in tne United 
States Court Rooms, Post Office 

; Building, City of Providence, on 

7 the day of April, Gne thousand 
Wine Hundrea and Three. 

Present: 

: HON. ARTHUR L. KROWN, 

District: Judge. 
UUM CNGLAND PHONOGRAPH COMPANY and 
AUERICAL GRAPHOPHONE COMPANY, 
‘ In Equity. 
vs. Ho. 
THE DAWSON COMPANY 2 
ORDER DENYING PETITION FOR PRELIMINARY INJUNCTION. 
(Filed April 29,°1903.) 


This cause coming.on resularly to te heard on the petition. 
of complainant, New Fnfland Phonograph Company, for a preliminary 
injunction on the Rill of Complaint and the affidavits of Frederick 

. 3. Fisher, and the two affidavits of Lemuel F. Evans, in support of 
the petition, and the affidavits of Philip Mauro and Mervin &. Lyle 
. and the Certificate of the Secretary of State, of the State of Maine, 
showing the status of complainant hew England Phonograph Company, in 
“opposition thereto, and the petition having been fully ar gull on 
February 28, 1903, Howard ”, Hayes, Esq., o7 counsel for complainant, 
New Tngland Phonograph Company, appearing for the petition, and 
Elisha i. Camp, Esq., of counsel for the defendant and American 
Craphophone Company, joined as a party complainant without its cou- 
sent, in opposition, written briefs hawing been submitted and duly 
considered, and an opinion having been handed down on March 17, 
1903, denving the petition, 

Now, on motion of Wlisha K. Camp, Esq., of counsel for the 
defendant and the American Graphophone Company, joined as a party 
complainant without its consent, it -is 

ORDERED, that the petition of complainant, New Fngland Phone- 
graph Company, for a preliminary injunction be and the same herety 
is in all respects denied with costs. 


By the Court (Brown,J.), April 29, 1903. 
«~ William P. Cross, Clerk. 
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IN TH CIRCUIT COURY OF YH UNITED STATHS , 
FOR THE DISTRICT OF RHODE ISLAND. 


TE" WNIGLAND PHONOGRAPH CO)PANY and 
A’TRICAN GRAPHOPHONE COMPANY 

IN EQUITY. ® 

vs. Yo. 2627, ; 


THR DAWSON COMPANY. 


ANSWER OF TI DAWSON COMPANY. 


(Filed April 6, 1903.) 

This defendant, now and at all times hereafter sav ing and 
reserving unto itself anv and all benefits and advantages of ex~ 
ception which can or may be had or taken to the many errors, un= 
certainties and imperfections in the said complainants Bill of cane 
plaint contained, for answer thereto, or to so m:ch and such parts 
thereof as it is advised it is material or necessary .to make answer 
unto, says: - 

This defendant has no knowledge or information sufficient to 
form a velief as to the incorporation of the parties named as cam- 
plainants; but admits that defendant is a corporation duly organe- 
ized and existing under the laws of the State of Rhode Islana and 8 
having its office and duly organized place of business in Proviuence, 
in the District of Rhode Island. 

This defendant admits the allegations contained in paragraphs 
l-XII inclusive of the Bill of Complaint. . 

XIII. 


As to whether on or about October 12, 1888, the North American 
Phonopraph Company was a corporation organized and existing under 
the laws of the State of New Jersey, or whether on or about the date 4 
aforesaid it executed an instrument in writing under its corporate 
seal as alleged in paragraph XIII of the Fill of Complaint, or 
wheter it acted under authority of and agreement with Jesse H. 
Lippincott, or whether the said Jesse H. Lippincott was at thet timg 
sole licensee of the American Grashophone Company (named as %. com- 


Plainant herein), this defendant has no information save by the 
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bill and therefere leaves complainants to maxe suc: .roo*t tuereof 
as they may be advised; but this defendant dendes that by virtue 
‘ of tre premises the New England Phonograph Company (one of the come 
aw nd plainants herein) became possessed of the exclusive license or any 
4 1 4 license under United States Letters-patent 341,214 and 341,288, 
and dsenies that the said ‘American Graphophone Company ever con= 
sented to or approved of any alleged exclusive license of the come 
3 plainant te said "ew Enrland Phonograph Company, and this defendant 
4 .urther expressly denies that the complainant the ‘lew England Phon- 
orraph Company is now possessed of the exclusive license or any 
¥ license under the said patents. 
* XIV. 


Tris defendant admits that the suit brought by the complainant 


€ 
E 
| 
ot 
n 
2 


aswer 
# American Graphopkone Company vs. complainant yew England Phonograph 
es ¢ Company, as alleged in paragraph XIV of the Bitl, came on to be 
re ee : heard on the 2ill, Plea, Replication and proofs, and that an opinion 
gan > ; was filed and decree entered substantially as appears in “Schedule 
ara 6 e B, annexed to the Bill. But this defendant upon information and 
riuence, welist denies that the opinion filed established the. validity of 
4 the said alleged license; but upon information and belief avers 
2) * tiat the truth in this regard is that the said suit against the said 
raphs lew Fngland Phonograph Compamy was brought to restrain the use and J 
a sale of articles put out in infringement of the said patents (here 4 
itp, in suit), while a similar suit was brought fn the United States 
~ ericar a Circuit Court for the District of New Jersey against the Edison 
a nder ie Phonograph Works which was the manufacturer and supplier to the lew 
ne date it England Phonograph Company of the goods handled by the latter, and 
orate . that the said suit in “ew Jersey asainst the “dison Phonograph Works 
yr ae : was terminated by a consent decree in favor of the American Grapho- 
w H. ‘on phone Company and that in accordance therewith the entire controversy 
et tima (including the said suit against the New Ungland Phonograph Company) | 
y+ come e ° was settled by the dismissal of the said suit against the ciew Englami 
the i ey Phonograph Company and of other suits pending in the same litigation. 
— ; ; 
w 
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xv. 
eferndant upon information anu belief denies the alleyations 


contained 27 para¢rapl 77 of the 3411 of Complaint. 


XVI. 4 
Defendant adits the allegations eenkindtaed in paragraph XVI Tags 
of the ?411 of complaint. ) 1 
XVII. 


“This defendant admits that it nas sola graphopnones and supplies 
therefor extensively and continuously in the City of Providence in 
tne District afcresaid for vears last past, end that sucn 
rraphopnones and supplies have heen so sold by it without tzxe sliz::t-e 
est atienpt at interference by the complainant the New England 
Pnonosraph Company; that it purcnased tuem from the Columbia Phon= 
orraph Company, Ceneral, the sales agent of the complainant, 
American 7raphophone Company, alleged in the Bill to be the owner 
of “52 two patents here sued on, and that it has dealt in and sola ' 
tas aforesaid gcraphopnones and su.plies therefor with the permission 
of tee said Columbia Phonograph Company, Ceneral, ana tne said 
American “raphoprone Company; hut whether the said articles are e 
rnanufactured under and in accordance with the patents sued on this 
lefendant nas no knowledgse or information sufficient to forma 
belief; and this defendant upon information and belief alleses *nat 
complainant, New England Phonograph Company, is not row and for many 
years past has not been engaged in the business of selling or leus- 
ine graphophones or supplies therefor, and that it nas no place of 
‘business in the New England States and that it has not carried on 
the business of leasing and selling grapnopnones ana supplies tnhere- 
for, for more than eight (8) years past, and this defendant does not 
Know that said New tngland Phonograph Company ever has aone ancy 
business whatsoever; and except as nerein admitted, the defenaant 


denies the allegations in paragraph XVII of the saia ill of 


Conplaint. 
XVIII. ° 
This defendant has no knowledge or information sufficient to 
“ Raymond R. Wi 
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form a helief as to any of the ulleyvations in the saiu 18th jurae 
;raph of the 5ill of Complaint. 
XIX. 
Duis defendant admits that the Arerican Graphophone corpuny, 
Joined as a party complainant, is the exclusive owner of the entire 
equi table as well as legal title to said patents numbers 341,214 
and 341,288, avd is entitled to all the entire use and benefits 
tiuereoft; and except as herein admitted, the defendant denies the 
wlle-ations contained in paragraph XIX of the said Bill of Come 
plaint. and upon information and belief this defendant alleses 
that the said Rill of Complaint is filed at.the sole expense of, 
and for the sole benefit of, Thomas A. Edison, “dison Phonograph 
Company, Edison Pnonograph Works, l’ational Phonograph Company, 
Noward ™ aves, William ¥. Gilnore, and Frederick P. Ott, or of 
each or some or ali of them, and is intended to injure the American 
Crapnophone Company and defendant in tneir business dealings in | 
Yraphophones and supplies therefor throughout tne New TErgland States 
ani elsewhere. | 
And without waiving any of the matters and things hereinbefore 
averred and set up, but repeating and insisting upon the sane, this 
defendant for a furtner defense, answering says: 
XxXi. 
This defendant has been advised and believes and therefore 
avers, that wiatever license (if any) might have teen granted to 
said Lippincott by said American Graphophone Company was personal 
to said Lippincott; om that-in like mamer it avers tnat said 
Lippincott became insolvent and died some time during 1893-4, where= 2 
upon any alleged license granted to nin ceased and determined and 
recane inoperative and void and of no furtner effect in law or in 
equitv--- as was decided by JUDGE ACHESON in a suit entitled Amer- 
ican Craghnophone Company vs. Edison Phonocsraph Works reported in 
$8 Fed. Rep., p. 451. 
XXI. 


This defendant has beer advised and believes and therefore 
F 
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avers taat whatever right, if any, mi,it have been granted to the 
liew Freland Phonograph Company by Jesse I. Lippincott or hy said 

uorti Avecican Phonograpt: Coripany in so far as the same related or 
purported to relate to the two patents here in suit, did, upon the 


insolvency and death of said Lippincott cease and determine and 


hecome inoperative and void anu of no furtaer effect in law or in 
eyuity. 
XXII. 

This defendant as beer advised and believes and therefore 
avers that on Jan, 1, 1894, said New England Puonogpraph Company did 
(or an instrument in writing duly executed and delivered) agree to 
waive, relinyuisn ard abandon its alleced rights and any rights 
woatever under its alleged contracts with said vortn American 
Phonograph Company, until Tuly 1, 1895; and as a matter of fact 
said Yew England Phonograph Company did actually waive, release, 
relinguisn and abandon all its alleged rights, in tae Palen on not 
oniy up te July 1, 1895, but continuously thereafter ana down to the 
present time and at no time has ever reswned or attempted or pre- ° 
tended to resume any allered right (exclusive or otherwise) in the 
premises,--- unless it be by the filing of this and other similar 
vills filed at, or about tne same time as the present Zill; and 
even now tue said New England Phonograph Company has no place of 
business and it has no business whatever wituin the said New England 
States, and is not in a position to supply tne demand for talking 
rmaciines and supplies or to carry out the provisions of said allered 
contract set out in Schedule A. é 

“sis defendant is advised and believes and therefore avers that 
for at least eight (8) vears last past, graphophones and fraphophone. e 
recoras and graphophone supplies nave been sold and used throughout 
the New England States by the Columbia Phonograph Company, Ceneral, 
and numerous other dealers on behalf of the said Atlerican Gragio- 2 
phone Company; and that sucn use and sale has been open, extensive, 


continuous, and notorious, and it has been without any protest or 


| 
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+a the said ‘ew “nrland vvonosraph Company, and thut at the present 


ovjection or the slishtest attempt at interference on the part of 


re or ry a time and for many vears past there are and have been throughout the 
ore -|- lew Enpland States several nundred dealers enyazved in the selling 
d @: 5 e and using said graphophones and graphophore records and pgraphoyphone 
in supplies, without the slirshtest objection or protest on the part of 
toe said JIew Enpland “honorraph Company. ; 
S xxrV, 
EO This defendant is advised and believes and therefore avers, 
r did that said yew Eneland Phonograph Company and its officers knew full 
e to well of the facts allered in tnis and the preceding paragraph. 
a) And this defendant furtner avers that the use and sale and handling 
By of said sraphophones and grapnophone records and graphopnone supplies 
.et throughout the rew Fngland States for the past eight (8) years was ; i | 
Sey so extensive, continuous, open, well-ndvertised and notorious that 
iy aot : ‘ : te said yew England Phonograph Company and its officers had been | 
~ to the fully advised in regard thereto for about ei:ht (8) vears prior to | 
mee e ¥ : e * the filing of the Bill of Complaint herein; but that they recog= 
a the : nized tue right of said American Graphopnone Company (though the 
ilar | said Columbia Phonograph Company, General, and its dealers) to sell 
~ and | and use and deal in grayphophones, graphophone records and grapho= 
7" of phone supplies throughout the New England States; and said tiew 
“Sngland England Phonograph Company and its officers made - protest or ob- 
cing jecticn thereto, but fully acquiesced therein, 
illeged XX. 
~- Tis defendant is advised and believes and therefore avers that 
" oe the infringements complained of in the suit referred to in Schedule 
“s that Bo of t-e Kill, consisted of the use and sale’ by said New Bilan 
10phone. 2 > Phonograph Company of phonograpns, while the American Gra gnopnone 
sont Company (roth in its said Bill and elsewhere) asserted and exercised 
“real, its own exclusive right to use and sell and cause to be used and sold 
iho- 9 ® throughout the tlew England States (ana the rest of the United States) 
sila its own products--- grapnophones and graphophone records and 
, or a 
w 
~ 
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(maphophone supplies; that said yew Wngland Pnonograph Company made 
no counter-claim and did not (by cross bill or otherwise) seek to 


enjoin the American Graphophone Company from using; or selling or 


4 
handling its own graphophones put out in the New wnrland States; 
that there is a distinction between the graphopiione: and tne 5 
; gare 


phonograph, the same being different types of apparatus; that the 
said decision by JUDGE CARPENTER did not establish tne validity of 
tie allesed license in so far as tne latter related or mignt be { 
supposed to relate to tae two graphophone patents here sued on, and 
uid not establish the exclusiveness of any license, but merely 
decided that the American Graphopnone Company was (in JUDGE CARPEI- 
WER'S opinion) estonped from enjoining the said New Ungland Phono- 
sraph Company from dealing in phonog raphs ; and that the main suit 
brought at that time by the said Amierican Graghophone Company ‘en 
enforcé its said patents (nerein sued on) was against the said 
Tdison Pronograph Works as the manufacturer of the phonographs cons 
Plained of, and that the said suit asainst the Edison Phonograph 
Yorks having been terminated by a consent decree sustaining: the e 
validity of tne patents, the litigation itself was terminated by ~ 
the dismissal of numerous other suits against the users of the same 
articles, atong which was the said suit referred to in Schedule 3 


‘of the Bill, 


All of which matters and things this defendant is ready and 
able to prove as tnis Honorable Court shall direct, and it humbly 
prays to be hence dismissed with its reasonable costs and charges 
in this behalf most wrongfully sustained. 


Dated April 2, 1903. 
THE DAWSON CO. 
Attest: F 
Mabel S. Frink By James E. Dawson 
Secretary. 
President, 


Elisha EF, Camp. 
(Seal.) 
Elisha K, Camp e 
Solicitor and of Counsel for Defendant, 
P.O. and Office address lio. 277 Broadway 
Borough of Tanhattan, His ig 
City of Mew vork. 
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STATE OF RHODE ISLAND. : 
City of vroviapuce. si 
James B, Dawson of Providence being dujy sworn, save that 

ne is the President and an officer of The Dawson Company, the core 
poration defendant in the above entitled action. That the fore« 
oing answer is true to the knowledge of this deponent, except as 
to the matters therein stated to be aileged on information and 
helief. and tat as to those matters he believes it to be true. 
Dhet tne reason why this verification is not made by the defendant 
is because the deiendent is a corporation; and the grounds of 
deponents belief as to all matters in said answer, not stated upon 
his knowledve, are investizations which deponent has caused to be 
saue coneecning the subject natter of this action, and information 
acquired uy deponent in the course of his duties as an officer of 
te corporation defendant in this action. 


James =. Dawson. 


Sworn to before me, tunis Sra day of April, 1903, 


Walter D. Brownell, 
(Jotarial seal.) ya 


Notary Public 


i 
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MIITED STATES QF A’ERICA. 
ISTRICT OF FAODE ISLA. 

I, “ILLIA! P, CROSS, Clerk of the Circuit Court of 
the tnited States for the District of Rhode Island, do hereby 
certify that there is now depending in said Court a certain cause 
in Tquity wrerein the New England Phonozraph Company and Arierican 
Craphophone Company are complainants, and The Dawson Company is 
defendant; that said cause in equity is numbered 2627 on the Fquity 
Docket of said court; that the following are true copies of certain 
papers on file in said court in the above entitled cause, viz: 

BILL OF COFPLAINT, 
‘Scnedule A, 
Schedule 3B, 
Plea, 
Replication, 
Opinion of the Court, 
Decree. 


COMPLAINANT'S ASFIDAVIT OF FREDEHICK C. FISHER (No. 1). 
COPLADIANT'S AFFIDAVIT OF FREDEn ICH C. FISHER (No. 2). 


DEFEY TOANT"S ATFIDAVIT of PHILIP } MAURO. 
AFFIDAVIT of MERVIN F. LYLE. 


cor PLALNANT'S AFFIDAVIT Il] HEPLY of LEXUFL B. EVANS (No. 1). 
AFFIDAVIT I2} REPLY OF LE.UUL EU. EVANS (No. 2). 


BRIEF for COMPLAINANT. 

BRIG? for DEFENDANT. 

SUPPLU ENTAL BRIEF for COMPLAINANT. 

RESCRIPT of CIRCUIT COURT ( R.I.District). 

DENYING PETIVION FOR PRELIMINARY IiJlevron. 
‘ATSMER of THE DAWSON COMPAIY. 
TN TEST L.ONY WUEREOF, I have hereunto set 

my hand, and the seal of said Circuit 
Court, at Providence, in said District 


of Rhode Island, this fourth day of 


April, A.D. 1904. 
r 


enn Clerk. 


fendent's Exhibit No.17, 
=) S.[.H.,Exr., April 5,1904. 


UNIT") STATHS CTROVIT COURT 
DISTRICT OF CONNECTICUT. 


— x 
Hie) SNSLAND PHONOGRAPE COMPANY . : : 
° 
-~Vo= : In Equity. 
e No, 1106, 
ADUSATOAH GULAPTOPHONS COMPANY, : 
ee EI eI OI LOND, 


OH MOTTON FOR PRELIMINARY TudUNOTT ON 


RRIEP FOR DUSNNDANT 


2 THis is arotion fer prelininwy injunetion 
beoncht by the New wnglond Phoanopraph corpany,. to restrain 
‘the cefondart from selling gparhenhsnes ond supplies 
therefor, 

Tho pstents sued on are onned by the Anerican 
Graphorhonea Cormany. The articles complained of are 
menufactured by it, and arn scid by it in the ordinary 
course of business to the Columbia Phonepfranh company, 
‘Coneral, its sole selling asent, who in turn sells them to 
dealers, by whom they ere #914 to the public, The only 
articlos complained of ere manhfneguand records mamifactured 
under the ratents by the owner thoroof, 

The clain of tho New England Phonograph Company 
is based wpen an allered license, granting sate commeny the 


BxOlusive rirht in tne Nev Nneland Gtatcs tc lease and use 
i 
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articlos ‘wdo uncer the patents. 

A copy of this instrument ig annexed to tho bill 
ef co. )1lnint os "Sonedawie AY, It purports to be an agree 
went dated October 12, 1068 by and between the North * 
Anertoen Bhanograph Copanyy olbtuing ‘to act *under author= 
ity of and agrocment with Jesse H, Lippincott, sole 
licenses, of tie Auerican Craphovhone COlupsany,” and the New 

. Englond Phonograph Cormanye, Ti contains numerous mtual 
covenants (some of which Till be nexvetior reforred to) and 
provides for rc. Gefinite cewrse of business involving @ 
supply of the catented articlos by the North Averienun 
Phonograph Commany, a nethod of leasing instri:nents by tne 
Het Uneland Company, 2 division of profita, ete, etc. 

Heither the. North Ainericun Phonorraah derany 
nor Josse & Lippinectt the eilivred grantors of cormiainant e 
is mide a party to this action, ner is any roason given for 
tnolr omission, To shoving 13 made of any license from 

he ficertesn: Grarhephene Corpeny to onia Linrincoett, ner 
of cny authority to ths Rorth Aneriesn Phonoprach Oo. iny 
(fron cithor Anoricen Graphophone Company or Josse lM, 

‘Lappineett) to erent the alleged license te the tex fnge 
land Phonomrauh Corman. : 

Comlainant alse prodused enpies of a bill of 
corplaint, ploa, opinion anf@ daaerce tr 2 o4t in the Dis- 
trict of Mansachisetts, entitled AMNTCAN CRAPHOPHONE 
2 RD AMY VS NEY NYOLAUD PHOWOCRAP CONPATY, This bill was 
filod Octeber IP, 1PO4, end shorvred the Ney Fnglond Phono} 
erarh Company with infrineine the sane patents that are in ° 
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folved 4 Wits ott. The latter Coupany piesded a license 
to do tuo things oonplained of, end Judse Carpentor, on 
Jume 19, 1596, cuntaine® the plea, The case ras not 
Nether prosecuted for reasons heroinafter otatod, | 

Cormleinant 1s produses affidevits showing 
Shat defeniant @e ongayed in the business of selling 
grapheohnenes an, sounderecords, and that these :rticies 
embody the invention of tho patents sued City. 

The vatents in sit are the Rel? & Painter pabe 
on® 10, 341,214 and the Tainter patent Mo, saygee, both 
dated Way 4, 1886,  Thoy expire Ney 4, 1903, 4, @. in leas 
than t7vo months. | 
DEPSUDANT'S SHOWING, 

Defendant shove by certificates ‘from the prenver 
autnorities of tho State of Maine (where the Yor England 
company is incorporated) that complainant was emouged in 
1899 from filing annual statements as required by lar, be © 
cause it was not engaged in any business; and that it has 
paid no franchise tax since 1901, ‘They uhow by affidavit 
of Lyle that tho Now England Company has not been ensaged 
in the business contemplated by tho alleged license-agreo- 
nent for a reat many years, and that, on the other nand, 
for wore than ten (10) years past graphophones and supplies 
have been sold freely throughout tho Nev Ingland States by 
agents and dealers of the Anerican Craphophone cenpany withe 
ows any protest from the New England Corpany and without 
any attompt by 1t to assert or enforce iis alicged ex 
suustve rights, # 


Defendant alco prevents an affidavit of Mauro » 4 
explaining tho litigation of thich the suit of the Anorican 
Grapnornoue Comiany asainat the Now yngland Phonepraph - x é- 
Company waa u DAP, shoving that 1% torminated in a decree 
eutablishing the validity of the patents and the title of 
the Mrerican Graphoy hone Company in 1686, and that the 
latter Company has been exercising undisputedly all the 
rirhts of oynership ever since that tine. | 
its IGUMENT | 
The motion for a prelininsry injunction vill be 
easily disposed of,  Detendant, however, contends thaty 
ubon the cause prosonted, the Court should Gisinios the bill Z 
for the regson that it docs not state a cauce for any 
equitable »elief whatover. . 
We will first »resent belefly the reaecon thy 
the cretion for «a preliminary injunction shouie be denied. 
The bill and sypperting papers fail in several 
important partickiars to show rrouncs fer mich extraordinary 


relict, 


The ev ingland Compeny, while elleging : license 
wren certain grantcrs net paurtice hereto, shows no risht 
in such grantors to make the ellored license, Horeover 


the License arreenent referred to as "Sehedmle A" in the 
Bill expires on Verch 86, 1602,— within tree doys (Pol, 42} 7 
i *the rights hereby crantec shall remain in force 
and this agreemmat shali continue until the 26ta 
¥ 
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day of Varoh, 1903, an® for such fimthor period 

st the option of tho narty of the sosend pare 

ao shallobe equal to the time for which the 

party of tho first port shall become authorized 

tO prant any oxclusive lisonse under any patent 

or patonts rolating to Phonogrephs or Phonograph 

Gravhorphoren or inprovements therefor, unless 

sooner terminated 25 hereinafter nrovided, and 

shall extend and exist and be exercised and the ‘ 

instruments and pronerty leased hereunder cha 

be used only within the following described 

gerritoryg nascly, the States of Maine, Nev 

‘Hemmshire, vermont, Massschusetts, Rhode Takand, 

and Connecticut, Us. Se Ae" 
In aadition to the failure to sho ony license from thu 
ipevicui G@eapnophone Company to said Lippincott, or any 
authority to the North Aaerisan Phonograph Company from 
either thc Anertcan Grapnephone Cormany or Jesse KH. 
Liyiincott te meant tho allered license to the New Enrland 
Comrny, thore are no oliezaticns that the license agroe= 
ment has been renevred beyond Morch £6, 1903, or that there 
wes omy authority in any one to renew it. 6 tho contrary, 
it is shown by the defendant's ‘opposing affidavite that one 
of the alleged grantors is dead, anc that tho othur one wont 
into the hands of a Receiver in 1854, and is no longer in 
existence, 

The patents as will be seen later, expire in Kay, 
1903, 

Juére Carpenter's segision on the plea in the 
suit of the Greapnophone Company vs the Nev Bneland COnDANY , 
dees not supply this deficionoy of rroof beeavses (a) Lt 
waa in « sult betveen different partios; (bv) it was on 
a different issue; (0) oven upon that different issve 


the Net Jorscy Court (whose seeres Cisuased of the whole 
rs 
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litigation) reasoned a Aooteton contrary to tint of Judgo 
Carman tor Thea nroofs oonsidorad by Juigo Carpenter are 


not tusrodueed nore. 


BUuGOD t= 


RIM ALLECAD LCG, IF FULLY PROVED, 0 Oe 
STITMRS NO PASI FOR AN INJUNCTION 


This in a contract ereating mutual obligations be» 
tzcen the parties thercte, and catahblishing s definite 
coirne of business which the Nez England Company agread to 
SarTry On, Te ver Rngland corpsny aprevd to take inetrue 
monts iunich the North Anerican Company agreed to supply at 
certain specified priccns, and tq sub-let thon at certain 
specified urices, 321 such instriments to remain the Drop] 
erty of the North American Cormany (sees, 4&5), The 
former aormany agreed to notify the otter of any infringe 
ments in ite territory, and the latter vas to nave charge —- 
of all litigation arising therefrom. (Sec. ®). The 
instruments were tc be presented to the public in a spec= 
ified manner (sec. 2), the lessee vas to be equipped to 
supply ull denuunds in ite torritory, and provisions, is rade 
for its failure to 4c so, Provision is made for tormination 
of the agreement upon the violstion by the Nev England 

_ Company of any of its covenants, or by its bocoming banke 
rupt oy insolvent, In fact the -rhole tenor of the agroe= 
nent shows thet the alleged rights, if any vere grarntod, 
were dependent upon the continued iaintenance by tho New 
Engiand Commany of the presoribed conditions, That the 


Re 


j= 


* 


whola ashome ef bueined, sontomnlated by this rerounent 
beote dom, tha. oh Nort: Averiaen Company want inte the 

hits of a Reeeiver about 1et4, ‘and that the Now tngland | 

Ge:many hat not hac any wuedvnsa exictorce for many years 

fast, are chown by Lyle's agficavit, ant will not be dine j A 
prted. “ero not 2lsim that these fects necessarily in 

yolve fextodtubke of rights which the Nev ongland Comany 

ney have seurired from the North A-erican company, or tho 

enfcreement of these rights against thet Company and these 

who sveseeded i4 in the title to the "DTSon uatents. What 

ve do cleim is that, te ley the foundation for a preliminary 

tilurstion against vercons not parties to, or bound by that 

eontrach, the cormlainant imest chow that it is still clothed 

with ane is exercising said rivhts, nas fulfilled and is 

fulfilling its oblisations under said sontract, ite carruing 
on ine business esntemilated thereby, and is damaged in such | 
pusiness by the 2ebs comlrined of, Ho euch Allegations 
nrc made, and tc faote do not adiait of them,  Therofore, 
ho bare proof of an asreenent Pifteen yews old, vithout 


proof that it 15 a aubsisting agreement and that the acts 


of defendant interfere ith the onjeynent on’, benetit of 
the ristits derived thercfrom, is not sutricient ground for 
a orelivinery injunction. | 
THIRDS 

COMPLAINANT'S LACHES BAR THE RELIEF ASKED. 

The effect of laches of complainant won its claim 
to the oxerciso, by a court of Equity, of the oxtraordinary 
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relief of orolininary injunction, 25 ell settled by und- 
form desioicns, Tho foneral principle, as stated in 
CRENN VS FRENOH (4 B & A169), ip that 


"the Court ‘vill not lond its help by zcy of pre= 
lininary is:junetion in these oases where it 
appesrs thet the scomplsinant had acguicaced in 
the infrirgenent and umpeasonably delayed suit 
ageinst tho infvingers, When yatentees sleep | 
over their vichts without an oxcusse, they must 

not rely unon the oxtraordinary aid ef the court 

when they avake from their silimnbers,* 


Laches and acquiescence on tie part of tie complainant 
in a suit for in‘ringerent, whether of a patont, copyright 
or trode=merk, are sroundés for denying 2 prelininary in 
junotion, 


Keyes vs wining Company, 158 U. 8, 250; ; : : 
15 Sup. Cte 7725 Ides 45 Fed, 200; ; 


Yeyes ve Refining Cor~any, 31 Ped, 560; 
Mandy vs kendall, 23 Fed, 591;  ] 


United Hao C1 ColIpuny vs New Hone Sewing Nach. 
Comoany, al Fed, 528; 


Price vs steel Gormary, 46 rod, 107; 

Yeite vs Chair Cormany, 45 Fed. 258; 

Andrews vi spear, Ped. 0as, No. 380; 

Sperry vo Ribvarisy Id., HO. 15,238; . 

Spring vs Seving Nach, Company, I1d., NO. 15,258; 
North ve Korahaw, Id., WO. 10,312; 

Sioat va Pymton, Id., No. 12,948; 

Stevens vs Felt, Id,, 0, 13,397; 

Parker vo Sears, Idi, Ne 10,748; 

dones vs Verrili, Tday NO. 7,421; 

Whitney vs uachine Works, Ids, No. 17,596; ] 


A 
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deodyeer vo HOnoinger, Tée, NO. 65,5723 
Morris ve ML. OOMmpAuny, They NOo 0,0%85 
It has been held that * dolny of cighteon (18) months 
if no ¢ooe reason therefor is shovn. io prentd for refusing 
a preliiinary injunetion. 
Hockholcer vi Hager, Fed. Cas, No, 6556, 
A delay of seven months was held to bar an injunetion, 


Rescourt ve Estcourt Hop Essence Company, 
10 Che. ADD. 276. : 


In th&s regard the case presented by eormplainant is 
truly remarkable, Grarhophones and soundsrecords are sola 
throughout the Jev Engisnd States by hundreds of dealors, 
For certainiy more than ten (10) years past, the American 
Graphophone Comuny, asserting complete title and ownership, 
and the full and cole right to dispose of ite patented 
articles throughout the Nex England States, has procesded 
without dispute to exercise those rights; and, with the 
full knowle@ge andi acquivosconce of tho commilalinant, their 
@ealers nave estaciisned a trade in these articles which 

ney aro now cngaged in supplying, Vithin sis weeks‘of the 
expiration of the ~atonts, and timee cays of the expiration 


of a liconse o:rewcent fifteen (15) yeare old, complainant 


cones into Court “ith the audacious request thet this trade 
pe inatently demolished by on injumettonm pendente dite. 

It is not necessary to olabereate an arrpumont against a 
request so pelnarly vrovosterous, 


Of course even chen 2 clear right is established, the 


Court wilt grapt an injunction in advance of final hearing 
, 


z a " mS fe ° wh = t ea i fan. '? ‘ 
se ar Fe EPA Syd 1 Set tb a Oe te, 


~10= 


to in 4 » The effect of suth 

in|unetion in thip case would be to destroy the status 
which has existed undisturbed for ure then a decade, and ° 
to create a different status which could only last for a 
Period of three days, or at wet ix weeks, | 
FOURTIIs= 

(] 13 EOED Si WHICH AY Ti 

UNOTI 9 DiiVENT . 

The question of rclative injury in the granting or 
withholding of 4 preliiiiuary injwmotion is clvaye a proper 
subject for consfiforation by the Court upon an application 
of this sort. At this period in the lifetine of « pat- 
ent, conpisinant vould be justified in asking oa preliminary 
injunction only upon showing that it wes ongeged in sorrving 
on dusineas under ito license, thet irreparable injury to °o 
such business would be caused by the acta of defendant, 
and that 1t sovgnt rolief nroiytly won iearning of those 
acts. On. the contrary, 1t epposrs thet comlsinant is not 
in business at all and has not been for many years, and 
that the acts complained of cannot injury it to the elighest 
extont, and that it nas known of such acta for ten {10) 
years, 

On the other hand, the grant of the ‘ng unetien would . 
cause irreparable injury te the hundreds of merchants en= 
gaged in suwplying the demand fer praphophenes, and #ho A 
have beon so engaged for many years with the knowledge of 
comininant, and te the public whe look to these merchants 
for thoir cupplies, zhich complainant is not dn a position 
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TIM BLL DORS BOT NATH A CAS 


FB FOR INTER: 


B23 NISUTISIED. 

i ia, palt unter Letters Patent, the Jurisdiction of 
@omrt of Seuity gan be inveked only uwron the statement 
of n case which, if fully svpvorted by-proofa, ronld jist} 
ify injunctive relief to save cornpiaivent from irreparable 
injury, anc if, when the esse comes before the Court on the 
applicution for preliminery injunction, 1t appears that na 
fround for injumetive relief exists, the bill should be 
disaissad, 

There ia ne sllerstion in the bill that the acts of 
defendant cunse or threanten injury to the Nev Engiand Com 
pany, or abridge the rights it clcims, or that the latter 
has net a full, adequate and complete remedy at las, The 
fects bring the case olearly within the eprldcation of the 
established doctrine stated in the folioring ‘088083 
STRARETT VS STAVES ARMS COe, (96 F. 244), BROWN Je. 

There ras a delay of ten years in asserting the 
allered rights of complainant and the Com held; 

“There was a manifest good faith in the claim of 
tne defendant that it vas not infringing the 
complainants device, ané it would opercte as a 
erent injustice at this late day to intorfere 
with an established business conducted under and 
upon clains of risht for so many years, The 


laches in this case are such as tomterer-neg—- 
merely the claim for profits, but any claim te 
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520 an.: 68 PF, 489,)x x % XXX 
diemissed,® 


COVERT VS TRAVERS, (96 F. 669). 
Yelay for fourteen years is a bar to <= accounting. 


Mg. COKFANY vs WIL'TAIS (0.0.4, Gth CIRC, 68 PF, 489). 


*®It must appear that the lege’ remedy at lay is 
tnadogeate, and if the ense 13 over in mich 

the equitable relief by injunotion is inappro~ 
priate as where tho patent has expired, or ryese 
the circumstances aro such es to justify 2 Court) 
in rofusing equitable reliof, the suit 7421 not 
be entertained for the more pirpoesa of an account 
of past damages and -rofits.*. 


Groum@ for injunctive relief,ic csholly 1seking in the 


present case, not only because of tho short time the patont 


hes to run, but beeavse complainant Hoes not show that it 
is or ever nas been, ongagea in supplying the demand, or fin 
anv business whatever which is adversely affocted by de 
flentant's acts, 

MYROWITZ VS ECCLESTON, 28 F. 437, LOWELL J. : 

Unen a shoving of ten yams delay and acquiescence in 
the cllesed infringing scta held that "complcinants is dise 
entitled to relief in Equity by peason of its laches and do= 
isy.* 

8ee aleo Judge-Brewer's exhaustive opinion in 
McLaughlin ve Railvay Corpany, 21 red, 574, which gas fod 
lowed by the Supreme court in Keyes vs Eureka Mining COs, 
155 U. 3. 150+ Opinion by the Chief Justice, 

In tho MeLaughlin cage, Judge Rrevor diomissed the 
sill because of thirteen years delay by plaint:ffse in take 
ing action to enforce his alleged rights. ee to this do= 


ar Re ee TF OS MR ee Ped Metal 


fenso the Cou t saitie 


£Tno sofense of Aaches can be. only 


© o We refer the Court “to the onthoritier cited by Judge 
{~ ; 


> BZrever in this eo inton,. 


Qné cInc., 95 F. 628), 
= "A211 the adjudged cases in rerard to laches procecd | 


RICUARDSON VS OSPOURBE *& COs, CaGeAs 


upon the énequitable conduct of the corplainant and the 
inequity which vould result if the stale cleim was vormitted 
to be enforced, and the judgment edverese to the olaimant 
~ are founded upon the fact that the party to hom laches is 
imputed has s11 the tine tknowledge of his rights, anc an 
i ample opportunity to establish them in the manmez propor 
forum?; that , by peason oy his delay, tho adverse party 


w has foo@ reason © pelieve that the alleged riczhts are 


bed Ad wotthless or nave been abandoned; and that, becavse of the 
change in condition or relations during this period of da 
doy, it vould be an injusties to the latter to mabmit him 


to now assert then.” 


COXE Joy in RICHARDSON VS OSBOURNE & GOq, (82 F, 95 at 9.98), 


"So far os the defendant is concerned the complainant 
gave fo intimation that at iast he ves ready for the con 
fiict,. His iethargio slucber was a:parently unbroken by 
even 2 dream of prospective profits. In 2883 the notice 
nt was given, In 1€93 the suit was cormenced. The defendant 
; was, therefore, permitted to infrince without a word of pro- 
x test for at lesst ten rears," 


© linary 


1° xxXXAXKAKKKKA KARR 


le 42} af - "Tt is umnecosssary te pursue the subject further, suf 
fico it to say that the record presents one of the most 
_ force 7 flagrant cases of laches with shich the Court is familiar, 
~ 86th If this actinn can be maintained a patentee has alswly to 
pooket his patent, wait until the fiela is fli of ir- 
@ @ fringers and begin his evit tvo monthe before the ratent 
expires, When charged vith laches he has simply to essert 
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that until ho comienced hkw suit ho thought the chances of 

gu00085 Gubicus and thoroforo, did not call the infringers 

to nccount. It ig pisin that tho public rights cannot de= 

pond upon considerations so ghadery, unilateral and inequit- 

able, Uniers the Courthis prepared tc say that the de= 

fonse of laches vill no lonrer by enforced in 2 patent’ suit - 

At mbhst find for the defendant on this issue, The law of 2 
lastes is so well wnderstood that it is unecessary to re= 

piate ht. Tt is thourht thet no ense gan be found excusing 

ouch delsy an this resord Alseloses, 


NeLocn vs Fleming, 98 U. GS. S46; 

colliner vs Cadvell, M5 Us S. 368,17 Sup, Ct.873 
Menendoz va Nolt, ise U. Se 514, 9 Sup.ct. 148; 
Hardt vs Hoidweyor, 152 U, 3. 647, li Sup, Ct.671, 
Harmend vs Hopkins, 14% U. S. 224, 12 Sup,.Ct.416; 


Lane X¥& Rodiey Co., va Looke, 150 U, S. 193, ; | 
14 Sup. Ct. 78; 


Piatt va Vattior, % Pet. 4053 


lienufacturing Co., va Wilidams, 16 C.C.A. 550, 
68 Pod, 439; 


Oven va Tadd, 76 Fed, 292; ‘i 


Wyet: vs Stone, 1 Stery, 273, Fec, Cas. 
Ho, 13,107; 


Foadick va Mashine Shop 68 Fea. 6175 
Keller va Stolzenback, 2€ Fad, 82; 


Prince's Hettalic Paint Co., va Prince Manuf'z, 
Cosy 6 Me0eAs 647, 57 Pod, O38; 

Grape ¥ 
ev York Sugar €O,., vs Buffalo Grane Sugar Co., 
D4 Ted. 604; 


YeLavchlin vs Kedivay ¢o., 21 Fed, 5745 


Tt follows that thet 5411 rust he dismissoa,* . 


POTTS VS ALEXANDER, 119 Pod. Re ML 225, HAZEL Tg, at ¥. 836; 


XAXXXKX 


AX MEKRRRR SZ KEE . 


"Tho defense of laches may de interposed by plea, 
onsvor, or domurrer and may also be raised on 
the heaping om prelinyg thereto, Manufac firing 

TRE "Tend, . Ue Ae DOU, GB Fed, 4943 e 
Lansdale vs Srith, 106 U. 5S. S81, 27 be BG. 219; 
1 Bates, Fed. Ra. Proc. 356, 
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e “ It is uniforily eld that a Court of Yquity nes 
the pevyer to vefuso relie? imon Anjunt+oe woulda 


abiarentiy be done, ang were 1b sn -pourw by the 
D122 under consideretion that undud and une 
© = Sd] Pluinod delay exduted in the envoroemont of on 
ms acuitable remedy, Tho mile, an atatod én 
f Badzor vo Badzor, 2 all, 95, 17 Le lui, C36, 1a 
as folisowsija 


Yo Ono who appeals to the conseience of tio 
Chanselior in sigvort of 2 clain -heru there hac 
beon laches in prosecuting ity or oe acquica~ 
enco Ain the asaspticn of richts, hould ect 
forth in his bill speso ifieally bint. were the in 
Ogdwent t6 an esrlior rresesution of hin elt, 
how no gate to be bo Ac ng ienorant of nia dignts, 
2uu. tho Means uaned } Se pesponaont to frand= 
vlently keap him in ‘teroke nee, snd how and when 
ne first vame to a knovied:e of tre vatters ale 
le ged in his bill; othervise the Chancellor inay 
juetliy refuse to consider his case en his own 
shoving, vitnout inquiring whother there is 2 
of , eoerrer or formcl nlea of she statute oO? lite 
itations contained in the ansver,* 


In the case of National Phonograph Cormany vs 


b e ° Sonhegal, 117 F. R. 624, there was no anpeacinee or pleade 


’ ing of any sort andthe defendants agrced te bo enjoined, 
The cave came bofore MoPherson, District Judge, on appli- 


cation for 2 deores granting 9» perpetual injunction, in 
acoordance with a stipulation of the parties, Howard ¥,. 
Heyes, Fed., appeared there, us hore, for ‘the somplainante 
"RocorG states "Robert"; shovic read syowand™ )e Judaze 
“ePherson, sua poonte, examined the sase, and finding no 

< Pt ground for eyuitible intervention, wimaisce) the bili, 
SIXTH 5 

> PILL WILL Pr RIsVIsseD Mitt 


ror ANY 


PLEADING, VISIR THE SAIS CF AUTORTTY 70 


BRTERTAIN IT BECO aS APPAR NT, 
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fhic proposition in dupportes by many of ‘tho opsed : ‘ 
already aited, ond at may be safely said thet the author , om 
itioa aro all on one side, In additton we refer the court e 
to the followings= 
TAYLOR V3 SAWYER SPINDLE COs, AR Deeds 222; 
8ea note where the Rditor says; 
*fho objection that the complainant has been 


rusilty of leches may cise be teen in an ne 
‘ che nseri 


Citine numerous anthoritios, 
RAKER VS PINMLE, 2 Pe C. 439. 

“An objection to the jurisdiction, or for the vant of 
parties, or of eauity in tho y4ill, or of there being a = 
remedy 7“t lov, need not be meade by demrrer, plea or in the 
tre searing, or On appeal. * 
NIXON J. B.4885 ISP, 


it sey be made at 


onsve; 


SPRING VS NOIMSTIG SAVING NACHINE CO. 


"In the federai Sourts, especiagly where there is mp 
yresumtion in favor Of jurisdiction, pvt vere 1t rests 
solely won the facta which cyre sr in the reoord of the 


suits, (Bxparte Smith, 24 U. 5. 456), Zt nas long been the 


ce of th 


es, st amr sto 


attice of tha 


gun sponte, to decline jurisdinticn and daiacius the case. 


whon the vant cf authori becomes arvarente 


uoit for to question to be raised ba demumrer or ansver or 
plea, to he suggosted by the sounsel.aAndthey vursue this of 


ecounse for obvious reasons, It is not mercly a matter 
of the form of »rocedive, To ontertain a suit in equity, 


Raymond ¥& Wile 
Research Kibrary 


Aon 


ES 


when the party has a plain and complete remedy at law, is 
to deprive the defendant of nis oonstitutional rignt of 
trial by jury. The late Justice Raléwin, of this circuit 
d1ecusses the subject with much ability and researsh, in 
the case of Baker vs Biddle, 1 Bald, 304. Sve aleo the 
more recont osses of Hipp va Babin, 19 How, 278, bowie 
vs Cooks, 88 Yall, 466; Dumont ve Pry, 12 Fed. R. 21,8 
In Foster Ped, Pr, (3rd @4, 1801) sect, 209, p, 682, 
3% is said thet: 
“Advantage may, however, be taken of the laches 
of the plaintiff by a defendant who has not ‘ 
- pleaded 1t.% citing Baker vs Biddle, supra. } 
Also that: 


*The objection that the allegations in the bill 
show no ground for the interference of a Gout 


of Equity may be teken a citeag 
Baker vs Biddle and Qu vs to 1 Ped,&10,) 
Where a bill shows opparent laches, if should set 
forth the impedimants to an earlier suit, the cause of the 
complainant? 8 previovs ignorance, if any, of his rights, 
end wnon ne first Knew of them, 
1 Poster Fed, Pr. (Srd ed, 1901) sect. 78, Ds 220; 
Badger va Badger, 2 Wall. 87; 
Rioharde ve Hackall, 124 U. & 183; 
Gordy ve Nerble, 122 U. 8. 432; 
Woliensek vs Riche, 115, U. 8. 96. 
In construing this, as well es ali other parts of 
Pleadings, evory doubt is against tne pleader, 


Phelps ve MoDonald, 89 U.S. 298, S05. 


Complainant's rewiying papers consist of un affidave 


at by ono Bvans. 

It recites that efter the decision of gudge Carpenter, 
to wit, in June, 18%, the New England corpany sent a cory 
thercof, with 8 threatening notice to every dealer in 
pravhophones and phonograephs in Tew Rngland. It, therm 
fore, knew of such denlors and their business, in which at 
further acquiesced for 2 period of nearly seven years, 

There ie no denial of the allerationg in our papers 
regarcing laches and absence of jury. 

Owing to the shortness of tine at our disposal the - 
forgoing authofities have been very hastily coliected, and @ 
are by no. means all the cases that could be ‘sited to aus 
tain ovr position, They clearly establish, norever, that 
the leeches of compinizant are fatal to any relief in equity, 
that tha case presented is one of which a -Coirt of Equity 
cannot BR teke cognizance, and that the bili should be gis 
missed fortivith. 


“aren 18, 1908, 


Respectfully submittos, 
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Defendant's Exhibit No.18. 
' §.M.H.,Exr., April 5,1904. 


In the Circuit Court of the United states 
for the Southern District of New York, 
John E Helm, 
Complainant, 
-vs- In Equity. 
American Graphophons Company, Col- No. 3413. 
umbia Phonograph Company , General, 


and New York Phonograph Company, 


are we SS Swe 


Defendants, 


Joint and several answer of American Graphophone 


Company and Columbia Phonograph Comoany, general. 

These defendants and each of them now and at all 
times herea*ter, saving and reserving unto themealves .any 
and all benefits which can or may be had or taken to the 
many errors, uncertainties and imperfections in the said 
complainant's bill of complaint, for answer thereto, or to 
so mich &hd such parts thereof as they are advised it is 
material er necessary to make answer unto jointly and 
severally answering sees Defendants admit that they aro 
Repaiat ions duly orennized and eaintins under the laws of 
the State of West Virginia, the former having an office and 
duly organized place of business at Bridgeport, District of 
Connecticut, and the latter an office and duly organized. 


place of business at New York City, in the Southern Dis= 


trict of New York, but defendants deny that (hey) or eithor 


of them have any knowledge or information sufficient to 
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form a belief as to whether the defendant New York Phonograph 

Company 18 a corporation duly organixed under the laws of 

the State of New York, and having its principal office at P 
Tarrytown, in the State of New York » and deny that the 


complainant, John FE. Helm, brings this suit on behalf of ® 


“a 


himself and all other stockholders of sai? New York Pho= 
nosraph Company yor that the stockholders of said New York 
phonograph Company have caused themselves to be made party 
hereto and share in the expense hereof, but allege upon in- 
formation and belief that the said bill of complaint is 
filed at the sole ex,ense of, and for the sole benefit of 
Thomas A. Edison, Edison Phonograph Company, Edison Phono~ 
granh Works, National Phonogravh Company and Hovard W. 
Hayes acting ina conspiracy together with the said John 
E. Helm, for i: ae of injuring the said American e 
Graphophone Company, and Columbia Phonograph Company , Qo:sral 
in their lealings in graphophones and supplies therefor, 
and the dealers of said defendants in their dealings in 
graphophoues and supplies therefor, ee the State of 
New York and elsewhere, 

1-10. 

Defendants admit the Allegations contained in 
paragraphs 1 - 10, inclusive, of the bill of complaint. 

-1l- . 

Defendants admit that the defendant American 
“Graphophone Company is the exclusive owner of the entire 
equitable as well as the legal title to said letters patent os 
Nos. 341 214 and 341 288, and is entitled to all the ontire 


use and benefits thereof, ind except as herein admitted, 
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defendants deny the allegations contained in paragriph 11 
of the said bill of complaint. : ; pri 
- -12- 
Defendants admit the allegations contained in 
® paragraph 12 of the bill of complaint. 
«1 3= 
Defendants admit that on or about the 6th day 
of February, 1889, The North American Phonograph Company 
was a corporation organized and existing under the laws 
of the S'ate of New Jersey, but defenlants deny that thoy 
or aither of them hive any knovledge or information sufficient 
to form a belief as to whether on or about the date afore= 


sai@ the said North American Phonograph Company executed ay 


ee. 
ye AEE 


instrument in writing under its corporate seal as allegod 
- in Paragraph 13 of the bill of complaint, or whether ie 
acted under authority of and agreement with Jesse H. Lip= 
pincott as the sole licensee of defendant American Graph= 
ovhone Company at the time said instrument is alleged to 
have been executed, or whether at that time or at any other 
time the said John P. Haines was acting for the New York 
Phonogravh Company, and deny that by virtue of the premises 
John P. Haines or The New York Phono'yravh Company, became 
possessed of the axclusive license we any license under 
United States Tetters Patent Nos. 341 214 and 384 288 and dc 
deny .that defendant American Graphophone Company, ever: 
couseuted to or ieee Se any alleged exclusive licenso 
id of or to said John P. Haines or said The Nev York Phono- 
graph Company, and deny that the said John P. Haines or 


the said The New York Phonograph Company is now possessed 
“a 


| 
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of the exclusive license or any lieeuse under BAL pilots, 
but aver that the truth in this regard dy that a porsonal ; ’ 
license was granted by defendant Amer loan Qraphophoue 7 
Company to Jesse H. Tippincott for the term of his natural ig *” 
life unly to use and vend the inventions and iImprovemonts 
covered by U. S. Letters patent Nos. 341 214 and 241 288; 
that said Jesse Hl Lippincott thereafter became insolvent 
and dled sometime during 1892-3 and that whatever right 
or license was granted by defendant American Graphophoue 
Company to said Jesse H. TAppineott ceased, determined 
and became inoperative = void and of no further effect 
du law or in equity upon his insolvency and death, and that 
whatever right, 1f any, might have been granted to the 
said John P. Haines by {ne said Jesse H. Lippincott, or * 
by said North American Phonograph Cc:upany in so far as 
the same related or purported to relate to said two patonts, 
ceased, determined and pecane inoperative and void and of 
no further effect in law or in equity upon the insolveucy 
and death of the said Tivpincots. 
-14- 

Defenlants deny that they or either- of them havo 
any knowledge or inforrmtion sutcicient to form a belief 
as to the giieestienn in the 14th parxgraph of the Bill of 
complaint. 

| #15- 
Defendants admit | that on or about the 12th 2 


day of October, 1888, the North American Phonograph Company 
2 - 
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was a corporation orguized unler the laws of the state of 
New Jersey, but deny that they or either of them have any 
knowledge or information sufficient to form a velief as to 
wheather on or about sail date it executed an instrument 

in wtiting unler its corporate seal as alleged in paragra ph 
15 of the bill of complaint, or whether it acted undor 
authority of and agreement with Jesse H. Tippincott as the 
sola licensee of defendant American Graphophone Company at 
the time said instrument is alleged to have been executed 
and deny that by virt ue of the premises the Yetropolitan 
Phonograph Company becime possessed of the sxclusive licanse 
or any license under J. S. Letters Patent 341 214 and 

341 288 and deny that the defendant American Graphophoue 
Company ever consented to or approved of any alleged exclu 
sive license of or to said Metropolttan Phonograph Company, 
and deny that sail Metropolitan Phonograph Company is nov 
possessed of the exclusive license or any license under 

sail patents, but ‘eas truth in this regard is that a 
personal license was granted by defendant American Graph= 
ophone Company to Jesse H. Lippincott for the term of tite 
natural life only to use and vend the inventions anl im= 
provements covered by U. S. Tetters patent Nos. 341 214 

and 341 288; that said Jesse H. Tinnincott thereafter 

became insolvent and died sometime during 1992-3 and that 
whataver right or license was granted by defendant Ameri- 
can Graphophone Company to said Jesse H. Lippincott deased, 
‘determined and became inoperative and void and of no furthor 
effect in law or in equity upon his insolvency and death, 


and that whatever right, if any, might have been granted | 
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co the said Metropolitan Phonograph Company by the said 
Jesse NH. Idppincott, or by said North American Phonograph 
Company in so far as the same related or purported to re= 
late to said two patents, ceased, datermined and became 
inoperative and eid una of no further effect in law or in 
equity upon the insolvency and death of the said “ippin- 
cott. : 
-16- . 

Defendants deny that they or either of them hiv 
any imowledge or information sufficient to form a belief 
as to whether the suid Metropolitan Phonosraph Company 
and the said The Nev York Phonograph Company, were, in or 
about the month of September, 1899, consolidated, under 
the laws of the State of Mew York into 1 single corporation 
under the nare of Nev York Phonograph Company, or whether 
such consolidation was effected with the consent of the 
North American Phonograph Company, or whether ty virtue of 
said consolidation all the rights and privileges of the said 
Metropolitan Phonograph Company and the said The New Yor} 
Phonograph Comvany and all other property of each of tho said 
two corporations, devolved upon, became invested in and 
were acquired by sald New York Phonograph Comp:ny, 
and defendants expressly deny that the said New York Phonograp 
graph Company is now possessed of the exclusive license 
or any license unler snld patents Nos. 341 214 anil 341 288. 

=“1l7- 
Defendants deny the allegations contained in ghr- 


agraph 17 of the bill of complaint. as 
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Defendants admit “the allegations contained in 


parasravh 18 of tha b111 of complaint. 
= 19= 

Defendants admit that defendant American Graphoph= 
one Company has manufactured graphophones, graphophone 
records aul gravhophone supplies andl that it has sold the 
same in large quantities and continuously at Bridgeport, in 
the District of Connecticut to its sales agent defendant, 
Columbia Phonosraph Company, General, but only to its said 
sales agent, for the last elsht (8) years and upwards, and 
that defendant Columbia Phonograph Company, General, has 
sold graphonhones, graphophone records and graphophone 
supplies in large quantities andl continuously in the City 
of New York, in the Southern District of New York and 
elsevnere throughout the State of New York, for the last 
eight (8) years and upwards, and that on the day 
of September, 1595, the said defendant, Columbia Phonograph 
Company, General, opened an office in the City of New York, 
which it has continuously maintained and has largely ad-= 
vertisead to the public and 2111 places interested in talking 
machines ever since, and where defendant Columbia Phonosraph 
Company, General, maintains it at the present time, and 
that such graphophones, graphophone records and graphophone 
supplies have teen sold by said Columbia Phonograph Company, , 
General, both at its said Nev York office and elsewhere in the 
State of New York to dealers in said articles for said 


period of eight (8) years and upwards without the slishtost 
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attempt at interference by the said New York Phouograph 
Company or any of its said predecessors and that at the 


present time and for some time past, there are and have 


been several hundred dealers in the City and County of New 


York and elsewhsre in the State of New York handling these 
articles; that the said Graphonhones and supplies there= 
for handled by flealers in said City, County and State of 
New York are purchased by them from sid Columbia Phono= 
graph Company , General, and are manufactured by the ovner 
of the patents sued on and are licensed thereunder, and that 
said defendant Columbia Phonograph Company, General, and» 
the said dealers have dealt in and sold. the aforesaid 
graphovhones and supplies therefor with the permission of 
said defendant American Graphophone Company, and siid 
defendant American Graphophone Qompany and said defendant 
Columbia Phonograph Company, deueral, allege upon informa- 
tion and belief that Nev York Prosowanh Company is not now 
-and for many years past, has not been engaged in the bucs= 
dase of selling or teuitiag graphophones, graphophone 


records and grayhophone supplies, and that it his no placo 


‘of business in the Citr, County or State of New York,: 

and that it has not carried on the business of leasing. 

and selling graphophones, graphophons records and srapho- 

_ phones supplies, for more pian elsht (8) years past, and 
these defendants do not know that said New York Pighorent 
Comyiny ever has done any busizbes whatsoeyer, and except as 
herein admitted, defendants deny the allegations contained 
in paragraph 19 of the ‘bill of complaint. i @ 


206 


-20- 
Defendants admit that the machine or apparatus so 
manuufagtured and sold by American Graphophone Company, as 


descrited in paragraph 19 of this answer, embodies or opor= 


ates in accordance with the inventions or improvements com= 
ered by UJ. S. Letters patent Nos. 341 214 and 341 288, a 
of some of the claims mentioned in paraaiint 20 of the bill 
of complaint, but defendants deny that they or either at 
them have any knowledge or information sufficient: 9 forma 
belief as to all of said claims as therein alleged. 
- 21- 
a ane —oe deny that this suit is not a collusivd 
one and confer on this court jurisdiction of a cause of 
a which it vould not otherwise have ee as alleged in 


the last clause of paragrayvh 21 of the bill of complaint, 


and deny that they or either of them have any knovledge 


or information sufficient fo form a belief as to any of 
the other allegations in the sai@ @¥st paragraph contained. 

And without waiving any of the matters and | 
things hereinbefore averred and set up, but repeating and 
insisting upon the same, defendants for a further arenes, | 
jointly and several’y answering _—e 

=22- 

Defendants have been advised and believe , and 

therefor aver, that whatever license, ifany, might have 


been granted to said Lippincott by said American ao | 
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Gra: hophone Company was personal to said Lippincott; 

and in like manner it avers that said Lippincott pecame 
insolvent and died some time during 1892-3, whereupon any 
alleged license granted to him, ceased and determined and 
became inoperative and void and of no further effect in law 
or in eq ity as was decided by Judge Acheson ina suit 
entitled American Graphophone Company vs. Fdison Phonograph 
Works, reported in 68 Fed, Rep. page 451. 

23. Defendants have been advised and pelieve, and 
therefore aver, that whatever right, if any, might have been 
granted to the Metropolitan Vannnerenli Company, The New York 
Phonograph Company, or New York Phonograph Company hy Jesse 
H, Lippincott, or by said North American Phonograph Company, 
in so far as the samerelated or purported to relate to the 
two patents here in suit, ceased and determined and became 
inoperative and void and of no further effect in law or in 
equity upon the insolvency and death of said Lippincott. 

24, Defendants have been advised and believe, and 
therefore aver, that on Tully 1, 1893, said New York Phono- 
graph Company did (by an Sash mene in writing, duly executed 
and delivered) agree to wine cehbentctnl oo abandon its 
alleged rights and any rights whatever under its alleged 
contracts with said North American Phonograph Company, until 
July 1, 1895; and as a matter of fact said New York Phono- 
graph Company did actually waive, release, relinquish and 
abandon all its alleged rights, in the premises, not only up 
to July 1, 1895, but continuously thereafter and down to the 
present time, and at no time has ever resumed or attempted 


or pretended to resume any alleged right (exclusive or other- 
“A 
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wise) in the premises; and even now the said New York Phono- 
graph Company has no place of business and it has no business 
whatever within the State of New York, and is not ina posi- 
tion to supply the demand for talking machines and supplies 
or to carry out the provisions of said alleged contracts 

set out in Schedule B and A, 

25, Defendants are advised and believe, and therefore 
aver, that for at least eight (8) years past, graphophones 
and graphophone records and graphophone supplies have been 
sold and used throughout the State of New York by the 
Columbia Phonograph Company, General, and numerous other 
dealers on behalf of the said American Graphophone Company; 
and that such sale has been open, extensive, continuous and 
notorious and that’ it has been without any protest or objec- 
tion or the slightest attempt at interference on the part of | 
the said New York Phonograph Company or its predecessors; 
and that at the present time and for many ie tile are and 
have been throughout the State of New York several hundred 
dealers engaged in the selling and using said graphophones | 
and graphophone records and graphophone supplies, without 
the slightest objection or protest on the part of the said | 
New York Phonograph Company or its predecessors. 

26. Defendants are advised and believe, and therefore 
aver, that said New York Phonograph Company and its officers 
and its said — and their officers knew full 
well of the facts alleged in this and the preceding paragraph. 
And defendants further aver, that the use and sale and hand- 
ling of said graphophones and graphophone records and graph- 


ephone supplies throughout the State of New York for the past 


eight (8) years was so extensive, continuous, open, well 
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advertised and notorious that the said New York Phonograph 
Company and its officers and its said predecessors and their 
officers had been fully advised in regard thereto for about b 5 
eight (8) years prior to the filing of the bill of complaint 
herein, but that they recognized the right of said American 
Graphophone Company (through the said Columbia Phonograph 
Company, General, and its dealers) to sell and use and deal 
in graphophones, graphophone records and graphophone supplies 
throughout the State of New York, and said New York Phono- 
graph Company and its officers and its said predecessors 
and their officers made no protest or objection thereto, 
put fully acquiesced therein, 

All of which matters and ee are ready 
and able to prove as this Honorable Court shall direct, 
and they humbly pray to be hence dismissed with their - 
reasonable costs and charges in this behalf most wrongfully 
susta ined. 
Dated July 6th, 1903. 

AMPRICAN GRAPHOPHONE COMPANY, 


(SEAT ) . 
By MERVIN BE. LYLE, 
Vice President. 
Attest: 
E. 0. Rockwood, 
Sec'y. 


. COLUMBIA PHONOGRAPH COMPANY, GEN'L. : 
(SEAL ) 
Ry PAUL H, CROMELIN, 
Vice President. 


Attest: 
E. 0, Rockwood, 
Sec'y. 


ELISHA K, CAMP, 
Solicitor and of Counsel for Defermants, 
Office and Post Office Address, 
No, 277 Broadway, 
New York City. 


as 


{ 
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STATE OF NEW YORK, 


¢ County of New York, BB: 


MERVIN EB, LYLE, being duly swern, says that he is the 
Vice President and an officer of the American Graphophone 
Company orie of the corporations defendant in th@.above en- | 

the foregoing answer ‘ 

titled action, That he has read and knows the contents 
thereof and the same is true to the knowledge of this depo- 
nent, except as to the matters therein stated to be alleged 
upon information and belief and that as to those matters he 
believes it to be true. That the reason why this verification 
is not made by the defendant is because the defendant is a 

- é corporation; and the grounds of deponent's belief as to all 
matters in said answer, not stated upon his knowledge, are 
investigations which deponent has caused to be made concern- 
ing the subject matter of this action, and informatien 
acquired by deponent ‘in the course of his duties as an offi- 
cer of the corporation defendant in this action. | 

MERVIN FE, LYLE, 


Sworn to before me this 


ae ee te 


4 6th day of July, 1903, 
JOHN P, KISSLING, 
‘ (SEAL) Notary Public, Kings Co., 


a2 Cert. filed in N. Y. Co. 
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5m) STATE OF NEW YORK, 


County of New York, ss: 
FAUL H, CROMELIN, being duly sworn, says that he is 


the Vice President and an officer of the Columbia Phonograph ' 
Company, General, one of the corporations defendant in ~ 

the above entitled action, That he has read the foregoing : 

anmwer and knows the contents thereof and the same is true P 
to the knowledge of this deponent, except as to the matters f 
therein stated to be alleged upon information and belief _ @ : 
and that as to those matters he believes it to be true. 

That the reason why this verification is not made by the 

defendant is because the defendant is a corporation; and the 

“rounds of deponent's belief as to all matters in said answer, \ 
not stated upon his knowledge, are investigations which 
deponent has|caused to be made concerning the subject matter of F 


this action, and information acquired by deponent in the ; 


I 4 . 
ed ' 
B34 s 3 a 

% ‘ 
‘ 


7 


+) 


, ee ee ooume of his duties as an officer of the corporation defen- 


dant in this action, . PAUL H CROME LIN ; A 
. x 4 . » 


Sworn to before me this : 


6th day of July, 1903. : 
JCHN P, KISSING, | 


Notary Public, Kings Co., 


(SEAL), 7 Cert. filed in N. Y, Co. 
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(Endorsed) United States Circuit Court, S. PD. N. Y.-- 
John E, Helm, against American Graphophone Company 
Columbia Phonograph Company, General, and New York 
Phonograph Company.-- ANSWER.-- Elisha K. Camp, 
Solr. and of Counsel for Amer. Graph. Co. and Col. | 
Pno. Co. Gen'l, 277 Broadway, New York.-- 

U. S. Cireuit Court, Southern District of New York, 


File@ Jul. 6, 1908, John A, Shields, Clerk. : 
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Defendant's Exhibit No.19 
Answer ef N.Y.Phonoreph Co. in Helin Suit. 


S.hi.H. ,Exr., April 12,1904. 
| Cirenit Court of the Mndtal suites. 
?) 2 | a For the Southern District of ‘lew Yortce 
eS Bites ees ae * 
e x John K. Helm, } 
Complainant, ) 
against In Equity. Mo. 
American Graphénnone Comp wir, } 
ar Columbia Phonograph Connpany, Gean- 


eral «und New York Phonograph Com- 
of pany, 


> Defendants, ) 


o The answer ofthe above named defendant, New York 
ao) Phonograph Company, to the bill of complaint of comp lain= 
ant, John E. Helm, ; 
To the Honorable the Judges of the Citguit 


Court of the United States for the Southern District of 


© 


New York, 
This defenlant, New York Phonosraph Company, 


herein, now and at all times hereafter saving and reserv- 


q) 


ing «:to itself all benefit and advantage of excention -vhich 
can or may be had to the many errors suncertainties and in- 
suffictencias in said complainant's bill of complaint, for 
¥ ansyver thereunto or unto s9 much and to such parts tharast 
as this deferdant is advised is or are material or necos-= 
sary for this defendant to make answer unto, pain 
First:- This defendant denies that it Has any: 


“knowledge or information as to whether the complainant 


as 
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herein is a resident, citizen or inhabitant of the State or 
District of New evans 

Second:- This defendant admits that at the tino 
of the commencement of this suit and prior thereto com- 


plainant was 4 stockholder of New York Phonograph Company, 


‘admits that John P. Haines vas at the times mentioned in the 


bill of complaint President of New York Phonograph Com= 
pany; denies that said John P. Haines had during that timo 
entire charge of its affairs; denies that on the lst day 
of April, 1993, or at any other time, complainant caused 
the demands in writing set forth in the bill of complaint 
or any other demands to be maf on the said John P. Wainas, 
and alleges upon information and belief that one Josep? 


F. McCoy, on the Ist day of April, 1993, presented to said 


John P. Haines certain papers which the said John P. Haines 


did not take from the said McCoy, and that the said John P. 
Haines thereupon referred the said McCoy to Louis Hicks, 
Esquire, of 35 Pine Street, New York City, and stated to 
said McCoy that said louis Wicks was counsel for New York 
Phonograph Company, and that any papers for the company 
should be delivered to him; that the said McCoy well knov 
said Hicks, and well knev that he was counsel and had boon 
counsel for New York Phonograph Company, upon information 
and belief that the said McCoy acquiesced at said time 

in the statement of said John P. Haines that said papers 
shouldbe delivered to said Louis HWieks, counsel for lev 
York Phonograph Company, and that thereupon said McCoy 


left the said John P. Haines, and took away with him tho 
a6 


| 
| 
| 
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said papers which ha hid offered to the said John P .Hainos 
-and did not leave them with the said John P. Haines and tha 
said John P. Haines did not read tha said papers or knovy the 
contents thereof; this defendant denies that said John P/ 
Haines on behalf of New York Phonograph Company refused to 


bring the suit mentioned and deseribed in the Bill of dom=- 


| plaint, or any ati wistiant American Graphophone Company, 
; and the Columbia Phonograph Company General, or either of 
; them, and this defendant denies upon information and be- 
lief that said John P. Haines said that if complainant 
wanted any such suit brought, complainant must do it him= 
self, this defendant admits that on the 31st day of March 
| 1905, notices in writing similar to the two notices dated - 
March 30, 1995, set forth in bkragraph XI of the bill of 
‘complaint were served on William Fahnestock, the Treas- 
‘urer, and upon James T.. Andem, the Secretary of New York 
[Phonogragh Company, this defendant denies that either said 


|William Fahnestock or said James %. Andem refused to 
| 
| 


cause any such suit as is described in the bil) of com= 
iplaint to be brought and denies that the said William Fa- 


“hnestock and the said James %. \ndem or either of then 


‘ever refused to bring any suit on behalf of New York 
| 
|Phonograph Company against the American Graphonhone Com= 
i 


pany and the Columbia Phonogranvh Company General, or either 


lof them; this defendant denies that said John P. Haines, 


jWilliam Fahnestock and Jamés 7. Andem were at the times 
| 


iment Loned in the bill of complaint the managing trustees 


lof New York Phonograph Company, and alleges that New York 
27 
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Pa 


% 


“508 


Raymond Ra 
Research Bit 


Phonograph Yompany was at said times and nas always been 
mamagel by a majority of its Roavd of Drusbeoss which con= 
sists and had always consisted of seven members. ry 
Thirare This defenlant, further answering, 
alleges upon information anl belief that.on the 31st day of 
March, 1993, the said William Fahnestock, Treasurer of Nor 
York Phonograph Compam, immediately upon the receipt by him 
of the said ‘ectieee submitted them to Touls Hicks, Esquiro, 
sien for New York Phonograph Company, for the purpose of 
securing on behalf of the company legal advice in regard 
thereto, and that said counsel immediately investigated 
the subject-matter of the said notices and on the 3rd day of 
April, 1993, co&sulted with the said William Fahnestock 
and the said James I. Andem, Treasurer aml Secretary of 
Ney York Phonograph Company, and that thereupon on said 
3rd day of April, 1993, said William FPahnestock and James 
%. Andem, a unler advice of said counsel, wrote and 
signed the folloving letter and enclosed said letter in a 
sgaled envelone with the postage thereon prepaid, directod 
to complainant in accrrdance with the address h -ereinaftor 
set forth at the commencament of said letter : upon infor= 
pecans and belief that the said letter was mailed as aforo- 
said on April 5, 1995, and was received by complainant in 
dué@ course of mail ; that said letter read as follows:= 
Copy. April 3, 1993. John R. Helm, Esq., c/o Howard ™. 
Hayes, Esq., Prudential Building, Nevark, N. J., Dear Sir:- 
We beg to acknowledge receint of your several remests antoe 
March 30th, 1903, that New York Phonogranh Company bring 


suit against the American Bhaphephons Company,:.tHe Col- 
23 


Research Libra 


Raymond R. rn) 


©) 


©) 
Psy 


© 


"19195 


umbia Phonosranh Company, General, RH. & C. H. Ingersoll, 
Q. Tanda, A. A. & M.A, Anzelwitzy and Messrs Bloomingdalo 
Bros., for infringement of letters pxtant of the Inited 
States, covering the inventions of Messre Rell and Taiuter, 
as set ont in the contract dated October 12th, 1888. New 
York Phonosraph Company is very desirous of enforcing azainst 
all nersons its sole and exclusive riszht bs the use and 
sale of phonographs, grapvhophones and appliances within 
the state of New York. The company would be pleased to 
recaive from you any suggestion which you have to make in 
regard tp these su ggested suits, and a statement of what 
assiatance by way of money you cau furnish to aid ar eee 
ing of such suits, should it be deemed advisable to bring 
them after receiving your suggestions, 

We should he glad to have you consult with ‘ir. 
Nouis Hicks,.25 Pine St. New York, counsel for the Company, 
in “egard to the bringing of the suits. The matter will bo 
subnitted to the board of directors at its next meetins. 
Yours truly, (“signed) William Fahnestock, Treasurer. 
(Siecned) Jamesl.. Andem, Secretary. 

pourtne- This defenlant further answering ,al- 
leges that complainant after the service of said notices on 
March 31, 1993, on said Wklliam Fahnestock and James L. An- 
dem, did not wait to ascertain whether or nit New York 
Phonogravh Company, would bring tha sults by him requested 
to be brought, or any one or more of said suits, but image 
diately and on the day of Anril, 1903, verified the 
bill of complaint herein and eqused the same to ba filad in 


the office of the Clerk ot this court on the day of 
* 
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April, 1993, awl on the 6th day of April, 1993, subsequon* 
to the writings and mailing of sild letter be “1liam Pihe 
nostock and Junea T. Andem caused a subpoena ad res- 1 
pondendum for New York Phonograph Company to be served on 
its “reasurer, Willium Fahnestock. 

Fifth:- This defendant further answering allo es 
that complainant in the making of the demands aforesaid, 
andl in thea bringing of this suit was not and is not actins 
in the interest of the stockholders 6 New York Phonograph 
Company; that complainant is associated with Howard W. 
Hayes, naive, eaneran counsel for Thomas A. Bdison, and 
the thres compagies controlled by Mr. Edison, to wit; 
Kdison Phonograph Company, Edison Phonograph Yorks, and 
National Phonograoh Company, that at the time of the mike 
ing of said demands and of the commencement of this suit, “ee 
New York Phonogravh Company ,was, and is still, engaged 
in the anpiwe prosecution of itis rights under bho contracts 
of February 6, 1889, and October 12, 1888, annexed as 
exhibits to the bill of complaint in the courts of the 
United Stutes and of the State of New York against Thomis 
\. Edison and his said three companies and against job- 
bers and dealers in the State of “lew York co-operating with 
“% - Fdison, and his said three comanies, in knowing in 
fkingement and violation of the rights of New York 
Phonosgranh Company, under its said two contracts. This ‘ 
defentint further auswering alleges th at complainant Aad, 
prior 40 the making of said demands aud the commencemant ® 
of this suit, actively eo-nperated with others anl as- 


sisted in efforts to sncure control of New York Phonograph 
@ 
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Company, in the interast of Mr. Rdison nnd his saia three 
companies for the purpose of torminuting the said litica- 
tion pending between then al Yew York Phonograph Company, 
and, for that purpose, complainant iscane a stockholder of 
New York Phonograph Company, voted at the selection of trustecs 
of ew York Phonograph Company, held at Tarrytown, in 
Pebrnary, 1903, against the present board of Trustees of 
New York Phonograph Company, then elected and in favor of 
seven persons as trustees who were acting ani kann to be 
acting in the interest of Mr. Fdison and his sai’ three 
companies, and against the interest of Mew York Phonogriph 
dompany, and its stockholders; that, for the same purpose Zs 
this complainant, in March, 1993, assisted by the making of 
affidavits and .therwise in an attempt to set aside the 
election of the uelcstioen of the company elected in Feb< 
ruary, 1993; upon information and belief that c omplainant 
is not the beneficial owner of the stock of New York Pho= 
nogriph Company standing in his name, but holds said stock 
in the interest of “Ir. Fdison and his suid three companios, 
or one ormore of them, and has brought this suit in their 
interest and not in the interest of Nev York Fhomograph 
Company or its stockholders, intending, if possible, to 
prosacute this aul other suits in the interest of Mr. Rd-= 
ison anil his said three companies, and under ties divection 
of their said counsel , Howard YW. Hayes, Esquite. 
Sixth:- That New York Phonograph Compiny is nov, 


and was at the times mentioned in the complaint, and has 


always been, anxious and desirous of inforcing against all 
aw 
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persons the rishts acquired by it under the contracts an 
nexed ag exhibita to the bill of complaint and under othor 
contracts, and had, at said times, brought and was then 
orosecnting and is still prosecuting fn the courts many suits 
to mintain and enforce its sail rights, as complainant 
well kner at the time of the commencement of this suit; that 
neither Nev York ?honograph Company nor its officers evor 
refused to bring suit Tor any such purpose. 

° Seventh: | This defendant further answering 
prays she sany venofit of the facts and things herein 
set forth as Eine reason thereof it had demrred to the 
said bill of complaint where a demurrer ‘ould have been 
proper, and the sane bi#hefit thereof as if it had spect illy 
pleaded to the said bill where 4 special plea would have 
been vroper. 

All of which statements and defences this defendant 
is ready to aver, to mintain ani to prove as this Hon- 
orable Oourt shall direct, and prays to be hence dismissed 
with Ke reasonable costs in this behalf sustained, and that 
the bill be dismissed. 

‘New York Phonograph Company, by 
Wm. Fahmestock, Treasurer. 
Attest James T. Andem, Secretary. 
(seal.+ 
James TL. Andem, Secretary. 
Louis Hicks, Solicitor and counsel for defendant New York 


ve 


Phonograph Company. 
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| State and County of New Yor, 
Southern Distriet of Nev Yok. Shr 


34 William Fahnestock, being duly sworn, says: 


e@ @ That he is Treasurer of Nev Vork Phonopranh Compuny, ond sf 


the defendants in the abovn entitled sult in aquity; this ho 
has rend the foresoiny ansvver and knows the contents thoroof, 
and thit the same is true of his knowledge, excent 4s to 
the matters therein statud to be alleged upon informition 
and belief, and that as to buch matters he heltevas it to 
be true; that the reason why this verification is mude by 
deponent and not by New York Phonograph Company, is that 
New York Phonograph Company is a corporation organized and 
existins under the laws of the State of “év York, wherost 
we: . L748 he is an officer, ae sauna, That toe grounis of his 

@ ® belief as to all matters not stated aerate his knowledge 
are the records of Nev York Phonograph Company, and comnu= 
nications had by him with counsel an] other officers of Nov 
York Phonograph Company. 

Ym. Fahnestock, 

Sworn to anil subscribed before me this 2nd day of July, 


1905, 


4 , (Seal. ) 


aes | Walter L. Pate, Notary Public Kings Co. Certificate. 
,. } C A filed in N. Y. Co. | 


a i (Endorsed. ): 

- %.S.Circuit Court, So. ist. of New York. 

> 6 John 5. Helm, Compbainant, against American Graphophone Com-= 

: pany, Columbia Phormsraph Comouny, General, and New York 
Phonograph Oomoxry. Answer of New York Phonograoh Company, 
houis Hicks, Solr. for deft. New York Phonograph Oo. 
25 Pine Street, New York, N. Ye. U™% S. Circuit Court, PILED 
Jul.6,1903. Southern District,New York. John A. §hields,Clork. 
33 
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UNITED STATES CIRCUIT COURT, 


SouTuERN Disrrier or New YorkKk. 


New York PHONOGRAPH 
COMPANY, 
Complainant, 


AGAINST 
THoMAS <A. EpIson, EDpIson Ras Teageeigre 
PHONOGRAPH COMPANY, EbtI- 
SON PHONOGRAPH WORKS, 
and NATIONAL PHONOGRAPH 
COMPANY, 
Defendants. 


EnisHa K. Camp, for Complainant. 

Louis Hicks, JouN C. TOMLINSON, of Counsel. 

20BINSON, BippLE & Wann, for Defendant. 

C. L. BuckincHam, C. M. Hoven, Frank L. 
Dyer, WILLIAM PreLzer, of Counsel. 


HAZEL, J.: 

This action is brought to restrain the defend- 
ants, Thomas A. Edison, Edison Phonograph Com- 
pany, Edison Phonograph Works, and National 
Phonograph Company from selling, leasing or dis- 
posing of phonographs and supplies therefor, with- 
in the State of New York, and for damages and an 
accounting. The basis for the action is the alleged 
infringement of a license or contract made he- 
tween complainant’s predecessors and the North 
American Phonograph Company (hereafter re- 
ferred to as the American Company, which the bill 
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charges granted the sole and exclusive rights to 
use, exhibit and let phonographs and to sell and 
dispose of appliances therefor, in the State of New 
York. The legal rights of licensees, under sub- 
stantially similar contracts, have been several 
times before the courts of the United States on de- 
murrer and motions for preliminary injunctions. 
New England Phono. Co..v. Edison et al., 110 Fed. 
Rep., 26; New York Phono. Co. v. National Phono. 
Co., 112 Fed. Rep., 822; New York Phono. Co. v. 
National Phono. Co., 119 Fed. Rep. 544; Columbia 


Phono. Co. vy. Whitson, 18 App. D. C., 565; Colum- 


bia Phono. Co. v. Rahley, 122 Fed. Rep., 623; New 
York Phono. Co. v. Jones, 123 Fed. Rep., 197; be- 
fore Judge Brown in New England, Phono. Co. v. 
Dawson Co., and before Judge Carpenter in Ameri- 
can Graphophone Co. v. New England Phono. Co. 
et al., unreported. The bill charges Mr. Edison 
and defendant companies with entering upon a 
plan or scheme to avoid the contracts for licenses 
and to hinder and obstruct the complainant in the 
exercise of its sole and exclusive territorial rights. 
Service of a subpoena ad respondendum was had 
upon the National Phonograph Company only. 
The salient facts chronologically stated are 
these: Prior to 1888, Jesse H. Lippincott acquired 
a license of certain patents of Alexander G. Bell, 
Chichester A, Bell and Sumner Tainter for the 


. invention known as the Graphophone for the pur- 


pose of exploiting, selling and manufacturing the 
same in the United States and elsewhere. At this 
time Thomas A. Edison had also invented a ma- 
chine for recording and reproducing sounds and 
articulate speech, called the phonograph. On Oc- 
tober 28, 1887, the patents obtained by Mr. [di- 
son on his invention were assigned to the Edison 
Phonograph Company, a corporation owned and 
controlled by him, the right to manufacture, how- 
ever, being reserved to him, This right was, on 
SS 
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May 12, 1888, assigned to the Edison Phonograph 
Works, a corporation also owned and controlled by 
Mr. Edison. To unite and consolidate the com- 
peting interests in the talking machines, the North 
American Phonograph Company was organized by 
said Lippincott, it having been previously agreed 
in writing between Lippincott and Edison that 
upon the formation of such company the latter 
would sell to it the entire stock of the Edison 
Phonograph Works, for the sum of five hundred 
thousand dollars. By conveyance and assignment 
froin Edison, Edison Phonograph Works, Edison 
Phonograph Company and Lippincott, dated Octo- 
ber 12, 1888, the North American Phonograph Com- 
pany became the owner in perpetuity of the sole 
and exclusive title and interest in and to the cer- 
tain patents of the defendant Edison relating to 
the phonograph, for the express purpose of en- 
abling it to sell to sub-companies and agencies 
certain exclusive teritorial rights throughout the 
United States and Canada. The Company was in- 
corporated on October 12, 1888, under the laws of 
New Jersey, with an authorized capital of $6,600,- 
000, and Mr. Edison became a stockholder and di- 
rector therein immediately upon organization. Not 
only were patents covering the phonograph trans- 
ferred but it was agreed that future improvement 
patents and inventions made within fifteen years 
thereafter were to be assigned to the American 
Company. The Metropolitan Phonograph Company 
(hereafter referred to as the Metropolitan Com- 
pany), was incorporated on October 6, 1888, under 
the laws of New York. In consideration of the cash 
payment of one hundred thousand dollars the 
American Company granted on October 12, 1888, 
to the Metropolitan Company, for the period of five 
years, the sole and exclusive rights to the use of 
the phonograph and graphophone and for the use 
of appliances therefor, and the right to use, exhibit 
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and sublet such instruments and to sell the neces- 
sary appliances therefor, within certain specified 
counties of the State of New York. Such agree- 
ment, however, was extended, as will subsequently 
appear. On February 6, 1889, a similar contract of 
license for a period of five years covering territory 
in the State of New York, not licensed to the Met- 
ropolitan Company and comprising the City of New 
York and certain other specified counties, was 
granted to one John P, Haines, acting for the New 
York Phonograph Company, a corporation to be 
organized thereafter in pursuance of such agree- 
ment. The actual cash price paid in consideration 
of the territorial license to the last mentioned Com- 
pany was one hundred and twenty-five thousand 
dollars. Both written agreements contained provi- 
sions and restrictions relating to retail prices to be 
paid by local companies or agencies, manner of buy- 
ing or leasing instruments and supplies, option for 
extension of license and general details reguiating 
the conduct of the business. The New York Phono- 
graph Company (referred to as the New York Com- 
pany) was, in pursuance of such agreement, in- 
corporated on February 8, 1889, under the laws of 
the State of New York. In September, 1890, the 
Metropolitan Company and the New York Com- 
pany were consolidated into a single corporation, 
the complainant. The proofs show that the licensees 
conducted the business for which they were incor- 
porated, in the State of New York, during three 
years without interference or molestation, but with 
‘rather indifferent financial success. Contrary to 
the expectation of the promotors the business was 
not prosperous, and all the witnesses are agreed 
that the enterprise was unsuccessful because of 
defects and imperfections in the phonograph and 
inability to procure machines with which to do 
business. Between July 1, 1892, and July 1, 1893, 
the New York Company, though engaged in business, 
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owned searcely any assets. Tor reasons hereafter 
stated, the business appears to have been conducted 
ata great disadvantage and resulted in financial 
loss. The evidence shows that the defendant, Mr. 
Ndison, became a controlling stockholder in the 
American Company in 1889, and, in 1893, its presi- 
dent. On July 1, 1893, according to written agree- 
ment entered into between the American Company 
and the New York Company, the latter waived its ex- 
clusive rights under the licenses, until July 1, 1895, 
since which time the complainant concededly has 
not actively engaged in business. By the terms of 
this suspension ageement, so-called, and upon pay- 
ment of specified royaities, the American Company 
was authorized to come into complainant’s territory 
and to exclusively transact the phonograph busi- 
ness. On May 1, 1884, after the suspension agree- 
ment went into effect, the American Company be- 
came insolvent and a Receiver was appointed. Its 
assets consisted principally of phonograph patents, 
shares of stock in the Edison Works and the good- 
will of the business. All the property of the insol- 
vent corporation together with contracts for 
licenses, were sold to Mr. Edison by the Receiver 
at public sale pursuant to the order of the Court. 
Mr. Edison transferred a portion of his purchase, 
consisting of patents, shares of stock and good-will, 
to the defendant, National Phonograph Company, 
which was organized by him, while the interests in 
the many territorial licenses which had been granted 
by the American Company, including those in con- 
troversy, were transferred to a trusted» employee 
named Ott. On February 10, 1896, a few days after 
the Receiver’s sale, a communication was addressed 
by complainant to Mr. Edison, requesting that no 
instruments or supplies be sold or delivered in New 
York, except through the medium of the New York 
Company. <A few days later another letter was 
mailed and received by Mr. Edison, requesting an 
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interview in behalf of complainant’s committee. 
Both communications were ignored. 

It is practically conceded that immediately upon 
the acquisition by the National Company of the 
assets of the American Company, in the manner in- 
dicated, it began the sale of phonographs and sup- 
plies in the restricted territory. This fact is also 
shown by the letters in evidence under date of 
March 10, 1896, passing between said company and 
the firm of Waleutt, Miller & Company, of New 
York. In May, 1898, the defendant National Com- 
pany opened a store for the sale of phonographs 
and supplies in the City of New York. Prior 
thereto, on January 31, 1898, a committee of the 
complainant company were appointed, pursuant to 
resolution adopted by its directors, to confer with 
the defendant Edison, regarding his apparent hos- 
tile attitude and his evident disregard for complain- 
ant’s rights under the contract. Thereafter the 
committee, Mr. Edison and Mr. Gilmore, president 
of the National Company, met to discuss the un- 
settled question. Complainant’s claim to an ex- 
clusive license was asserted with renewed insist- 
ence. Mr. Edison replied that he would sell phono- 
graphs to the New York Company on the same basis 
as to other agents, and not otherwise. Te also 
stated in substance that complainant had better 
establish its rights by litigation. [Further negoti- 
ations toward a settlement of existing differences 
were, at Mr. Edison’s request, continued with his 
counsel, but with no success. The witnesses for 
complainant and Mr. Dyer, witness for defendant, 
and counsel for Mr. Edison are not agreed as to the 
exact purport of the negotiations. Mr. Haines, 
witness for complainant, declares the interviews to 
have been unsatisfactory and evasive. ITis criti- 
cism of the conversations is corroborated by other 
members of the committee. Upon this point Mr. 
Dyer testified that the object of the interviews with 
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complainant's committee and other negotiations 
had about the same time with its counsel was not 
loarrange for (he return of (he New York Company 
to the phonograph business, but, on the contrary, 
that complainant desired a settlement which con- 
templated a purchase of its license by defendants. 
At this time, the phonograph and graphophone 
business was increasing and gave hopeful promise 
of financial success. The machines had been im- 
proved by the adoption and use in 1897 of a so- 
called spring power attachment, invented by the 
United States Company. The general public be- 
came interested in the amusement features of the 
instrument and the asserted territorial rights of 
the complainant increased in value. Much testi- 
mony is found in the record regarding the substitu- 
tion by the National Company of the spring motor 
attachment to the phonograph in place of an elec- 
tric battery. The suggestion that Mr. Edison, prior 
to the suspension agreement, designedly withheld 
his approyal of the substitution of the later device 
is not sustained by the proofs. Complainant’s 
theory is that the early imperfections of the talking 
machine could have been obviated by using the 
spring power and another form of moulded record ; 
but the evidence establishes that Mr. Edison 
doubted the efficiency of the suggested improve- 
ment. The failure of the American Company or 
Mr. Edison to supply this improvement, which was 
not his invention in the earlier period of the ex- 
ploitation of the phonograph certainly does not 
establish the claim that any improvements were 
withheld by him. Nothing further occurred until 
the bringing of this suit in January, 1901. Neither 
the American Company nor its successor, the de- 
fendant National Company, gave the thirty days’ 
notice required by subdivision 10 of the contract, 
which, in effect, declares that if the licensee neg- 
lects or fails to take measures to supply a demand 
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in any portion of the licensed territory for phono- 
graphs or phonograph-graphophones, or appliances 
therefor, then the licensor may supply the demand 
through its agents, but only to the extent of com- 
plainant’s default. 

In explanation of the failure of the National 
Company and Mr. Edisoy to give the specified no- 
tice, it is argued that it was well known that when 
the National Company came into the field the com- 
plainant had abandoned its license and was prac- 
tically unable to carry out the provisions of the 
contract, not only on account of its evident reluct- 
ance to re-enter the field of operations, but because 
of its insolvency. The testimony, however, is to a 
different effect. The witnesses Fahnestock and 
Lewis testified that had the New York Company 
received the notice mentioned it would gladly have 
met the demand for machines, as it was desirous of 
increasing its business. During the entire period 
of time mentioned several offices were and still are 
maintained by complainant in the City of New 
York and at Tarrytown, N. Y. Annual elections 
of officers have been regularly held and the Board 
of Directors have met for the transaction of busi- 
ness frequently since 1895. Other evidence is found 
in the record which will be mentioned herein when 
pertinent. Complainant insists that when the de- 
fendant Edison bought the assets of the North 
American Company he did so with full knowledge 
of the facts, and, moreover, when the National Com- 
pany, which had been organized by him, acquired 
the assets of the Americar, Company, it also had 
full knowledge of the pre-existing contractual re- 
lations, i. ¢., that the complainant was the exclusive 
licensee for the entire State of New York for the 
period of time stated in the contract. Hence, ac- 
cording to the decisions, the stipulations and con- 
ditions between the American Company and the 
complainant were binding upon it, 
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In New England Phono. Co. v. Edison et al., 
supra, Judge Gray, on the assumption that the bill 
correctly set out the contract, decided : 


“Phat the said contract contained an im- 
plicd negative covenant not to sell or deal in 
the articles or matters in regard to which the 
said exclusive right was granted, and that 
the defendant Thomas A. Edison owned and 
controled the defendant companies, and that 
he and tliey succeeded to the rights and re- 
sponsibilities of the North American Phono- 
graph Company in regard to the contract in 
question.” 


When the bill in suit was consideréd on demurrer 
by Judge Wheeler, who had before him the licenses, 
he, assumive the truth of the allegations of the bill, 
stated in effect that one who knowingly in pursu- 


‘ance of a scheme independently sells and uses 


phonographs and supplies in violation of a com- 
plainant’s contract rights, such salable articles com- 
ing from the same source, unjustifiably invades the 
legal rights of the complainant. The principle ap- 
pears to be well settled that where there is an ex- 
clusive right and such right is wrongfully invaded 
or violated by one having knowledge of the contrac- 
tual relations, a court of equity may be invoked 
to redress the breach of covenant. Appollinaris 
Co. v. Scherer, 27 Fed. Rep., 18; Standard Fashion 
Co. v. Siegel-Cooper Co., 30 App. Div., 564. In the 
Whitson case, supra, the Circuit Court of Appeals 
fer the District of Columbia, having a similar 
license before it, said: 


“Any person, natural or artificial, into 
whose hands, after the execution of the con- 
tract between the North American Co. and 
the Columbia Co., the control of the Edison 
patents came, with knowledge or notice, 
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actual or constructive, of the existence of 
such contract, and of the rights of the Co- 
lumbia, must be assumed to have taken sub- 
ject to such rights, and to be disqualified 
from infringing in any manner the exclusive 
license given to the Columbia Co. If this 
were not so, it is very plain that rights 
granted under a patent might be destroyed 
with impunity against the will of the owner 
of the rights by the mere transfer of the 
patent.” 


As already indicated, the doctrine is well estab- 
lished that a license follows the assets of the li- 
censor into the possession of him who buys with his 
eyes open to the pre-existing contractual relations 
and existing equities. The assets of complainant’s 
licensor in no sense innocently came to Mr. Edison 
or his assignee, nor were they freed from the obli- 
gations created by the contracts of license. The 
transfer to Ott of the interest of the American Com- 
pany in the licenses cannot be considered in any 
other light than an ill-advised attempt to evade 
contractual liability. Whether it was the inten- 
tion of the transferor to dissolve the American Com- 
pany, and make room for a successor, is not thought 
to be material. The assets were bid in and pur- 
chased “As a going concern,” and the receiver 
turned the remaining business over to the purchas- 
ing company. Being in possession, therefore, of 
all the facts and having succeeded to the rights of 
the American Company, the National Company has, 
nevertheless, unwarrantably invaded the licensed 
territory of the complainant. That the contrac- 
tual rights of the New York Company have been 
obstructed and interfered with, in the manner indi- 
cated, cannot be seriously controverted. 

The defenses principally relied on challenge com- 
plainant’s right to enforce its exclusive license on 
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account of its unexplained laches and denies that an 
extension of license was acquired under the pro- 
visions of the contract. 

The question of laches will be first considered. 
The principal circumstances of each case must goy- 
ern the application of the rule. It is true that im- 


mediately after the receiyer’s sale of the assets of’ 


the North American Company it became apparent 
that Ma. Edison did not regard that complainant’s 
license survived the dissolution of the American 
Company. His declarations to complainant’s com- 
mittee, as already observed, were in effect an unal- 
terable repudiation of the asserted claims to a sub- 
sisting license. There was no room for misunder- 
standing. Under the circumstances of this case, 
what was complainant’s remedy and when should 
it have been brought to the attention of a proper 
tribunal? The circumstances undoubtedly  de- 
manded that the limit of time be measured in which 
to seek relief. Upon this point defendants vigor- 
ously contend that complainant was cognizant of 
the invasion of its territory by the National Com- 
pany from the beeinning; and that, asuming the 
paramount rights of the complainant, Mr. Edison’s 
refusal to recognize such rights should have admon- 
ished the complainant to seasonably question the 
interference by immediately commencing suit tu 
establish its rights. These prepositions are un- 
tenable. According to one of complainant’s wit- 
nesses, no action was earlier instituted on account 
of lack of funds. The tacts and circumstances are 
not convincing that the complainant has slumbered 
on its rights. The maxim that “the laws serve the 
vigilant and not those who sleep” has application 
only where the party is silent and permits an inter- 
ference with his alleged rights without adequately 
and seasonably protecting them. This litigation 
was instituted within five years after the incorpora- 
tion of the defendant National Company, and with- 
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in less than three years from the termination of 
fruitless negotiations to settle existing differences. 
Tt already appears that the actual invasion by the 
defendant National Company of complainant’s ter- 
rilory by opening therein a place of business was 
in May, 1898. Nothing is shown from which it may 
be justly concluded that the National Company or 
its co-defendants believed that complainant. ac- 
quiesced in such intrusion, or that there was an 
abandonment of or an intent to abandon its asserted 
rights in the license. The contrary appears. The 
doctvine of laches, as expounded in the following 
cases, is thought to appiy: Bradford v. Belknap, 
105 led. Rep., 63; Ide v. Carpet Co., 115 id., 137; 
Richardson v. Osborne & Co., 93 id., 828; Sax- 
lehner v. Eisner & Mendelson Co., 173 U. S., TO4. 
Defendants contend that complainant, on account 
of ils insolvency, both before and after the expira- 
tion of the suspension agreement, was practically 
unable to resume the phonograph business, and, 
lience, there was an abandonment of its contract 
rights. The provisions of the agreement, fairly in- 
terpreted, undoubtedly require the complainant 
company to operate the business and to fulfill its 
contvactual cbhligations. This it was willing to 
do, as appears by the oral evidence and by the first 
letter addressed to Mr. Edison following the re- 
ceiver’s sale. It has been held that a breach of 
covenant does not work a forfeiture of the license 
per se, unless a condition to that effect be inserted 
in the agreement. White ct al. v. Lee, 3 Fed. Rep., 
822; Consolidated Middlings Purifier Co. cv. Wolf 
et al, 23 Fed. Rep., 814. Subdivision 14 of the con- 
tract in terms authorized the licensor, upon written 
notice, to immediately terminate all the rights 
granted upon failure to perform certain conditions, 
and in the event of the licensee becoming bankrupt 
or insolvent, as therein provided. No such notice, 
however, is relied upon to terminate the license and 
admittedly none has been given either by the Ameri- 
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can Company or its successors, the defendants. As- 
suining, therefore, the insolyency of complainant, 
in the cireumstanees of this case, it is doubtful 
whether the defendant can be heard to assert com- 
plainant’s insolvency. There is no doubt that com- 
plainant could have procured any necessary finances 
to actively establish the business if the defendants 
had acquiesced in its exclusive license and furnished 
phonographs and supplies under such license after 
acquiring the assets and good-will of the American 
Company. 

The next defense is that the license contracts in 
question were not in effect extended beyond a period 
ef five years, for which they were originally granted. 
Assuming a grant of exclusive territorial rights, the 
defendants contend that the option of a second 
term was not exercised. ‘he preliminary pro- 
visions of both the Metropolitan and the New York 
agrecments, under which the licenses were to be 
extended until 1903, are substantially identical. 
The original licenses are to continue for five years, 
and such further time as the parties may afterwards 
determine. The original Metropolitan agreement 
provides that the period limited may further be ex- 
tended upon the performance of a covenant stating, 
in substance, that the company would, at or before 
the expiration of the original term, increase its 
eapital stock in the amount of two hundred and 
fifty thousand dollars, and deposit the same with 
the Central Trust Company for delivery to the 
American Company, or to Lippincott, trustee, or 
his successor, and upon notice to the American 
Company of the deposit of such stock with the trust 
company, the American Company shall forthwith 
deposit with said trust company the extension 
license until March 26, 19063, for delivery to the 
Metropolitan Company. Such deliveries by the 
trust company were to be made at the expiration of 


the original term of the licenses. In pursuance of 
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said agreement, and on June 28, 1890, the extension 
license referred to in the original contract was ex- 
ecuted and deposited with the Central Trust Com- 
pany, the two hundred and fifty thousand dollars 
of stock having been likewise deposited. The orig- 
inal license to the New York Company also con- 
tained a provision regarding a similar deposit of 
stock and of an extended license with the trust 
company. Such deposits of stock and extension 
licenses were made pursuant to said original agree- 
ments. The Central Trust Company accepted the 
deposits mentioned and acknowledged receipt 
thereof. The extension licenses contained the fol- 
lowing provisions, being clauses 2 and 3 in the Met- 
ropolitan agreement and 38 and 4 in the New York 
agreement. 


“Seconp.—(Third) It is further agreed 
that on the 6th day of February, 1894, said 
Central Trust Company of New York shall, 
without further direction from the parties 
hereto, or either of them, and without or 
further consideration, deliver and transfer 
to said Jesse H. Lippincott, trustee, or his 
successor, said two thousand five hundred 
shares of stock, and shall, at the same time, 
deliver to the party of the first part and to 
the party of the second part hereto each one 
copy of this agreement or extended license, 
which is executed and deposited, in dupli- 
cate, this day with said Central Trust Com- 
pany of New York, and the party of the sec- 
ond part shall be immediately entitled to the 
possession of said extended license upon the 
delivery to said Jesse H. Lippincott, trustee, 
or his successor, of said shares of stock. 


“Trirp.— (Fourth) It is further agreed 
that upon delivery as aforesaid to said Jesse 
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Il. Lippincott, trustee, or his suecessor, by 
said Central Trust Company of New York of 
said shares of the said Capital Stock of the 
party of the second part, and upon the faith- 
ful performance by the party of the second 
part of all the covenants and agreements 
made incumbent upon it by said agreement 
of February 6th, 1889; then that this agree- 
ment shall become and shall confer upon 
and shall fully and entirely vest in the party 
of the second part an extension of the rights 
eranted to and conferred upon the party of 
the second part by said agreement of Febru- 
ary 6th, 1889, and the subsequent assign- 
ment to it for a further period and until the 
26th day of March, 1903, and for such further 
time at the option of the party of the second 
part as the party of the first part may be 
authorized to extend such license; subject, 
however, to the covenants and agreements 
of said agreement of February 6th, 1889, as 
fully and entirely as if said agreement had 
been in the first instance made to cover the 
period of the extension granted hereby, as 
well as the period originally thereby fixed 
and limited.” 


On October 3, 1894, subsequent to the delivery to 
the Trust company of the steck certificates and said 
extension licenses, the complainant, by its executive 
commitee notified the trust company not to deliver 
the stock certificates deposited as agreed under both 
contracts “pending the settlement of certain claims 
of this company against said stock.” A similar no- 
tice in writing was given to the stock transfer 
agents not to make the transfers of such capital 
stock standing in the name of said Central Trust 
Company, Trustee, until further notification. Later, 
on June 20, 1902, after the commencement of this 
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suit, the above notices were in effect cancelled and 
revoked and after some correspondence between the 
trust company and complainant, the extension li- 
censes were delivered to complainant. Another 
notice, however, was given to the depositary to with- 
hold the certificates of stock on account of a claim 
against the receiver of the American company. The 
shares of stock were never demanded by Mr. Lippin- 
cott or any other person or corporation. Defend- 
ant rew contends that the context of the provisions 
relating te the extension plainly show a license for 
two terms, namely, one for five years and the other 
for ten; that the amount of money paid, viz: $100,- 
000 by the Metropolitan Company, and $125,000 
by the New York Company, was for the first 
term, while for the second, the consideration was 
the number of shares of capital stock deposited with 
the Trust Company, and, hence, when the depositary 
was notified not to deliver the capital stock there 
was iu leeal effect a rescission of the contract. This 
interesting problem is difficult of solution. 

In pursuance of the intention of the parties, 
plainly, apparent from the context of the contracts, 
it is thought that the agreements for extensions of 
license were completed contracts and not dependent 
upon a future occurrence or contingency. The Cen- 
tral Trust Company, without further direction from 
either of the parties, was authorized and empow- 
ered to deliver the possession of the stock and the 
agreements as therein expressly provided. It re- 
ceived the stock without any accompanying reserva- 
tions or limitations, and, therefore, it was not an 
escrow dependent upon the performance of future 
conditions. The subsequent notice to the deposi- 
tary not to make delivery of the stock could not 
effect the contract rights as the delivery of the 
stock was not essential to its effectiveness. The 
ownership of the shares of stock had passed from 
complainant to another. There was a constructive 
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delivery and, accordingly, the title actually vested 
in Lippincott, as trustee, or his suecessors. On 
deposit of the shares of stock, the complainant was 
unquestionably, at the termination of the original 
license, entitled to the possession of the documents 
extending (he same. ‘ihe proviso that the rights 
shall not be conferred or become vested unless the 
covenants ave faithfully performed is not thought to 
have been a restriction upon the depositary in the 
delivery of the siock, as provided. As already in- 
timated, the intention of the parties must be 
learned from the entire contract. Careful consid- 
eration of the clauses covering the point in ques- 
tion warrants the conclusion that the deposits of 
the stock and the extension licenses were considered 
as a part of the original license. The contract is 
not separable or divisible in the sense that the 
money paid was in consideration of the first item 
and the delivery of the capital stock for the second. 
Moreover, the transaction could not be recalled 
without the consent of the interested parties, and 
the detivery of the shares of stock in the manner in- 
dicated in the agreement was not revocable by the 
complainant. But it is suggested that the embar- 
go on the stock prevented the depositary from mak- 
ing the disposition intended by the solemn act of 
the parties and that consequently the owner was 
deprived of the use of his property and hindered in 
its control. This proposition ignores the rule that 
any direction to a depositary by a party to a com- 
pleted contract in contradiction of or inconsistent 
with the agreement under which the deposit was 
made, is imperative. Stanton v. Miller, 58 N. Y., 
162. So that, irrespective of whether the Central 
Trust Company could lawfully deliver the stock to 
the American Company or its receiver, or whether 
such depositary was restricted in its delivery to the 
actual person or persons mentioned in the con- 
tracts, the notice of cancellation was entirely inde- 
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pendent of the contract and could not legally affect 
the disposition or delivery of the stock, as previ- 
ously agreed between the parties. As stated in 
complainant's brief: 

“The assertion by the New York Phono- 
graph Company, of the existence of a valid 
claim against said stock in its favor, arising 
for all that appears independent of the con- 
tract under which the certificates were depos- 
ited and subsequent t6 the time when it be- 
came abscolutely entitled to the physical pos- 
session of the agreements ‘Extending  Li- 
censes’ and by its consideration of what 
rights, if any, were acquired by the National 
Phonograph Company, and Ott, to the said 
stock have really no bearing upon the con- 
tract rights of the complainant.” 


I agree that the ‘stop notice’ was entirely outside 
of the provisions of the contract, and, therefore, 
could not have served the purpose intended. The 
reasons for deferring the delivery of the stock until 
after the expiration of the original term is not ma- 
terial. Furthermore, the proofs show that all 
the parties have heretofore treated the contract as 
an extension of the original term. Indeed, the ex- 
clusive rights of the complainant were recognized 
in an action brought against the receiver to recover 
royalties upon instruments sold during his receiver- 
ship, and such royalties were paid pursuant to the 
order of the court for sales of phonographs after 
the expiration of the original term of the license. 
Had there been no extension of the license under 
contract of February 6, 1889, the same would have 
expired on February 6, 1894, prior to the appoint- 
ment of a receiver. The language of the agreement 
is as follows: 

2 “The rights granted by the original con- 
tract shall remain in force and this agree- 
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ment shall continue until the 6th day of Feb- 
ruary, ESMt, and for such further period as 
hereinafter provided, unless sooner termi- 
muted as hereinafter provided.” 


This brings me to a consideration of the next 
point, namely, whether the licenses herein were ex- 


tended beyond the second term. As has been ob-' 


served, the original New York Company license was 
until February 6th, 1894 (the Metropolitan Com- 
pany license expiring earlier), and later, as has 
been stated, both licenses were extended until 
March 26, 1903. The original and extension li- 
censes, after setting forth the conditions of the sec- 
ond term, contained this provision: 


“Such further time, at the option of the 
party of the second part, as the party of the 
first part may be authorized to extend said 
license.” 


Complainant insists that the limited period spe- 
cified, namely, March 26, 1903, applied only to the 
graphophone; that with regard to the phonograph 
the time to which the licenses were capable of being 
enjoyed was entirely controlled by the rights of the 
American Company, in perpetuity, and as that com- 
pany was succeeded by the National Company, the 
latter must be held bound to strictly carry out the 
obligations of the former. There is no evidence 
that the complainant ever exercised the option 
clause of the contract, and, therefore, it is difficult 
to conceive upon what equitable ground the com- 
plainant is entitled to any rights beyond the second 
term. The language of the option is vague and in- 
definite and does not specify on what terms, if any, 
it becomes effective, or whether any consideration 
should be paid therefor. Manifestly, if the com- 
plainant had been enabled to perform its part of the 
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contract, another agreement to extend the term be- 
yond the period expressly limited would have been 
necessary. 


This disposes of the primary and controlling 


questions, and it is deemed unnecessary to pass — 


upon others presented. The licenses having ex- 
pired since the commencement of this suit, no in- 
junction will be granted. Decree for an accounting 
with costs, allowed against the National Phono- 
graph Company, but all proceedings thereunder 
may be stayed until decision by the Circuit Court 
of Appeals, or as may be further ordered. 


(Endorsed )—United States Circuit Court, South- 
ern District of New York.—In Equity.—New 
York Phono. Company, complainant, vs. 
Thomas A. Edison, Edison Phono. Company, 
Edison Phono Works, and National Phono. 
Company, defendants.—Opinion.—Hazel, J.— 
U. S. Circuit Court—Filed Jan. 5, 1905.— 
Southern District, New York.—John A. 
Shields, Clerk. 
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CIRCUIT COURT OF THE UNITED STATES, 
SoutuEern Disrricr or New Yor«. 


\ 


New York PHONOGRAPH Com- 
PANY, 
Complainant, 


vs. 
. Order to Show 
THomas <A. EpIson, EDISON / Cause. 

PHONOGRAPH COMPANY, EDI- 
SON PHONOGRAPH Works and 
NATIONAL PHONOGRAPH COM- 
PANY, 

Defendants. 


Upon the annexed petition of New York Phono- 
graph Company and upon the certificate of coun- 
sel and. affidavits of William Falhnestock, Louis 
Hicks, James L. Andem and Hugh M. Funston, re- 
ferred to in said petition and annexed thereto and 
forming part thereof and upon motion of Louis 
Hicks, counsel for complainant herein, it is 

Ordered that defendant, National Phonograph 
Company, show cause, at a Circuit Court of 
the United States for the Southern District of 
New York to be held at the Court Room in the Post 
Office Building in the City and County of New 
York, on the 19th day of February, 1905, at eleven 
o’clock in the forenoon of that day, or as soon 
thereafter as counsel can be heard, before me the 
judge who heard the above-entitled cause in equity 
at final hearing, why an order should not be made 
for a rehearing of this cause upon the question of 
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the expiration of complainant’s rights on the 26th 
day of March, 1903, and the continuance in force of 
such rights subsequent to March 26, 1903, and. 
granting leave to complainant upon such rchearing 
to prove by affidavit or viva voce and in accordance 


with the practice of this court in equity, the mak- - 


ing, sending and receipt of the letters of March 
26, 1903, set forth in the annexed petition and for 
such other and further relief in the premises as to 
the court may seem meet by reason of the facts and 
circumstances set forth in the annexed petition and 
accompanying affidavits and by reason of the facts 
and circumstances appearing of record in this suit; 
and it is 

Further Ordered that if upon the return day as 
above fixed by this order to show cause for the hear- 
ing of this motion I, the undersigned, the judge who 
heard this cause at final hearing shall not be in at- 
tendance at the court room of this Court in the 
City and County of New York, the parties, com- 
plainant and defendant herein, shall file their pa- 
pers, affidavits, exhibits and briefs upon this mo- 
tion in the office of the clerk of this Court to be by 
said clerk forwarded to me, provided, however, that 
if the parties hereto shall consent, this motion may 
be argued before me in the court room in the post 
office building in the City of Buffalo, New York, on 
the 27th day of February, 1905, at 10 o’clock in the 
forenoon of that day, and it is 

Further Ordered that a copy of this order to show 
cause and of the papers hereto annexed, shall be 
served on counsel for defendant, National Phono- 
graph Company, on or before the — day of Febru- 
ary, 1905. 

Dated. csieeecs sass ow ay L905, 


JOHN R. HAzEn, 
United States Judge. 
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CIRCUIT COURT OF THE UNITED STATES, 


Sourmern Disrricr or New Yor. 


New York PuoNoGRArH Com- 
PANY, 
Complainant, 


VS. 
Petition for 
THomas A. Epson, Epison Hearing. 
PHONOGRAPH COMPANY, EptI- 
SON PHONOGRAPH Works and 
NATIONAL PHONOGRAPH CoM- 
PANY, 
Defendants. 


To THE HONORABLE JUDGES OF THE Crrcurr Court 
or THE UUITED STATES FOR THE SOUTHERN 
Disrricr oF New York. 


Your petitioner, the New York Phonograph Com- 
pany, complainant above named, respectfully 
shows: 


This is a suit in equity No. 7749 now pending in 
this court. This suit was begun by the filing of a 
bill ef complaint on January 23, 1901. Thereafter 
defendant, National Phonograph Company, having 
been served with process of subpona ad respon- 
dendum interposed a demurrer and a plea to the 
bill of complaint, which demurrer and plea were 
successfully over-ruled. Thereupon and beginning 
on December 4, 1902, testimony was taken in this 
cause. By reason of the great obstacles interposed 
by defendant, National Phonograph Company, com- 
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plainant was unable to complete its prima facie 
case until October 21, 1903. Defendant began the 
taking of its lestimony on October 29, 1903, and 
continued the taking of testimony until April 5, 
1904. Thereupon on April 6, 7, 8 and 12 complain- 
ant’s testimony in rebuttal was taken and in ac- 
cordance with the ruling previously made on com- 
plainant’s motion by his Honor, Judge Lacombe, 
this cause was placed upon the equity calendar of 
this court for the April term at one of its later ses- 
sions and finally came on to be heard upon the com- 
plaint, answer, replication and evidence taken as 
aforesaid, before his Honor, Judge Hazel, on May 
31, 1904. The argument occupied the days of May 
31, June 1, 2 and 3, 1904. Defendant’s counsel af- 
ter repeated requests by complainant’s counsel 
served on May 21, 1904, one unbound copy of de- 
fendant’s exhibits, and on May 28, 1904, served 
three bound copies of defendant’s exhibits. By rea- 
son of the late date on which defendant’s exhibits 
were served, complainant’s counsel were unable to 
prepare and complete their briefs, and so stated to 
the court when the cause came on for hearing May 
31, 1904. Because complainant’s counsel had for 
the reasons aforesaid been unable to prepare and 
have printed their briefs, defendant’s counsel with- 
held from complainant’s counsel copies and inspec- 
tion of the brief of 220 pages which they had pre- 
pared and which they presented to the court at 
the opening of the argument. Complainant’s coun- 
sel received no copy whatever of defendant’s briefs 
until seven days after the close of the argument, to 
wit, June 10, 1904. when all the papers were 
handed in to the court. Complainant is informed 
and believes that among the papers handed in to 
the court. by defendant’s counsel on June 10, 1904, 
were certain papers which complainant’s counsel 


never saw and have never seen, and of which no . 
copies have ever been furnished to complainant’s 
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counsel and especially complainant believes that 
cerlified copies of orders discontinuing two suits 
brought by the Columbia Phonograph Company 
against this defendant, National Phonograph Com- 
pany, in the District of Maryland and the District 
of Columbia, were handed in to the court and com- 
plainant alleges upon information and belief that 
William Pelzer of counsel for defendants refused 
to comply with the request of Louis Hicks of coun- 
sel for complainant to furnish complainant’s coun- 
sel with copies of such orders, and no copies of such 
orders were ever furnished by defendant’s counsel 
to complainant’s counsel, nor do the briefs of de- 
fendant’s counsel set forth copies thereof. 

On January 5, 1905, his Lionor, Judge Tazel, 
handed down an opinion in this cause at the close 
of which the following statements are to be found: 

The language of the agreement is as follows: 


“The rights granted by the original con- 
tract. shall remain in force and this agrees 
ment shall continue until the 6th day of Feb- 
ruary, 1894, and for such further period as 
hereinafter provided, unless sooner termin- 
ated as hereinafter provided” This brings 
me to a consideration of the next point, 
namely, whether the licenses*herein were 
extended beyond the second term. As has 
been observed, the original New York Com- 
pany license was until February 6, 1894 (the 


Metropolitan Company — license expiring , 


earlier), and later, as has been stated both 
licenses were extended until March 26, 1903. 
The original and extension licenses after set- 
ting forth the conditions of the second term, 
contained this provision, 

“Such further time, at the option of the 
party of the second part, as the party of the 
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first. part may be authorized to extend said 
license.” 

Complaint insists that the limited 
period specified, namely, March 26, 1903, ap- 
plied only to the graphophone; with regard 
to the phonograph the time to which the 
licenses were capable of being enjoyed was 
entirely controlled by the rights of the Amer- 
ican Company, in perpetuity, and as that 
company was succeeded by the National 
Company the latter must be held bound to 
strictly carry out the obligations of the 
former. ‘There is no evidence that the com- 
plainant ever exercised the option clause of 
the contract, and, therefore, it is difficult to 
conceive upon what equitable ground the 
complainant is entitled to any rights beyond 
the second term. The language of the op- 
tion is vague and indefinite and does not 
specify on what terms, if any, it becomes ef- 
fective, or whether any consideration should 
be paid therefor. Manifestly, if the com- 
plainant had been enabled to perform its 
part of the contract, another agreement to 
extend the term beyond the period expressly 
limited would have been necessary. 


The statement contained in the part of the 
opinion above quoted, that, “there is no evidence 
that the complainant ever exercised the option 
clause of the contract” comes as a complete sur- 
prise to complainant and its counsel. The truth 
is that complainant did exercise the option clause 
of the contract. During the trial of the case when 
testimony was being taken both sides assumed with- 
out any question that complainant had exercised 
the option clause of the contract and was vigorously 
prosecuting this suit to enforce by injunction the 
contract and each and every clause thereof, includ- 


Raymond R. Wile | 
Research Library 


1950 


ing the option clause. Upon the oral argument and 
in the printed briefs submitted by defendant’s coun- 
sel if was not contended, if was not even suggested, 
in any intelligible form, that complainant had not 
exercised the option clause of the contract. The 
truth and the evidence were all to the contrary and 
were without question within the knowledge of 
defendant's counsel. Had it been suggested at any 
time to complainant or its counsel that complain- 
ant had not exercised the option clause of the con- 
tract, an immediate denial and refutation of the 
assertion would have been made by complainant’s 
counsel, and the briefs of complainant’s counsel 
would have been directed to that point. Complain- 
ant’s trustees, Messrs. Haines, Fahnestock, Louis, 
Andem and Funston, attended the oral argument 
from day to day, and had defendant’s counsel con- 
tended that complainant had not in fact exercised 
the option clause, the falsity of the contention could 
not have escaped them. It was not thought neces- 
sary by complainant’s counsel to prolong either the 
oral argument or their printed briefs by dealing 
with a question having no foundation in fact and 
never once intelligibly raised in the entire proceed- 
ings. The contest turned upon other questions of 
fact and what was assumed in accordance with the 
truth and fact and what was not denied, did not 
suggest itself to complainant’s counsel as a matter 
upon which it was necessary to argue before the 
court at final hearing. As will hereafter be shown 
in this petition by appropriate reference to the 
record of the testimony and exhibits in the cause, 
the evidence conclusively showed that complainant 
within the meaning of the contracts in question had 
exercised the option clauses of the contracts, and 
that the defendants themselves subsequent to March 
26, 1803, had solemnly asserted in litigation based 
upon said contracts and brought in the interest of 
and on the behalf of these defendants that complain- 
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ant had exercised the said option clauses of said 
{wo contracts, and that the said contracts and each 
of them was in full foree and effect subsequent to 
March 26, 1908. 

Before referring to the record, and dealing for 
the time being solely with the truth of the matter 
and with facts well known to defendant and its 
counsel by reason of which defendant’s counsel 
never contended or ever suggested throughout the 
entire course of this expensive litigation tliat com- 
plainant had not exercised the option clauses of the 
said contracts, it appears from documents in writ- 
ing and in the possession of defendant, and presum- 
ably in the possession of defendant’s counsel that 
complainant on the 26th day of March, 1903, gave 
written notice to all whom it might concern and to 
Thomas A. Edison, The Edison Phonograph Works, 
The Edison Phonograph Company and the National 
Phonograph Company not only that it had thereto- 
fore exercised the said option clauses of the said 
contracts but that it thereby formally exercised the 
said options. On the 26th day of March, 1903, New 
York Phonograph Company through its officers and 
counsel and under the seal of the company wrote the 
following letter: 

To whom it may concern, and Thomas A. Edison, 
The Edison Phonograph Works, The Edison Phono- 
graph Company, the National Phonograph Com- 
pany, and John F.:Oit: 

Take notice, that New York Phonograph Com- 
pany hereby exercises, and has heretofore exercised, 
the options given to Metropolitan Phonograph Com- 
pany and the New York Phonograph Company, by 
contracts dated October 12, 1888, and February 6, 
1889, respectively, between said Companies and 
the North American Phonograph Company, and 
subsequently acquired by New York Phonograph 
Company, with the consent of the North American 
Phonograph Company, and that the rights of New 
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York Phonograph Company under said contracts 
are extended, by the exercise of said options and for 
such further time as the North American Phono- 
graph Company, and its successors or assigns, be- 
came, or may become, authorized to extend the 
See, 

Take notice further, that the said extended rights 
of New York Phonograph Company include the sole 
and exclusive right to sell and to use, within the 
State of New York, phonegraphs and supplies there- 
for made under, or in accordance with, the inven- 
tions patented and unpatented, of Thomas A, Edi- 
son and others, according to said contracts, and 
that all persons infringing or trespassing upon the 
snid sole and exclusive rights of New York Phono- 
graph Company will be prosecuted according to 
law. 

Dated New York, March 26, 1903. 

New York PHONOGRAPH COMPANY, 
By H. M. Funsron, 
Vice-President. 


Attest: 
JAMES L. ANDEM, 
Secretary. 
[SeaL—New York PronoGrapit COMPANY. | 


EH. Kk. Cane and 
Louis Hicks, 
Attorneys, for N. Y. Phono. Company. 

On tlie saine date James L. Andem acting as at- 
torney in fact for New York Phonograph Company 
and for other phonograph companies wrote the fol- 
lowing letter: 

To whom it may concern, and to Thomas A. Edi- 
son, The Edison Phonograph Company, The Edison 
Phonograph Works, The National Phonograph 
Company, and John F. Ott: 

Take notice, that each of the several Phonograph 
Companies, the names of which are signed below, 
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has heretofore exercised, and hereby exercises, the 
option granted to it to extend the rights granted 
to it by The North American Phonograph Company. 
Take notice further, that the sole and exclusive 
rights of each of the said Phonograph Companies, 
in their respective territories, are extended, as 
aforesaid, by such further term as The North 
American Phonograph Company, its successors and 
assigns, became, or may become, authorized to ex- 
tend the same, and that all persons trespassing or 
infringing thereon will be prosecuted according to 
law. 
Dated March 26, 1903. 
New York PHONOGRAPH COMPANY, by 
JAMES L. ANDEM, Attorney. 
New ENGLAND PHONOGRAPH COMPANY, 
by JAMES L. ANDEM, Attorney. 
WISCONSIN PHONOGRAPH COMPANY, 
by JAMES L, ANDEM, Attorney. 
MINNESOTA PHONOGRAPH COMPANY, 
by JAMES L. ANDEM, Attorney. 
THE STATE PHONOGRAPH COMPANY OF ILLINOIS, 
by JAMES L. ANDEM, Attorney. 
MIssourl PHONOGRAPH COMPANY, by 
JAMES L. ANDEM, Attorney. 
OHIO PHONOGRAPH COMPANY, 
by JAmMeES L. ANDEM, Attorney. 


FE. K. Camp and 
Louis Hicks, 
Of Counsel for the Companies above named. 
KANSAS PHONOGRAPH COMPANY, by 
JAMES L. ANDEM, Attorney. 
KENTUCKY PHONOGRAPH CoMPANY, by 
JAMES L. ANDeM, Attorney. 


The first letter mentioned was signed by the pres- 
ent and then Secretary of New York Phonograph 
Company, James L. Andem, who also affixed to the 
said letter the corporate seal of New York Phono- 
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graph Company, and the said letter was also signed 
by the present and then Vice President of New 
York Phonograph Company, Il. M. Funston. Tour 
copies of cach of said two letters were prepared, 
signed and executed as aforesaid. One copy of each 
of said two letters signed and executed as aforesaid 
remains in the possession of complainant. On the 
26th day of March, 1903, said James L. Andem en- 
closed one copy of each of said. two letters in a 
sealed envelope directed to Thomas <A. Edison, 
Orange, New Jersey; and one copy of each of said 
two letters in a sealed envelope directed to The Na- 
tional Phonograph Company, Orange, New Jersey ; 
and one copy of each of said two letters in a sealed 
envelope directed to John I. Ott, Orange, New 
Jersey; and haying done so said James L. Andem 
took the said three envelopes addressed as afore- 
said, with the said letters enclosed therein to the 
post-ofiice of the United States, in the City and 
County of New York, and having paid the postage 
upon each of said envelopes with the lettérs therein 
contained, delivered them to the Registry Division 
of the said post-office to be sent as registered mail, 
and received three receipts consecutively numbered 
from the Post Office upon the delivery aforesaid of 
the said envelopes containing the said letters. The 
said receipts read as follows: 
Registered Letter No. 97232, P. O. New York, N. Y. 

Received Mar. 26, 1903, of H. M. Funston, 

d 140 Nassau, 
a letter adressed to John I*. Ott, 

Orange, N. J. 
Postmaster, per Q. 

Registered Letter No. 97233, P. O. New York, N. Y. 

Received Mar. 26, 1903, of H. M. Funston, 

140 Nassau, 
a letter addressed to the National Phono. Co., 
Orange, N. J. 
Postmaster, per Q. 
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Registered Letter No. 97234, P. O., New York, N. Y. 
Received Mar, 26, 1908, of 
a letter addressed to Thomas A. Edison, 
Orange, N. J. 
Postmaster, per Q. 


Said James L. Andem fearing that mail sent 
in the name of New York Phonograph Company or 
in his own name would not be received by the ad- 
dressees above named, mailed the said three en- 
velopes containing the said letters in the name of 
II. M. Funston, the Vice President of the New York 
Phonograph Company, giving Mr. Funston’s ad- 
dress as 140 Nassau street which then was and still 
is the office of the New York Phonograph Company. 
Subsequently and on March 27, 28, 1903, said H. 
M. Funston received at the office of the New York 
Phonograph at 140 Nassau Street, through the 
mail, the following registered return receipts: 


REGISTRY RETURN RECEIPT, 
Form No. 1548. 


Received from the Postmaster at Orange, N. J. 
(Delivering Ofiice. ) 

(Letter) 

Registered Gpaxeel) No. 97232 From Post Office at 

New York, N. Y. 

Addressed to J. FP. Ott 
(Name of addressee. ) 

Date Mar. 27, 1903 ee 
(Date of delivery.) 


When delivery is made \ J. F. Ott. 

to an agent of the ad-} (Signature of name of 
dressee, both ad-( addressee.) 

dressee’'s name and( Louis Ott. 

agent’s signature must | (Signature of <Ad- 
appear in this receipt./ dressee’s agent.) 


Raymond R. Wile 
Research Library 


1956 


A registered article must not be delivered to 
anyone but the addressee, except upon addresee’s 
written order. When the above receipt has been 
properly signed, it must be postmarked with name 
of delivering ofiice and actual date of delivery and 
mailed to its address, without envelope or postage. 


REGISTRY RETURN RECEIPT, 
Form No. 1548. 


Received from the Postmaster at Orange, N. J. 
(Delivering Office. ) 
(Letter) 
Registered (pareel) No. 97233 From Post Office at 
New York, N. Y. 


Addressed to National Phonograph Co. 
(Name of addressee. ) 


Date 3/28, 1903 
(Date of delivery.) 


When delivery is made \ National Phono. Co. 
to an agent of the ad- | (Signature or name of 
dressee, both ad- addressee. ) 

dressee’s name and/ J. R. Schermerhorn. 
agent’s signature must \ (Signature of Ad- 
appear in this receipt. dressee’s agent. ) 


A registered article must not be delivered to 
anyone but the addressee, except upon addresee’s 
written order. When the above receipt has been 
properly signed, it must be postmarked with name 
of delivering office and actual date of delivery and 
mailed to its address, without envelope or postage. 
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REGISTRY RETURN RECEIPT, 
Form No. 1548. 


Received from the Postmaster at Orange, N. J. 
(Delivering Office. ) 
(Letter) 
Registered (paree+) No, 9732 From Post Office at 
New York, N. Y. 


Addressed to Thomas A. Edison 
(Name of addressee. ) 
Date Mar. 28th, 1903. 
(Date of delivery. ) 


When delivery is made \ Thomas A. Edison. 

to an agent of the ad- } (Signature or name of 
dressee, both ad- addressee. ) 

dressee’s name and/( A. D. Caskey. 

agent’s signature must \ (Signature of <Ad- 
appear in this receipt. dressee’s agent. ) 


A registered article must not be delivered to 
anyone but the addressee, except upon addresee’s 
written order. When the above receipt has. been 
properly signed, it must be postmarked with name 
of delivering office and actual date of delivery and 
mailed to its address, without envelope or pestage. 


J. R. Schermerhorn who signed the above regis- 
try return receipt on behalf of National Phono- 
graph Company testified as a witness on behalf of 
defendant herein, stating that he was Ass’t. Gen- 
eral Manager of the Edison Phonograph Works 
and of the National Phonograph Company on 
March 11, 1604, and had been such since 1898. 

The sending and the receipt of the foregoing 
letters explain why if was assumed throughout 
this litigation that complainant had exercised the 
option clauses of the contracts and why it was that 
no contention or suggestion was ever made by de- 
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fendant or its counsel to the contrary. Further- 
more as appears from the Minutes of the Executive 
Committee of New York Phonograph Company, 

and as is the fact on March 25, 1903, the following 

action was taken, é 


New Yorn, March 25, 1903. 


At a mecting of the Executive Commitee 
held this day at No. 2 Wall Street, New 
York the Secretary was instructed to have 
letters prepared and signed by the proper 
ofiicers of the Company, under seal, ad- 
dressed to Thomas .A. Edison, The Edison 
Phonograph Works. The Edison Phono- 
graph Company, The National Phonograph 
Company, and Frederick P. Ott, notifying 
them that this Company exercises the option 
given to the Metropolitan Phonograph Com- ‘ 

° pany and The New York Phonograph Com- 
pany by contracts dated October 12, 1888, 
and February 6, 1889, subsequently ac- 
quired hy this Company, of extending its 
sole and exclusive right to sell and to use, 
within the State of New York, phonographs 
and supplies therefor, for such further time | 
as the North American Phonograph Com- 
pany, and ifs successors or assigns become, 
or may become, authorized to extend the 
same, 

The meeting then adjourned. 


At the next meeting of the Board of Trustees of 
New York Phonograph Company held after said 
meeting of the Executive Committee, Mareh 25, 
1905, and after the sending of said letters on March 
26, 1903, said meeting of the Board of Trustees 
having been held on April 15, 1903, the following be 
proceedings were had: 
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New York, April 15, 1903. 


The regular monthly meeting of the 
Board of Trustees was held, pursuant to 
notice, at the office of the Treasurer, No. 2 
Wall Street, at 3 o’clock Pp. M. 

Present: Messrs. Haines, Lewis, Fahne- 
stock, Funston and Andem. 

The minutes of the last meeting were read 
and approved. 

The Secretary stated that in accordance 
with insiructions received from the Execu- 
tive Committee, letters had been sent to 
Thomas A. Edison, The Edison Phonograph 
Works, The Edison Phonograph Company, 
The National Phonograph Company, and 
John T°. Ott, notifying them of the exercise 
of the option given this Company to ex 
tend its exclusive rights under its contracts 
with the North American Phonograph Com- 
pany. The following is a copy of the letter 
sent to the above-named parties: 

“To whom it may concern and Thomas A. 
Edison, The Edison’ Phonograph Works, 
The Edison Phonograph Company, The Na- 
tional Phonograph Company, and John F. 
Ott: 

“Take notice, that New York Phono- 
graph Company hereby exercises, and has 
heretofore exercised, the options given to 
Metropolitan Phonograph Company and 
The New York Phonograph Company, by 
contracts dated October 12, 1886, and Feb- 
ruary 6, 1889, respectively, between said 
companies and The North American Phono- 
graph Company, and subsequently acquired 
by New York Phonograph Company with 
the consent of The North American Phono- 
graph Company, and that the rights of New 
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York Phonograph Company under said con- 
tracts are extended, by the exercise of said 
options, and for such further time as The 
North American Phonograph Company, and 
its successors or assigns became, or may be- 
come, authorized to extend the same. 

“Take notice further, that the said ex- 
tended rights of New York Phonograph 
Company include the sole and exclusive 
right to sell and to use, within the State of 
New York, phonographs and supplies there- 
for made under, or in accordance with, the 
inventions patented and unpatented, of 
Thomas A. Edison and others, according to 
said contracts, and that all persons infring- 
ing or trespassing upon the said sole and ex- 
clusive rights of New York Phonograph 
Company will be prosecuted according to 
law. 


“Dated New York, March 26, 1903. 


“New York PHONOGRAPH COMPANY, by 
[Sed.] Hl. M. Funsron, 
Vice President. 
“Attest: 
“James L. ANDEM, Secretary. 
“BH. Kk. Camp and Louis Hrexs, [Seat] 
“Atty’s. for New York Phonograph Co.” 


The following resolution was submitted 
and unanimously adopted: 


Resolved, That the notification sent to 
Thomas A. Edison, The Edison Phonograph 
Works, The Edison Phonograph Company, 
The National Phonograph Company, and 
John F. Ott, under date of March 26, 1903, 
signed by the officers of this Company by 
authority of the Executive Committee, exer- 
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cising the option given this Company to ex- 
tend its sole and exclusive right to sell and 
use, within the State of New York, phono- 
graphs and supplies therefor, under its con- 
tracts of October 12, 1888, and February 6, 
1889, copy of which has been submitted and 
read, is hereby ratified and confirmed. 

Mr. Funston offered the following resolu- 
tion, which was unanimously adopted: 

Resolved, That a Committee of three mem- 
bers of this Board, Messrs. Haines, Lewis 
and Fahnestock, be appointed for the pur- 
pose of conferring with counsel and ascer- 
taining the present status of the Company’s 
suits against the Edison Companies, and 
whether it is expected that application for 
an injunction will be made before the ad- 
journment of the present term of court. 
That said committee be requested to make 
report thereon at a special meeting of this 
Board to be held on Thursday, the 23d inst., 
at 3 o’clock P. M. 

A letter was read from one of the counsel 
of the Company enclosing copy of a pro- 
posed contract to be made before the ad- 
journment of the present term of court. 
That said committee be requested to make 
report thereon at a special meeting of this 
Board to be held on Thursday, the 23rd 
inst., at 3 o’clock P. M. 

A letter was read from one of the counsel 
of the Company enclosing copy of a pro- 
posed contract to be made with The Leeds 
& Catlin Company, to manufacture for New 
York Phonograph Company — cylindrical 
phonogram blanks, and cylindrical sound 
records, including duplicate cylindrical, 
molded, sound records; which proposed con- 
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tract was read, considered and referred to F | 
the special committee appointed at this 
- = meeting, for its consideration and report. 
Nivdk | 
Thus the truth of the matter is established and 
since the decision rendered by his Honor, Judge 
fice at Hazel, upon this point is not in accordance with 
what has been assumed in the case and is not in ac- 
cordance with the fact, the Board of Trustees of 
New York Phonograph Company on January 18, 
1905, unanimously adopted the following resolu- 
tion: 


~ 


“Whereas, in the decision rendered by 
Sei Judge Hazel, January 5, 1905, in the case 
me of of the New York Phonograph Company vs. 
the National Phonograph Company and 
others it is stated that there is no evidence 
aah showing that the New York Company ever 
' exercised its option continuing its exclusive 
license after March 26, 1903, and 
Whereas, the minute books of the Board 
of Trustees of the Company, and copies of 
Mi cici letters sent to the National Phonograph 
Beit: Company and others show that the Com- / 
y and pany did exercise its option extending its 
exclusive license; therefore 
Resolved, That the counsel of the com- 
si a? pany be requested to take the necessary 
, steps to bring this matter to the attention 
alt of ; Sete : : 
of the court, as speedily as possible, in or- 
der to obtain a modification of the decision 
and to secure the injunction asked for in our 
ill of complaint; and that the treasurer of 
| the company communicate with counsel to 
this end.” 
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in the record of the cause. On January 23, 
1901, the bill of complaint was filed, alleging 
that the rights granted had been granted until 
the 26th day of March, 1908, and for such 
further time at the option of the complainant as 
should be equal to the time for whiche the 
North American Phonograph Company might 
be authorized to grant the same (fols. 14, 22) 
and praying not only a preliminary injune- 
tion, but also a perpetual injunction, restraining 
defendants from violating the provisions and rights 
of complainant under the contracts in question. 
The suit was vigorously prosecuted as the record 
shows, from the time of filing the bill of com- 
plaint on January 23, 1901, until it was argued at 
final hearing on June, 1904. During all this time 
defendants were invading complainant’s rights, and 
during all this time complainant was prosecuting 
this suit in a court of equity asking for injunctive 
relief. There was no way in which complainant 
could exercise this option except by the prosecution 
of this suit to compel the defendants to recognize 
these rights under the contracts. The prosecution 
of this suit was a more solemn act and a more af- 
firmative act than was the sending of the letters 
above set forth. Complainant, as the record shows, 
could not exercise this option by purchasing phono- 
graphs and supplies from these defendants, because 
the evidence shows that these defendants defied 
complainant’s contract rights, invaded complain- 
ant’s territory and even refused to fill or recognize 
orders sent for phonographs and supplies (C. R. 
Haines, foils. 1¢38 to 1042). Inasmuch as the de- 
fendants had repudiated every obligation owing 
from them to complainant under the contracts and 
in relation to the subject matter thereof, there was 
but one resource open to complainant, and that 
was to invoke the aid of a court of equity, and by 
so doing, and by the prosecution of this suit from 
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January, 1901, until the present day, complainant 
has exercised in the most solemn and positive man- 
ner the option and all the rights derived from the 
contracts in question. Not only does the record 
of the suit show this but it shows also that notwith- 
standing the invasion of complainant’s territory by 
defendants, and the repudiation of complainant’s 
rights by defendants, complainant, on May 7, 1903, 
entered into a contraet with the Leeds & Catlin 
Company for the manufacture of Edison records, 
(Deft.’s Record Fahnestock, fols. 150 to 154). This 
was the exercise by complainant during the period 
immediately subsequent to March 26, 1903, of its 
manufacturing rights granted by the contracts in 
question in case the North American Phonograph 
Company or its successors refused or neglected to 
supply complainant with phonographs and sup- 
plies (Com.’s Exh. fols. 726 & 819). The record 
furthermore shows that as soon as complainant en- 
deayored to exercise this option and this right to 
manufacture by the contract of May 7, 1908, with 
the Leeds & Catlin Company, this defendant, Na- 
tional Phonograph Company, immediately brought 
four suits against the Leeds & Catlin Company 
upon Edison patents, the rights under which, for 
the State of New York, belonged to complainant, 
in order to prevent complainant and the Leeds & 
Catlin Company from exercising complainant’s op- 
tion and rights (Deft.’s Record Fahnestock, fols. 
714 to 720). 

As above stated in this petition the defendants 
themselves, subsequent to March 26, 1903, solemnly 
asserted in litigation based upon the contracts 
whereby complainant derived its rights, and 
brought in the interest of and on behalf of these 
defendants, that complainant had exercised the said 
option clauses of the contracts of October 12, 1888, 
and February 6, 1889, and that complainant’s rights 
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under the said contracts were in full force and ef- 
fect subsequent to March 26, 1903, and would con- 
tinue in full force and effect until the expiration 
of the patents under which the exclusive license to 
use and vend the inventions, had been granted. The 
litigation referred to is the suit brought in this 
court by John 1. Helm on behalf of these defend- 
ants against the American Graphophone Company, 
Columbia Phonograph Company General and New 
York Phonograph Company. Defendant intro- 
duced in evidence the answers of the American 
Graphophone Company and Columbia Phonograph 
Company General and of New York Phonograph 
Company (Deft.’s Exh., pp. 577 to 599). The 


nature of the suit is fully disclosed from the 
said two answers and the testimony herein; and’ 


this court will, if necessary, take judicia] notice 
of a bill of complaint in the suit which is 
filed on record in the office of the clerk of this 
Court. The answers having been introduced in evi- 
dence by defendant are available to complainant 
for all purposes. It conclusively appears from the 
allegations of the said answers that Helm brought 
his said suit and filed his said bill of complaint “at 
the sole expense of, and for the sole benefit of 
Thomas A. Edison, Edison Phonograph Company, 
Sdison Phonograph Works, National Phonograph 
Company and Howard W. Hayes” (Deft.’s Exh., p. 
578) ; and that said Helm brought the said suit “in 
the interest of Mr. Edison and his said three com- 
panies (Edison Phonograph Company, Edison 
Phonograph Works and National Phonograph 
Company) and under the direction of their said 
counsel, Howard W. Hayes, Esq.” (Deft.’s Exh. 
597, 586.) It further appears from the testimony 
of defendant’s witness Fahnestock that when testi- 
mony began to be taken on behalf of the compiain- 
ant, Helm, in that suit, Howard W. Hayes, counsel 
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for National Phonograph Company in this suit, ap- 
peared for Lielm in said suit and conducted the ex- 
amination of witnesses (Deft.’s Record, Fahnestoek 
x-Q. 282, fol. 246) ; and that Helm was an associate 
of Howard W. Hayes and acted on behalf of these 
defendants in numerous proceedings growing out of 
this litigation (Deft.’s Record, Fahnestock, fols. 257 
to 269). Mr. Camp, being called as a witness for 
defendant, also testified, explaining that “the Helm 
suit was, therefore, a suit in reality between the 
Edison interests and Graphophone interests 
(Deft.’s Record, Camp, fols. 1124, 1221 to 1224). 
It is not necessary further to refer to the record to 
show that the Helm suit was brought on behalf of 
these defendants, inciuding the National Phono- 
praph Company. The fact is established beyond 
dispute by the evidence introduced by defendant, 
National Phonograph Company, itself. It appears 
from the record that the Helm suit was brought in 
April, 1808. The bill of complaint was verified 
April 2, 1903, was filed April 3, 1903, and subpeena 
ad respondendum was served upon New York 
Phonograph Company on April 6, 1903 (Deft.’s 
Exh., pp. 595-596, bill of complaint filed of record 
in this court). The purpose of the Helm suit was 
to enable these defendants through a stockholder 
of New York Phonograph Company to attack the 
American Graphophone Company upon the basis 
of rights which New York Phonograph Company 
had acquired under its contracts of October 12, 
1888, and February 6, 1889, and the extensions 
thereof. The mere fact that the suit was begun in 
April, 1905, and subsequent to March 26, 1903, upon 
a bill of complaint filed on the equity side of the 
Court and asking for a perpetual injunction as well 
as for a preliminary injunction was an assertion 
by these defendants that the contract rights of com- 
plainant were then in force, and that the option 
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clauses of the contracts had been fully exercised. 
But the bill of complaint specifically alleged that 
the rights which New York Phonograph Company 
had acquired under the said contracts contained 
“during the life of the said patents” (Bill of Com- 
plaint, paragraph 13, and Deft.’s Exh., pp. 577 to 
599). It is true that the Helm suit related to 
graphophone patents, but the rights to the grapho- 
phone patents were derived and were alleged to be 
derived an: could only have been derived through 
the contracts of October 12, 1888, and February 6, 
1889, and the extensions thereof between New York 
Phonograph Company and the North American 
Phonograph Company. The situation then was 
this: Thomas A. Edison and his three companies, 
the defendants in this suit, and the successors of 
the North American Phonograph Company, filed 
their bill of complaint in the name of Helm, April, 
1803, and subsequent to March 26, 1983, asserting 
that the contract rights of complainant were then 
in full force and effect and requesting this court of 
equity to enforce such rights against their com- 
petitor, the graphophone interest, and ostensibly on 
behalf of New York Phonograph Company, which 
was made a party defendant, but in reality on their 
own behalf and in their own interests. 

It is, therefore, respectfully submitted by your 
petitioner, New York Phonograph Company, that 
the Court overlooked the conclusive evidence in the 
case when it said “there is no evidence that com- 
plainant ever exercised the option clause of the 
contract.” It is furthermore respectfully sub- 
nitted on behalf of complainant that such a con- 
clusion is manifestly contrary to the fact and that 
great injustice would result if such conclusion, 
clearly contrary to the fact, should be permitted to 
stand. If it is necessary further to show that com- 
plainant exercised the option clause of the con- 
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tract, proof thereof is to be found in the statement 
of defendant’s witness Fahnestock on March 25, 
1904, that the desive of the New York Phonograph 
Company to go into the business of handling phono- 
graphs and phonograph supplies “has been the only 
desire of the company ever since I had anything to 
do with it, and it still exi:.ts to-day” (Deft.’s Record, 
Fahnestock, fol. 697), and in the statement of the 
same witness on October 29, 1903, that New York 
Phonograph Company “did business as long as they 
could, they would do business to-day if they had a 
chance” (Deft.’s Record, Fahnestock, fol. 141, 57) ; 
and in statement of defendant’s witness Funston, 
that New York Phonograph Company would put 
itself right to business again if it succeeded in this 
suit (Deft.’s Record, fols. 666, 667). The other 
evidence in the record is to the same effect. On 
May 138, 1908, William I. Gilmore, president of 
National Phonograph Company, testified that the 
National Phonograph Company was then, in ac- 
cordance with its agreements, defending and would 
defend all suits brought against its dealers in the 
State of New York by New York Phonograph Com- 
pany (Com’s Record, fols. 1247 to 1249). In this 
way we find conclusive evidence of knowledge on 
the part of National Phonograph Company that 
complainant was endeavoring prior and subse- 
quent to March 26, 19038, to exercise its right under 


. the contracts and of determination onthe part of 


National Phonograph Company to defeat complain- 
ant in its attempt to exercise its contract rights. 
Your petitioner further shows that his Honor, 
Judge Hazel, in the part above quoted of the opinion 
handed down in this cause on January 5, 1905, said: 


“The language of the option is vague and 
indefinite and does not specify on what 
terms, if any, it becomes effective, or whether 
any consideration should be paid therefor.” 
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Tn the original contracts of October 12, 1888, and 
February 6, 1889, and in the 15th paragraph there- 
of (Com.’s Exh., fols. 741, 835) the language which 
the Court had in mind and which the Court quoted 
in the said opinion is as follows: 


“Until the 26th day of March, 1903, and 
for such further time, at the option of the 
party of the second part, as the party of the 
first part may be authorized to extend said 
license as aforesaid.” 


As will be seen by reference to the said 15th 
paragraphs of the said two contracts of October 12, 
1888, and February 6, 1889, the provision quoted 
was used in the original contracts to define the 
periods of time during which the extended licenses 
should continue upon the deposit of stock with the 
Cenival Trust Company by complainant’s predeces- 
sors. As the original contracts of October 12, 1888, 
and February 6, 1889, were complete and executed 
contracts, full force and effect must be given to all 
their provisions. In the 10th paragraphs of said 
original contracts (Com.’s Exh., fols. 722, 816) it 
is provided that: 


“Ff on the first day of January, 1890, or at 
any time thereafter there shall be in any por- 
tion of the territory covered by this agreec- 
ment a demand for phonographs or phono- 
graph-Graphophones, Special Extras for 
appliances, which the party of the second 
part shall neglect or fail to take appropriate 
nmieasures to meet, the party of the first part 
may give written notice thereof to the party 
of the second part, and if at the end of thirty 
days thereafter tlie said neglect or omission 
still continues, the party of the first part 
may, so long as such default shall continue, 
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but to the extent only of such default, pro- 
ceed to supply the demand through agents 
or otherwise without liability to the party 
of the second part, provided that course shall 
not interfere with the delivery to the party 
of the second part of instruments, special 
extras or appliances, for which requisition 
shall be made by it under the terms of this 
agreement.” 


Other provisions in the original contracts like- 
wise show that the terms and conditions of the orig- 
inal licenses were definite, full and complete. If, 
however, any apparent indefiniteness existed in the 
original contracts of October 12, 1888, and Febru- 
ary 6, 1889, such apparent indefiniteness was com- 
pletely and absolutely removed by the express terms 
of the agreements extending licenses made June 23, 
1890, and June 138, 1889 (Com.’s Exh., fols. 845, 
754). In the third and fourth paragraphs, respec- 
tively, of said agreements extending licenses the 
following provisions occur (Com.’s Exh., fols. 859, 
768) =: 

“Until the 26th day of March, 1903, and 
for such further time at the option of the 
party of the second part, as the party of the 
first pari may be authorized to extend such 
licenses; subject, however, to the covenants 
and agreements of said agreement of October 
12, 1888 (February 6, 1889), as fully and en- 
tirely as if said agreement had been in the 
first instance made to cover the period of the 
extension granted hereby, as well as the 
period originally thereby fixed and limited.” 


It, therefore, appears that the terms and conditions 
upon which the extended licenses were granted ‘“un- 
til the 26th day of March, 1903, and for such further 


Raymond R. Wile 
Research Library 


1971 


iinie at the option of the party of the second part as 
the party of the first part may be authorized to ex- 
tend such license” were definitely fixed and deter- 
mined in the agreements extending licenses of June 
23, 1890, and of June 13, 1889. 

Your petitioner, therefore, shows unto your 
Ifonors and avers that the extended licenses con- 
tinued in full force and effect subsequent to March 
26, 1903, subject to terms definitely fixed and de- 
termined as aforesaid by the contracts and agrec- 
ments referred to. 

as part of this petition and in support thereof 
your petitioner presents herewith to your Honors 
the annexed certificate of counsel and the annexed 
affidavits of James L. Andam, and of Louis Hicks 
and of William Fahnestock. 

Wherefore, your petitioner prays that a rehear- 
ing may be had in this cause upon the question of 
the expiration of the said contracts and licenses on 
March 6, 1908, and that such other and further pro- 
ceedings may be had in this cause for the purposes 
of such rehearing as may be in accordance with the 
justice and the practice of this Court in equity, 
and that the relief prayed for in the annexed order 
io show cause, herewith presented, may be granted 
and that your Tionors will grant to your petitioner 
such other and further relief as to your Honors may 
seem meet and as the equity and justice of the 
premises require. 


Dated January 30, 1905. 


NEw York PHONOGRAPH COMPANY, 
by H. W. Funston, 
Vice-President. 


(| 
4 | 
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CIRCUIT COURT OF THE UNITED STATES, 


SOUTHERN DIstricr or NEw YORK. 


New YorkK PHONOGRAPH Com- 
PANY, 
Complainant, 


V. 2 
Affidavit of Will- 


Tuomas <A. EpIson, EDISON : 
s iain Fahnestock. 


PHONOGRAPH COMPANY, LEptI- 
son PHONOGRAPH WorKS and 
NATIONAL PHONOGRAPH COM- 
PANY, ; 

Defendants. 


State and County of New York, ss.: 


WILLIAM FanNesrock, being duly sworn, says: 

I am a Trustee and Treasurer of New York 
Phonograph Company. |} have read the foregoing 
petition and know the contents thereof, and the 
same is true to the best of my knowledge, informa- 
tion and belief. Tn March, 1908, T was a member 
of the Board of Trustees and of the Executive Com- 
mittee of New York Phonograph Company, and 
the proceedings had on March 25, 1903, and April 
25, 1903, are correctly set forth in the foregoing pe- 
tition, and such proceedings were had. T was pres- 
ent at the said meeting of the Executive Commit- 
tee and at the said meeting of the Board of Trus- 
tees, T attended the oral argument at final hearing 
in this cause from day to day in May and June, 
1904,.and the foregoing petition correctly states 
what was done and said at the final hearing as 
heard and understood by me. The resolution of 
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January 18, 1905, set forth in the foregoing petition 
was passed at the meeting of the Board of Trustees 
of complainant at which I was present. 

WILLIAM FAHNESTOCK. b] 


Subscribed and sworn to before me } 
this 80th day of January, 1905, 
Tos. S. WILLIAMS, 
[ SEAL. | Notary Public, 
New York County. 


CIRCUIT COURT OF THE UNITED STATES, 


SouTHERN Disrricr or New York. 


New York PHONOGRAPIL CoM- 


PANY, 4 
Complainant, 
Vs 
Affidavit of Hugh 
THoMAS A. Epison, Epison / yy. Funston. 
PuHONOGRAPH ComMPANy, Ept- 
SON PronoGrarH Works and 
NATIONAL PHONOGRALIT Com- 
PANY, 
Defendants. 
State and County of New York, ss. : 
Huen M. Punston, being duly sworn, says: 
Iam a trustee and Vice-President of New York 
Phonograph Company, complainant in the above- 
entitled suit in equity. I have read the foregoing 
petition for rehearing and know the contents there- . 
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of, and the same is true according to the best of my 
knowledge, information and _ belief. 

In March, 1908, L was a Trustee and Vice-Presi- 
dent of New York Phonograph Company and I was 
present at the meeting of the Board of Trustees 
held April 15, 1908, and the foregoing petition cor- 
rectly sets forth the proceedings had at said meet- 
ing. .At the dates mentioned in the foregoing pe- 
tition for rehearing I received, through the mail, 
at 140 Nassau Street, the three registry return re- 
ceipts set forth in the petition. I was present from 
day to day in May and June, 1904, at the oral argu- 
ment upon the final hearing in this cause, I signed 
the bill of complaint herein as Vice-President of the 
Company and am familiar with the record at final 
hearing in this cause. The foregoing petition sets 
forth the facts according to the best of my knowl- 
edge, recollection, information and belief. 

H. M. FUNSTON. 


Subscribed and sworn to before me 
this 380th day of January, 1905. 
T. P. DALTON, 
[SPAL. | Notary Public, 
Kings County, 
Cert. Filed in New York County. 
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CIRCUIT COURT OF THE UNITED STATES, 


SourTnerN Disrrier or NEw Yor«. 


New YorkK PHONOGRAPH ComM- 
PANY, 
Complainant, 


Vy. 


\ +e 
THoMas <A. EDISON, EDISON ) aso seprsulives 
James L. Andam. 


PHONOGRAPH COMPANY, EbI- 
SON PHONOGRAPH WoRKS and 
NATIONAL PHONOGRAPH COM- 
PANY, 

Defendants. 


State and County of New York, ss.: 


JAMES L. ANDEM, being duly sworn, says: 


Tam a trustee and secretary of New York Phono- 
graph Company, complainant above named. I have 
read the foregoing petition and know the contents 
thereof, and the same is true to my knowledge ex- 
cept as to the matters therein stated to be alleged 
upon information and belief, and that as to such 
matters I believe it to be true. The grounds of my 
belief as to such matters is information given to me 
by counsel, Louis Hicks, for New York Phonograph 
Company, complainant herein. 

In March, 1903, I was a trustee and Secretary 
of New York Phonograph Company, and I was then 
a member of the Executive Committee and the 
Board of Trustees of the Company. The proceed- 
ings had by the Executive Committee on March 25, 
1903, and by the Board of Trustees on April 15, 
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1908, are correctly set forth in the foregoing peti- 
TES, tion. T was present at each of said meetings and 
acted as Secretary thereof, and made the minutes 
thereof in each case. | personally prepared the let- 
ters dated March 26, 1903, and mailed them on said 
date, and received the three receipts therefor on 
said date, all as set forth in the foregoing petition, 
and the three registry return receipts mentioned in 
said petition were, to my knowledge, received by 
ithe Vice-President, Hugh M. Funston, of the Com- 
pany, at its office, No. 140 Nassau Street, in March, 
1903, as set forth in said petition. I was present 
at the oral argument on final hearing in this cause 
~ May and June, 1904, and the foregoing petition 
correctly sets forth the facts in regard thereto as 
heard and understood by me. I am familiar with 
the record at final hearing in this cause and the 
foregoing petition correctly states the facts appear- 
ing of record in this cause to the best of my knowl- 
edge, information and belief. 


of 
idam. 


JAMES [L. ANDEM.: 
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Subscribed and sworn to before me 
this 80th day of January, 1905, 
T P. DALTON, 
[SEAL. | Notary Publie, 
Kings County, 
Cert. filed in New York County. 
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CIRCUIT COURT OF THE UNITED STATES, 


SouTHERN Disrricr or New York. 


New York PHonoGrRAPH CoM- 


PANY, 
Complainant, 
Vv. 
; Affidavit of 
TromMas <A. Epison, E : ‘ 
EDISON, EDISON Louis Hicks. 


PHONOGRAPH COMPANY, EDI- 
SON PHONOGRAPH WorKS and 
NATIONAL PHONOGRAPH CoM- 
PANY, 

Defendants. 


State and County of New York, ss.: 


Louis HIcks, being duly sworn, says: 


IT am counsel for New York Phonograph Com- 
pany, complainant herein, and have had charge of 
the prosecution of complainant’s case since the fil- 
ing of the bill of complaint in January, 1901. I 
have read the foregoing petition for rehearing and 
know the contents thereof, and the same is true to 
the best of my knowledge, information and belief. I 
was of counsel for complainant at the argument at 
final hearing in May and June, 1904, and the pro- 
ceedings and arguments had at final hearing are 
correctly set forth in said petition as heard and un- 
derstood by me. I am entirely familiar with the 
record and the proceedings in this case and the 
statements in said petition with reference to the 
record of the proceedings in this cause are correct. 

I have read and carefully considered the opinion 
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herein handed down by his Honor, Judge Hazel, on 
January 5, 1905, and especially that part of the 
opinion quoted and set forth in the foregoing peti- 
tion, No decree of any kind has been entered upon 
said opinion of his Tlonor, Judge Hazel. The state- 
ment contained in the part of the opinion quoted 
in the petition that “there is no evidence that the 
complainant ever exercised the option clause of the 
contract” came as a complete surprise to me. Dur- 
ing the entire course of this lengthy litigation I 
never heard if asserted in any intelligible manner 
that complainant had not exercised the option 
clause of the contract and in view of the bringing 
and of the pendency of this suit in equity wherein 
complainant was seeking, not only a preliminary, 
hut a permanent injunction, both prior and subse- 
quent to Mareh 26, 1903, and in view of all the facts 
and circumstances set forth in the foregoing peti- 
tion, if never occurred to me that any question ever 
could arise as to the exercise by complainant of the 
option clause of the contract. Indeed, in the view 
which I took of complainant’s rights, the sending 
of the letters of March 26, 1903, set forth in the 
foregoing petition, was unnecessary, and these let- 
ters were sent to my knowledge merely out of an 
abundance of caution. In the view which I took 
of the case, the bringing and the prosecution of this 
suit and the asking for a preliminary and perpetual 
injunction was the most solenin and effective way 
in which complainant could exercise the option 
clause of the contract, for the reason that these de- 
fendants, by repudiating all obligation on their 
part arising out of the contracts between com- 
plainant and the North American Phonograph 
Company had prevented complainant from per- 
forming the contracts on its part both prior to and 
subsequent to the 26th day of March, 1903. In my 
opinion the only way in which complainant could 
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exercise the option clause of the contract was by 
continuing to do business under the terms and con- 
ditions of the contract, but this the defendants eon- 
tinuously prevented complainant from doing 
through their repudiation of the contracts and 
through their defiance of complainant’s rights un- 
der the contracts. The evidence adduced was so 
voluminous and the exhibits offered in evidence by 
complainant were so many, and the difficulty of 
compelling defendants to produce necessary docu- 
ments were so great that it never occurred to me 
in the stress of the litigation that it was in any 
Way necessary or material to strengthen complain- 
ant’s case by putting in evidence the letters of 
March 26, 1908. In the view which I took of the 
option clause of the contract the rights were 
granted to complainant hy the contracts them- 
selves for a period of time subsequent to March 26, 
1903, and no formal act by complainant to continue 
these righis in force subsequent to March 26, 1903, 
Was necessary. And if it was necessary the prose- 
cution of this suit in itself seemed to be the most 
perfect and formal way of continuing the rights in 
force and effect. If, indeed, the offering in evi- 
dence of the letters of March 26, 1903, was a neces- 
sary or material part of complainant’s case the 
omission to offer these letters in evidence, on the 
part of complainant, was a mere inadvertence on 
the part of counsel, due to the great strain of this 
long litigation and the many suits collateral there- 
to set forth in the record of this cause. 

Indeed, when I closed complainant's prima facie 
‘ase October 21, 1908, my health had heen so shat- 
tered by the stress of this litigation that it was 
barely possible for me to attend the session, and it 
was with the ereatest difficulty that I was able 
thereafter to make the motion for preliminary in- 
junction,to prepare the case for final hearing and to 
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argue the case with associate counsel at final hear- 
ing. Furthermore, the Circuit Court of Appeals in 
the case of Raleigh v. Columbia Phonograph Com- 
pany, 122 Ved., 628, had on May 5, 19038, and there- 
fore subsequent to March 26, 1903, affirmed the 
eranting of a motion for preliminary injunction 
against the agents of this defendant, National 
Phonograph Company, without any intimation that 
the continuance in force of the similar rights of the 
Columbia Phonograph Company in any way de- 
pended upon adducing evidence to show an affirma- 
tive act for the exercise of the option clause of the 
contract. The record in that case contained, so far 
as I am aware, no evidence of the exercise of the 
option clause of the contract for the period subse- 
quent to March 26, 1903, other than the bringing 
of the suit prior to March 26, 1903, and the prose- 


cution of the suit up to the rendering of the de-: 


cision by the Circuit Court of Appeals subsequent 
to March 28, 1903, and on May 5, 1903. If at any 
time during the course of this litigation defend- 
ants’ counsel had suggested to me that in their 
opinion it was necessary for complainant to prove 
a formal act for the exercise of the option for the 
period subsequent to March 26, 1908, in order to 
avoid any dispute upon the subject my recollection 
of the letters of March 26, 1902, would have been re- 
vived and I should without question have offered 
them in evidence. But because defendant and de- 
fendants’ counsel presumably knew of the letters of 
March 26th, 1903, and because the truth was that 
the letters of March 26, 1968, had been written, sent 
and received and because of the bringing and prose- 
cution of this suit and because of the other cireum- 
stances set forth in the foregoing petition, includ- 
ing the bringing and the prosecution of the Tlelm 
suit, it was in my opinion assumed and considered 
throughout this litigation that complainant had 
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done everything which might be necessary to exer- 
cise its option for the period subsequent to March 
26, 1903. It never occurred to me that defendant’s 
counsel would or could contend that something 
that was absolutely contrary to the fact should be 
considered by the court as a ground for denial of a 
perpetual injunction prayed for by complainant, 
and I never understood defendants’ counsel to make 
such contention. 

By reason of the premises the statement of the 
court in the opinion quoted that “there is no evi- 
dence that complainant ever exercised the option 
clause of the contract” comes as a complete sur- 
prise, both in regard to the evidence in the cause 
and in regard to the law of the case. This state- 
ment is the first intimation which I ever had that 


‘any question could exist as to the fact, or that any 


point could be made under the circumstances as to 
the law. As shown in the petition the evidence in 
the case conclusively shows in the absence of any 
contradiction that complainant had exercised the 
option clause of the contract and since the truth 
is that complainant had exercised the option clause 
of the contract, and since the conclusion reached by 
the court upon that point is manifestly contrary to 
the fact, the equity of this case suggests that the 
ends of justice require that a rehearing be had and 
that complainant be permitted to offer in evidence 
the letters of March 26, 1963, and that such other 
further proceedings be had in this cause as will 
meet the requirements of equity and enable the 
cause to be finally disposed of after a full presenta- 
tion of all the evidence upon all points deemed ma- 
terial by the court to the case. The expense of this 
litigation has been great and far beyond the means 
of complainant as the record fully shows. The suit 
has been prosecuted as a test suit to secure from the 
courts an adjudication of the rights of the parties 
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in view of all the facts. It would defeat the ends 
of justice and prolong this litigation beyond all 
reasonable limits to deny complainant’s request. for 
a rehearing upon this point and for permission to 
put in evidence the matter omitted through inad- 
vertence in a most yoluminous record and because 
counsel had been misled by a prior decision of a 
Circuit Court of Appeals. Furthermore, as his 
Honor, Judge Hazel, intimated in his opinion, the 
questions involved in this case should be passed 
upon by the Circuit Court of Appeals and manifest- 
ly the ends of justice require that when the case 
comes to the Circuit Court of Appeals the evidence 
in the case should be full and complete so far as it 
can be made so upon all questions which are deemed 
by the Circuit Court to be material to a proper de- 
termination of the issues involved. 

The letters of March 26, 1908, were never in pos- 
session of counsel for complainant, had passed com- 
pletely out of my memory, and nothing ever oc- 
curred until the handing down of the opinion on 
January 5, 1905, to revive my recollection of the 
letters, to suggest their materiality or even the ad- 
visability of offering them in evidence. 

Louis Hicks. 


Subscribed and sworn to before me 
this 31st day of January, 1905. 
T P. DALTON, 
[SEAL. ] Notary Public, 
Kings County, 
Cert. filed in New York County. 
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CIRCUIT COURT OF THE UNITED STATES, 


SournERN District or New Yor«K. 


New York PHonocrary Com- 
PANY, 
Complainant, 


Vv. 


Certificate of 


Thomas <A. Epson, EpDIson 
Counsel. 


PHONOGRAPH COMPANY, EDI- 
son PHONOGRAPH WorkKS and 
NATIONAL PHONOGRAPH CoM- 
PANY, 

Defendants. 


State and County of New York, ss.: 


We, the undersigned, Louts Hicks and JouHn C. 
TOMLINSON, counsel for complainant in the above- 
entitled suit in equity, hereby certify that we have 
read the foregoing petition and affidavits thereto 
annexed and referred to therein and made a part 
thereof, that we have carefully read and considered 
the epinion handed down by his Honor, Judge 
Hazel, in this suit on January 5, 1905, and that in 
our opinion the circumstances and facts set forth 
in the said petition and affidavits are of such weight 
and importance that a rehearing of this cause 
should be had upon the question of the expiration 
of complainant’s rights on March 26, 1908, and 
that in our opinion if such rehearing is had the 
facts and tircumstances set forth in the said peti- 
tion and affidavits, will change the result reached 
by his Honor, Judge Hazel, in the opinion of Janu- 
ary 5, 1905, and lead the court to hold that com- 
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plainant’s rights are still in force and continued in 
force subsequent to March 26, 19038. 

We hereby further certify that in view of the 
great. expense at which this litigation has been 
conducted and of the length of time elapsed since 
the suit was begun and because the questions in- 
volved should according to the intimation of his 
Hlonor, Judge Hazel, be passed upon by the Circuit 
Court of Appeals, the evidence in the cause should 
be made full and complete upon every question of 
fact deemed material by the Circuit Court to a 
proper determination of the issues involved. 


Dated this 31st day of January, 1905. 


Louis HIcks, 
JOHN C. TOMLINSON, 
Counsel for Complainant. 


(Indorsed)—U. S. Circuit Court, Southern Dis- 
trict of New York.—New York Phonograph 
Company, Complainant, against Thomas A. 
Edison, Edison Phonograph Co., Edison 
Phonograph Works and National Phono- 
graph Co., Defendants—Order to Show 
Cause, Petition and Affidavits for 
Rehearing.—Louis Hicks, Counsel for -Com 
plainant, 25 Pine St., New York, N. Y.— 
U.S. Cirenit Court, Southern District, New 
York.—Tiled May 1, 1905.—John A. Shields, 
Clerk. 
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UNITED STATES CIRCUIT COURT, 
SournerN Districr or New York. 


In Equity. 


Npw York PHONOGRAPH CoM- 
PANY, 
Complainant, 


AGAINST 


Thomas <A. Epison, EDISON 
PronograrPH COMPANY, EDI- 
SON PHONOGRAPH Works and 
NATIONAL PHONOGRAPH CoM- 
PANY, 

Defendants. 


Enisna K. Camp, 
for complainant. 
Louis Hicks, 
JouNn C, TOMLINSON, 
of counsel. 
Ropinson, Bripp_e & WARD, 
for defendants. 
C. L. BUCKINGHAM, 
C. M. Hoven, 
Frank L. Dyer, 
WILLIAM PELZER, 
of counsel. 


Hazeu, J. 


This is an application by complainant for a re- 
hearing of this cause and for leave to introduce ad- 
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ditional proofs. A decision in complainant’s favor 
rendered January 5, 1905, allowed an accounting 
and held that no injunction should issue as the li- 
censes in question had expired and complainant had 
failed to exercise its option to extend the same. 
The petition for rehearing recites that because of 
the opinion of the court, full and complete reargu- 
ment and the production of further available proofs 
upon the question whether the licenses were ex- 
tended beyond March 26, 1903, becomes essential 
lest injustice be done if the cause be decided on the 
present record. Defendants contend that under well 
established rules of procedure the hearing sought 
should not be allowed on the ground that the eyi- 
dence now offered is not newly discovered and com- 
plainant has not been misled or surprised. This 
contention, persuasive ef its correctness in a ma- 
jovity of cases, need not be discussed, as a careful 
review of the original decision and rereading parts 
of the evidence, satisfes me that the former ruling 
was erroneous ip that complainant was not afforded 
all the relief to which it is entitled. The contention 
that the complainant's rights under the licenses re- 
mained in force subsequent to March 26, 1903, was 
fully argued at the hearing and suflicient evidence 
is found in the record in support thereof, although 
it was not given the importance which T now believe 
it merits. 
The opinion after stating, 


“As has been observed, the original New 
York Company license was until February 
Gth, 1894 (the Metropolitan Company li- 
cense expiring earlier), and later, as has 
been stated, both licenses were extended un- 
til March 25, 1903. The original and exten- 
sion licenses, afier setting forth the condi- 
tions of the second term, contained this pro- 
vision, ‘Such further time, at the option of 
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ihe party of the second part, as the party of 
the first part may be authorized to extend 
said license.’ ” 


points out that there is no evidence that complain- 
aut ever exercised such option clause and, accord- 
ingly, it was difficult to conceive upon what equi- 
table grounds it was entitled to assert any rights 


beyond the second term. The excerpt from the li-, 


censes is misleading and does not correctly disclose 
the period of time for which they were equitably 
extended. The paragraph containing the term of 
extension in the agreement of June 23, 1890, be- 
tween the American Company and the Metropoli- 
tan Company reads as follows: 


“Tyirp.—It is further agreed that upon 
delivery, as aforesaid, to said Jesse H. Lip- 
pineott, Trustee, or his successor, by said 
Central Trust Company of New York of 
said shares of the capital stock of the party 
of the second part, and upon the faithful 
performance by the party of the second part 
of all the covenants and agreements made in- 
cumbent upon it by said agreement of Octo- 
ber 12th, 1888, then that this agreement shall 
become and shall confer upon and shall fully 
and entirely vest in the party of the second 
part an extension of the rights granted to 
and conferred upon the party of the second 
part by said agreement of October 12th, 
1888, for a further period and until the 26th 
day of March, 1903, and for such further 
time as the party of the first part may be 
authorized to extend such license; subject, 
however, to the coyenants and agreements 
of said agreement of October 12th, 1883, as 


fully and entirely as if said agreement had ~ 


been in the first instance made to cover the 
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period of the extension granted hereby, as 
well as the period originally thereby fixed 
and limited.” (Italics mine.) 


It will be noted that the words “at the option of 
the pariy of the second part,” upon which stress 
was placed in the eriginal opinion are omitted, al- 
though such words of appvrent limitation are con- 
tained in the original and extension licenses to the 
New York Company and in the original (not exten- 
sion) license to the Metropolitan Company. 

The question for further consideration is 
whether the franchise rights granted to the Metro- 
politan Company were extended for the full period 
of time for which the licensor had authority to ex- 
tend the same, or, as the court assumed, whether 
such rights were wholly dependent upon the formal 
exercise of the option and the necessity of another 
agreement to extend the term. Complainant lays 
stress upon the perpetuity clause of the contract 
between Mr. Edison, the Edison Companies, Lip- 
pincott and the American Company by whieh it 
was agreed that the phonegraphs and supplies for 
use in the United States and Canada should be 
exclusively manufactured by the Edison Phono- 
graph Works in perpetuity. Complainant insist 
that the licenses were in effect extended beyond the 
date mentioned in the contract and for such period 
as the American Company by ifs agreement with 
the Edison Werks was authorized to extend the 
same. The argument proceeds upon the theory 
that as the American Company acquired legal title 
of the Edison phonograph patents, the license 
evanted by that company to the Metropolitan Com- 
pany continued during the life of the patents, and 
the manufacturing contract between the American 
Company and the Edison Works being in perpetu- 
ity, the license privileges conveyed to complain- 
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ant’s predecessors were likewise perpetual or of 
< indefinite duration. This inference, however, is 
not warranted by the law or facts. 

The parties to the various contracts undoubtedly % 
intended to effect a mutually beneficial plan of co- 
operation in promoting and exploiting the phono- 

graph and to maintain, preserve and perpetuate 
the relations established by the contracts. Hence 
such rights, franchises and privileges as the Amer- 
ican Company had authority to convey were con- 
ferred upon complainant’s predecessors. The 
agreements by which the patents were transferred 
to the American Company and the established 
rights of the parties, considered in connection with 
the testimony of Mr. Edison, unquestionably war- 
rant a determination that the parties actually in- 
tended their relation to be continuous and lasting. 
Such contracts not only in terms assigned to the 
American Company the then existing phonograph 
patents and those applied for prior to August 1, 4 
1888, but also any invention or improvement upon 
the phonograph made within fifteen years. 

What precise meaning may be given to the words 
“in perpetuity” (contained in the contract between 
the American Company and Edison Phonograph 
Works), is not necessary to a decision here. The 
duration of the manufacturing contract, as to 
whether it was continuous, perpetual or limited, 
does not affect the authority to extend the licenses 
in question, which the American Company had un- 
der the agreement by which the patents were sold 
to it and the exclusive rights granted as herein- 
above mentioned. That the franchises, rights and 
privileges secured were transmissible to complain- 
ant’s predecessors upon the terms and conditions 
specified in the contract must, therefore, be con- 
ceded. It is well settled that a patent does not 
carry with it any rights beyond the term of the bs 
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patent, or, in the words of Robinson on Patents, 
See. 815, 
“A patentee is not permitted to issue a 
license, beyond his own right.” 


Tt may be noted for illustration that an exten- 
sion of the term of the patent which, in certain 
‘ases, Was permitted under the prior act, does not 
inure to the transferee of a license in the absence 
of language expressive of such intention. Hodge 
et al. v. Tludson River R. Co., 6 Blatch., 85; Wilson 
v. Rousseau et al., 45 U. S., 645; Mitchell v. Haw- 
ley, 6 Fish., 3313 id. 16 Wall, 544. 

Iurthermore, it is held that during the period 
wherein an exclusive right has been granted, the 
patentee or licensor cannot invade the territorial 
license without infringing the grant, and that in 


the absence of express provision covering the dura- 


tion for which a license is granted the legal pre- 
sumption is that the parties meant to continue 
their relations during the term remaining at the 
time the license or privilege is conveyed. This 
would seem to preclude the possibility of the li- 
cense to complainant’s predecessors containing a 
perpetual covenant or valid provision continuing 
the term beyond the life of the patents. However, 
a more serious problem is found in the suggestion 
that the extension clauses contained in the licenses 
to the Metropolitan and New York Companies 
were self-executing and continued beyond March 
26, 1903, without the exercise of formal choice or 
the making of another agreement. As we have 
seen, the license to the Metropolitan Company does 
not expressly require giving notice of any desired 
extension and contains no option clause. The 
phraseology of the paragraph containing the right 
of enlarging the terms of the licenses, though some- 
what confusing and indefinite as to duration, must 
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be read in connection with the prior contracts be- 
iween Mr. Edison and the companies alleged to be 
under his control and the American Company. The 
rule is that. the cireumstances surrounding the 
transaction, the subject matter of the arrange- 
ments and the prior acts of the parties must govern 
the effect given to uncertain or equivocal phrase- 
ology in the contract. Del. L. & W. R. R. Co., v. 
Bowns et al., 58 N. Y., 573. The words “for such 
further time as the party of the first part may be 
authorized to extend such license,’ inserted in the 
license, when considered in relation to the cove- 
nants contained in the agreements whereby all in- 
ventions or improvements in the phonograph made 
by Mr. Edison within fifteen years were to be as- 
signed to the American Company, would seem to 
clarify the evident uncertainty of the extension 
clause. Manifestly, at the time of executing the 
licenses the parties were unable to specify and de- 
terinine the period of their continuance, as that ap- 
parently was dependent upon future improvements 
in the phonograph and the status of the parties at 
the expiration of the original term. Such an in- 
terpretation of the intention of the parties induces 
the holding that inasmuch as improvements were 
made subsequent to the contract of August 1, 1888, 
to wit: in the years 1888, 1889, 1890, 1891, 1892 
and 1893, and patented by Mr. Edison, the license 
privileges or franchises granted by the American 
Company to the Metropolitan Company continued 
without the necessity of further terms or condi- 
tions expressive of such intention. Such being the 
fact the American Company had authority and 
power to convey the privileges mentioned in the 
agreement until the expiration of the life of the 
phonograph and improvement patents. 

The New York Company license: 

Except as hereinbefore pointed out, the provi- 


Raymond R. Wile 
Research Library 


off. 


_\\ ine 
© jade 
as: 

1 to 
sion 
ihe 

o! de- 
{ ap- 
ents 
§ at 

1 in- 
luces 
© were 
i8s8, 
1892 
“ense 
‘jean 
ued 
w@ ondi- 
» the 
and 

1 the 
" the 


ow 


rovi- 


1992 


sions under which the duration of both licenses 
was extended, are the same. The legal effect of 
the option in the New York Company license, in 
my opinion, was to enable that company, if it so 
desired, to abrogate the existing relations. This 
conclusion is not reached without hesitation, but 
further consideration of the evidence warrants 
holding that the option was in effect a reservation 
of aright to the licensee to discontinue the existing 
relations on March 26, 1903, if it no longer wished 
to co-operate in the enterprise. The extension of 
the license obtained by the deposits of stock and 
of the extension license in the manner hereinbefore 
indicated, was for five years and for such further 
time at the option of the New York Company as 
the licensor was authorized to extend the same. 
This evidently was a positive grant and its terms 
doubtless were perfectly understood by the parties. 
As indicated, there is abundant evidence in the 
record from which the intention of the parties to 
extend the license to March 26, 1963, may be ascer- 
tained. Defendant’s contention that it was neces- 
sary as a condition precedent that complainant 
should formally notify the American Company or 
its successors on March 26, 1963, whether it elected 
to continue under the license granted to the New 
York Company, or preferred to exercise its option, 
is thought not to be maintainable. Not only was 
this action instituted prior to March 26, 1903, to 
compel a recognition of complainant’s rights under 
the licenses, but complainant in many ways, as 
shown by the proofs, evidenced its intention to con- 
tinue in the phonograph business and to exercise 
the right of carrying on the same under the license 
agreement. Its franchise rights, however, as has 
been stated, were persistently ignored and disputed 
by Mr. Edison and the defendants. That com- 
plainant endeavored to obtain phonograph records 
and supplies from other dealers when defendants 
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refused to supply the same (as permitted by the 
terms of the license), is also shown. Attention is 
directed to the evidence showing that complain- 
ant’s efforts to obtain phonograph supplies were 
obstructed by a suit instituted by defendant, Na- 
tional Company, against Leeds, Catlin & Company, 
to enjoin them from supplying phonograph records 
or appliances to complainant. As already ob- 
served, the defendants, in my judgment, by their 
acts must be deemed to have regarded the extension 
clause as self executing and operative beyond the 
period therein specified. Moreover, the invasion 
of complainant’s territory by the National Com- 
pany, the refusal on the part of the defendants to 
recognize their exclusive rights granted, together 
with the institution of this action, would seem to 
haye excused the New York Company from for- 
mally exercising any option. Such an act in the 
circumstances presented became nugatory and an 
idle ceremony. The principle is applicable that 
he who obstructs another in the performance of an 
act. which otherwise would be obligatory may not 
avail himself of the non-performance which he him- 
self has occasioned. Dolan v. Rodgers, 149 N. Y., 
489; Shaw v. Insurance Co., 69 N. Y., 286. 

My conclusion is that a rehearing of this cause 
is not necessary. <A re-examination of the record 
and. the correction of the previous opinion I deem 
warranted by the proofs and hence complainant is 
entitled to an injunction and accounting as prayed 
for in the complaint. Such injunction, however, 
may be stayed until determination by the Cireuit 
Court of Appeals of the questions presented pro- 
vided of course an appeal is taken and seasonably 
prosecuted. A decree in conformity with the fore- 
going opinion may be entered. 


(Endorsed)—United States Circuit Court, South- 
ern District of New York, in Equity—New 


Raymond R. Wile 
Research Library 


~ 
~ 
1994 
of York Phonograph Company, Complainant, 
is against Thomas A. Edison et al., Defendants. 
re —Opinion, Hazel, J.—U. 8S. Circuit Court, 
cdly Southern District of New York.—I*iled Apr. 
eos 20, 1905.—John A. Shields, Clerk. 
Wide 
wate 
nee In the Cireuit Court of the United 
ee States for the Southern District of 
“on- New York, held in the Court Room in 
he  - the Post Office Building in the 
‘rod County of New York, on the 2nd day 
Mav ony 
hed of May, 1905. 
~ vith 
© ehh Present—Honorable JoHN R. Hazen, U. S. Judge. 
in- 
ner New York Puonocrapn Com- 
ne PANY, 
Pe bly « . Complainant, 
wt 1, 
ipon VS. 
met THoMAs A. Eprison, Eprson ) Decree. 
em PHoNOGRAPH COMPANY, Ept- 
raph SON PHONOGRAPH WORKS 
S The and the NATIONAL PHONO- 
s Sy GRAPH COMPANY, 
: de ants. 
ited, Defendant 
nses 
Bg This cause came on to be heard upen the bill, 
eo sold answer, replication and evidence, and was argued 
bined on May 81 and June 1, 2 and 3, 1904, by Louis 
hes Hiicks and John C. Tomlinson, Esq.’s, counsel on 
ee behalf of complainant, and by C. L. Buckingham 
ieee and C, M. Tloneh, Esq.’s, counsel on behalf of de- 
ie fendant, National Phonegiaph Company, and was 
— further heard and argued by said counsel on Feb- 
the , ba i. : 
: ruary 27, 1905; and thereupon upon consideration 
~ 
ev 
~ 


Raymond R. Wile 
Research Library 


1995 


thereof it was and hereby is ordered, adjudged and 
decreed as follows: 


Iinsr—That the defendant, National Phono- 
graph Company, has trespassed and infringed up- 
on and wrongfully inyaded the rights of complain- 
ant, New York Phonograph Company, by selling 
and by using, and by causing to be sold and by 
causing to be used by others than complainant, 
within the State of New York, phonographs and 
supplies therefor, and by selling for use, and by 
licensing for use, by others than complainant, 
within the State of New York, phonographs and 
supplies therefor in violation of the provisions of 
and of the rights of the complainant under certain 
contracts as extended bearing date October 12, 
1888, between the North American Phonograph 
Company and the Metropolitan Phonograph Com- 
pany and also between Thomas A. Edison, the Edi- 
son Phonograph Company, the Edison Phonograph 
Works, the North American Phonograph Com- 
pany and Jesse If. Lippincott, and a contract bear- 
ing date the Gth day of February, 1889, between 
the North American Phonograph Company and 
John VP. Haines, and a contract bearing date July 
1, 1893, between complainant and the North Amer- 
ican Phonograph Company. 


Sreconp—That complainant, New York Phono- 
eraph Company, recover from defendant, National 
Phonograph Company, the profits, gains and ad- 
vantages which the said defendant has received or 
made, or which have arisen or accrued to it by 
reason of its said trespass, infringement and 
wroneful invasion, together with the damages 
which the complainant has sustained by reason 
thereof. And since it does not appear to the court 
what such profits and damages are, it is further 

Ordered, adjudged and (lecreed, for special rea 
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sons shown, to wit: the concurrence of the parties 
to the appointment and the long experience in such 
matters of the appointee, that this cause be re- 
ferved to John A, Shields, Esq., a standing exam- 
iner of this court to take, state and report to the 
Court an account of the said profits which the said 
defendant has made or received or which have 
arisen or accrued to it, by reason of said trespass, 
infringement and wrongful invasion of complain- 
ant’s rights, and also to assess the damages which 
the complainant has sustained by reason thereof, 
as above stated. 


Turrp.—That the complainant on such account- 
ing have the right to cause the said defendant, Na- 
tional Phonograph Company, by its officers, agents, 
clerks and employees to be examined ore tenus or 
otherwise, upon oath, touching all matters con- 
tained in said reference; and also to require the pro- 
duction of all books, papers, writing, vouchers and 
other documents applicable thereto, and in the pos- 
session of said defendant or under the control of 
said defendant or its officers; and the said defend- 
ant, by its officers, agents, clerks and employees, 
shall attend fer such purpose before the said mas- 
ter, John A. Shields, Esq., at such times and place 
as he, the said master, shall or may require. 


Fourtn.—That complainant, New York Phono- 
graph Company, recover from defendant, National 
Phonograph Company, the costs herein to be taxed 
by the clerk of this Court. 


Firrn.—tt is further ordered, adjudged and de- 
creed that a writ of injunction issue out of and un- 
der the seal of this Court, as prayed for in the bill 
of complaint herein, directed to said defendant, 
National Phonograph Company, and enjoining and 
restraining said defendant, National Phonograph 
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Company, its officers, agents, clerks, servants, em- 
ployees, attorneys, successors, assigns, associates, 
dealers, confederates and all persons in privity 
with said defendant National Phonograph Com- 
pany from directly or indirectly selling or leasing, 
within the State of New York, phonographs and 
supplies therefor, to others than complainant and 
from using within the State of New York phono- 
graphs and supplies therefor, and from causing to 
be sold or caused to be leased to or causing to be 
used, within the State of New York, phonographs 
and supplies therefor by others than complainant, 
and from selling for use or licensing for use within 
the State of New York phonographs and supplies 
therefor by others than complainant in violation 
of the provisions of and of the rights of the com- 
plainant under certain contracts as extended, bear- 
ing date October 12, 1888, between the North 
American Phonograph Company and the Metropoli- 
tan Phonograph Company and also between 
Thomas A. Edison, the Edison Phonograph Com- 
pany, the Edison Phonograph Works, the North 
American Phonograph Company and Jessie TI. 
Lippincott, and a contract bearing date the 6th day 
of Iebruary, 1889, between the North American 
Phonograph Company and John P. Haines, and a 
contract bearing date July 1, 1893, between com- 
plainant and the North American Phonograph 
Company. 
JOHN R. HAZEL, 
UG. 8. Ss 
Approved as to form. 
Ro,inson, BippLte & Ward, 
For Deft. N. P. Co. 
Louis Hicks, 
For Complainant. 


(Endorsed)—U. 8S. Circuit Court, Southern Dis- 
trict of N, Y.—In Equity, No, 7719.—New 
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York Phonograph Co. Complt. vs. Thomas ‘A. 
Edison, Edison Phonograph Co., Edison 
Phonograph Works and National Phonograph 
Co, Defts—Deeree.—Louis Hicks, Counsel for 
Complainant, 25 Pine Street, New York.—U. 
S. Cireuit Court, Southern District of New 
York.—Filed May 2, 1905.—John A. Shields, 
Clerk. 


In the Cireuit Court of the United 
States for the Southern District of 
New York, held in the Court Room in 
the Post Office Building in the County 
of New York, on the 2nd day of May, 
1905. 


Present—Honorable Joun H. Hazen, U. S. Judge. 


eee 


New York PHoNoGRAPH CoM- 
PANY, 
Complainant, 


VS. 
Order staying 


THomas <A. EDpIson, TpISON ‘ ; 
Injunction. 


PHonoGRarH CoMPANy, EDt- 
son PHonoGRrapH Works and 
THe NATIONAL PHONOGRAPH 
CoMPANY, 

Defendants. 


A decree for an injunction in favor of the com- 
plainant, New York Phonograph Company, and 
against defendant, National Phonograph Company, 
in the aboye-entitled suit in equity having been 
made and filed herewith, it is 

Ordered, adjudged and decreed that the said in- 
junction against the said defendant, National 
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Phonograph Company, be and the same hereby is, 
stayed till the first day of July, 1905; that if on or 
before the said first day of July, 1905, said defend- 
ant National Phonograph Company shall have 
perfected an appeal to the United States Circuit 
Court of Appeals for the Second Circuit from said 
decree for an injunction and shall, on or before that 
date, have filed a bond in the office of the clerk of 
this Court in an amount, and with surety approved 
by the complainant’s counsel, or fixed and approved 


by this Court, said bond to be conditioned upon the. 


payment to complainant by defendant National 
Phonograph Company, in case the said decree shall 
be affirmed by the said United States Circuit Court 
of Appeals of all profits which shall be made by or 
which shall accrue to said defendant National 
Phonograph Company, and of all damages which 
shall be sustained by. complainant, New York 
Phonograph Company, by reason of this stay of the 
said injunction, then this stay is continued till the 
first day of the next term of said United States Cir- 
cuit Court of Appeals; that if then said appeal is 
docketed and noticed for hearing by defendant Na- 
tional Phonograph Company, as a preferred cause, 
this stay is continued till the hearing, decision and 
mandate of said United States Circuit Court of Ap- 
peals. 

It is further ordered that the bond hereinbefore 
referred to be in the amount of $10,000. 

JOHN R. HAZEL, 
Bo Fs 
Approved as to form. 
Ropinson, Brpte & Ward, 
For Defts. 
Louis Hicks, G es 
For Complainant. 


(Endorsed)—U. 8. Circuit Court, Southern Dis- 
trict of N. Y.—In Equity, No. 7719.—New 
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York Phonograph Co., Complt., vs. Thomas A. 
Edison, Wdison Phonograph Co., Edison 
Phonograph Works and National Phonograph 
Co., Defts.—Order Staying Injunction.—Louis 
licks, Counsel for Complainant, 25 Pine St., 
New York.—vU. 8S. Circuit Court, Southern 
District of New York.—Filed May 2, 1905.— 
John A. Shields, Clerk. 


CIRCUIT COURT OF THE UNITED STATES, 


SouTHEeRN Disrricr or New York. 


New York PHONOGRAPH CoM- 
PANY, 
Complainant, 


VS. 


Ton NATIONAL PHONOGRAPH 
COMPANY, 
Defendant. 


Impleaded with Trmomas A. 
Epison, Tum Epison PHONO- 
GRAPH CoMPANY and THR 
EDISON PHONOGRAPIHL WorkKS. 


Know all men by these presents: That we, the 
National Phonograph Company, as principal, and 
Irederal Union Surety Company, as Surety, are held 
and firmly bound unto New York Phonograph Com- 
pany, complainant above named, in the sum of Ten 
thousand dollars ($10,000), to be paid to the said 
New York Phonograph Company or its successors, 
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to which payment, well and truly to be made, we 
bind ourselves, and cach of us, jointly and sever- 
ally, and our and each of our successors, firmly by 
these presents. 

Sealed with our seals and dated the 19th day of 
May, 1905. 


Whereas, lately in the action hereinabove en- 
titled, a certain order or decree was made and en- 
tered on the 2d day of May, 1905, wherein and 
whereby it was directed, among other things, that 
an injunction issue out of and under the seal of this 
Court, enjoining and restraining the defendant Na- 
tional Phonograph Company from doing or suffer- 
ing the matters and things in said decree at length 
set forth; and 

Whereas, by another order of this Court also 
bearing date the 2d day of May, 1905, the operation 
of said injunction was stayed for a time and upon 
terms therein at length set forth pending an appeal 
by the defendant. National Phonograph Company to 
the United States Circuit Court of Appeals for the 
Second Circuit, provided that a bond be filed in the 
office of the Clerk of this Court in the sum of $10,- 
000; and 

Whereas, such appeal to said United States Cir- 
uit Court of Appeals for the Second Circuit has 
been taken by said defendant National Phonograph 
Company. 

Now, therefore, the condition of this obligation 
is such, that if the above named defendant Na- 
tional Phonograph Company shall, in the event of 
the said order or decree of May 2d, 1905, first above 
alluded to being affirmed by the said United States 
Circuit Court of Appeals, pay to the complainant 
New York Phonograph Company all profits which 
shall be made or which shall accrue to said defend- 
ant National Phonograph Company, and all dam- 
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ages which shall be sustained by the complainant, 
New York Phonograph Company, by reason of the 
stay of the said injunction directed by said decree 
or order of May 2d, 1905, first hereinabove referred 
to, then and in such case this obligation shall be 
yoid; otherwise to remain in full force and virtue. 
NATIONAL PHONOGRAPH Co., 
By W. E. Gimorp, 


[SEAL. | President. 
Attest: 
Epcar W. DENNISON, 
Secretary. 
FEDERAL UNION SuRETY COMPANY, 
[ SEAL. ] By Rosert M. NuGEN?, 


Res. Vice-President. 
Attest: 
I’. Srearns EDIcK, 
Res. Asst. Secretary. 
Statp or New YorK,/ __ . i 
County of New York, ci . 


On this 18th day of May, 1905, before me person- 
ally appeared Roperr M. NuGent, Resident Vice- 
President of the Federal Union Surety Company, 
with whom I am personally acquainted, who, being 
by me duly sworn, said that he resides in the County 
of New York, State of New York; that he is the 
Resident Vice-President ef the Federal Union 
Surety Company, the corporation described in and 


which executed the within instrument; that he . 


knows the corporate seal of said Company; that 
the seal affixed to the within instrument is such 
corporate seal; that it was affixed by order of the 
Board of Directors of said Company, and that he 
signed said instrument as Resident Vice-President 
of said Company by like authority; and that the 
liabilities of said Company do not exceed its assets, 
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as ascertained in the manner provided in Section 2, 
Chapter 720 of New York Session Laws of 1893. 

And the said Robert M. Nugent further said that 
he is acquainted with I’. Stearns dick, and knows 
him to be the Resident Assistant Secretary of said 
Company; that the signature of the said I*. Stearns 
Edick subscribed to the said instrument is in the 
genuine handwriting of the said F. Stearns Edick, 
and was thereto subscribed by the like order of the 
said Board of Directors and in the presence of him, 
the said Resident Vice-President. 

[SEAL. | CATHRYN F. ASPELL. 


EXTRACT FROM BY-LAWS. 


Be it remembered, That at a meeting of the 
Board of Directors of the FEDERAL UNION SURETY 
CoMPANY, duly called and held on the 10th day of 
July, 1901, a quorum being present, the following 
By-Laws were adopted: 


“ARTICLE VIII, SECTION 1. The President, Vice- 
“President, or Second Vice-President may, from 
“time to time, appoint Resident Vice-Presidents, 
“Resident Assistant Secretaries and Attorneys in 
“Tact, to represent and act for and on behalf of the 
“Company, and either the President, Vice-Presi- 
“dent, Second Vice-President, the Board of Direec- 
“tors or the Executive Committee may, at any time, 
“remove any such Resident Vice-President, Resi- 
“dent Assistant Secretary, or Attorney in Fact, and 
“revoke the power and authority given him.” 


“Sec, 3. Resident Vice-Presidents shall have 
“power and authority to sign and execute on behalf 
“of the Company, any and all bonds, recognizances, 
“contracts of indemnity, and other writings oblig- 
“atory in the nature thereof, and to bind the Com- 
‘pany thereby as fully and to the same extent as 
“the President could bind it.” 


” ; 


Raymond R. Wile 
Research Library 


a 


2004 


“Sec. 4. Resident Assistant Secretaries shall 
“have power and authority to affix the seal of the 
“Company to, and attest, on behalf of the Company, 
“any and all bonds, recognizances, contracts of in- 
“demnity and other writings obligatory in the 
“nature thereof, as fully and to the same extent as 
“the Secretary could bind it.” 


Savy OF INDIANA, } 
County of Marion. ( 
1, C. R. TINK LE, Assistant Secretary of the Frp- 
ERAL UNION Surety Company, do hereby certify 
that the above and foregoing is a true and correct 
extract from the By-Laws adopted by the Board of 
Directors of said Company, at a meeting held on 
the tenth day of July, 1901, as the same appears 
upou the records of the Conipany now in my pos- 
session and custody as Assistant Secretary. 

I further certify that in accordance with the pro- 
Visions of the foregoing 'y-Laws the following 
named persons were duly appointed in the capaci- 
ties and on the dates as respectively shown : 

As Resident Vice-President at New York, N. Y., 
appointed Pebruary 23d, 1905: 

R. M. NUGENT. 

As Resident Assistant Secretaries at New York, 

N. Y., appointed February 27th, 1905: 
SUMNER S. BOWMAN, 
I. STEARNS Epic, 
May i. McCabe, 

and that such appointments remain unrevoked. 


SS. 


In witness whereof, T have hereunto set my hand 
and affixed the seal of said Company at the City of 
Indianapolis, this 18th day of May, A. D. 1905. 

[ SEAL. | C. R. HINKLE, 
Assistant Secretary. 


(Endorsed )—U. 8. Circuit Court, South. Dist. N. 
Y.—N. Y. Phono. Co., Complt., vs. The Nat’l 
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A Phono. Co., Deft., Impleaded with Thomas A. 

* Edison, et al.—Bond for Damages.—Robinson, 

k Siddle & Ward, Solrs. for Defendants, No. 79 


Wall St., New York City——Within bond for 8 
damages is hereby approved. June 1, 1905. 

Louis Hicks, Counsel for New York Phono. 
Co.—<Approved as to form and_ sufficiency, 

John R. Hazel, U. 8S. J.—U. 8S. Circuit Court, 

Southern District of New York.—Filed Jun. 2, 

1905.—John A. Shields, Clerk. 


At a Stated Term of the Circuit Court 
of the United States for the Second 
Judicial Circuit, in the Southern Dis- 
trict of New York, held at the Court 
Rooms in the City of New York on 
the 28rd day of May, one thousand 
nine hundred and five. 


Present—Hon. E. Il. LAcomMsBn, e 
U.S. Circuit Judge. 


New York PHoNoGRAPH Com- 
PANY, 
Complainant, 


VS. 


THR NATIONAL PHONOGRAPH 
COMPANY, 
Defendant, 


Impleaded with THomas A. 
Epison, TH Epison PHono- 
GRAPH CoMPANY and THE 
EDISON PHONOGRAPH Works. 


On motion of Robinson, Biddle & Ward, Esqs., a 
solicitors for complainant, f 
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It is ordered: That an appeal to the United States 
Circuit Court of Appeals for the Second Circuit 
from the order or deeree heretofore filed and en- 
tered herein on the 2d day of May, 1905, be, and the 
same hereby is, allowed; and that a certified tran- 
script of the record, testimony, exhibits, stipula- 
tions and all proceedings herein be forthwith 
transmitted to said United States Circuit Court 
of Appeals; and it is 

Further ordered: That the bond for costs on said 
appeal be fixed at the sum of $250. 


Dated May 28rd, 1905. 


BE. H. LACOMBR, 
U.S. Circuit Judge. 


CIRCUIT COURT OF THE UNITED STATES, 


SouTHERN DIsTrRicT OF NEW YORK. 


New YorkK PHONOGRAPH COM- 
PANY, 
Complainant, 


VS. 


THr NATIONAL PHONOGRAPIL 
COMPANY, 
Defendant, 


Impleaded with THomas A. 
Epison, THR EDISON PHONO- 
erapH COMPANY and THR 
EpisoN PHONOGRAPH WorKS. 


The defendant above named herein, the National 
Phonograph Company, feeling itself aggrieved by 


Raymond R. Wile 
Research Library 


2007 


the order and decree made and entered in this 
Court in the action above entitled on the 2d day of 
May, 1905, whereby it was adjudged that this de- 
fendant had irespassed and infringed upon and 
wrongfully invaded the rights of the complainant, 
New York Phonograph Company by selling and 
using, and by causing to be sold and by causing to 
he used by others than complainant in the State 
of New York phonographs and supplies therefor, 
and by selling for use and by licensing for use by 
others than complainant in the State of New York 
phonographs and supplies therefor, as by a refer- 
ence to said order or decree will more fully and at 
large appear; and wherein it was further directed 
and adjudged that the complainant recover from 
the defendant ihe profits, gains and advantages 
which the defendant the National Phonograph Com- 
pany received or made or which had arisen 
or accrued to it by reason of the trespass, in- 
fringement and wrongful invasion so as afore- 
said found by the Court; and wherein it 
was further adjudged and decreed that a writ 
of injunction issue out of and under the seal 
of your Honorable Court, as prayed for in the bill 
of complaint in this action, as by a further refer- 
ence to said order or decree will more fully and at 
large appear, hereby appeals from said order or de- 
cree dated and entered in this cause’on the 2d day 
of May, 1905, to the United States Circuit Court 
of Appeals for the Second Circuit, and so appeals 
from each and every part of said order or decree, 
And said defendant National Phonograph Com- 
pany now comes, by -Robinson, Biddle & Ward, 
Esqrs., its solicitors, and petitions the Court for an 


order allowing said defendant, National Phono- 


graph Company, to prosecute said appeal, and also 
for an order fixing the amount of security for costs 
which defendant shall give and furnish upon such 
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appeal, and that upon the giving of such security 
all proceedings in this Court be suspended until 
the termination of such appeal. 
And so your petitioner will ever pray. 
Rorinson, Bippte & WARD, 
Solicitors for Defendant National 
Phonograph Company. 


(indorsed )—U. 8. Cirenit Court, Southern Dist. 


N. Y.—N. Y. Phono. Co., Complt., vs. The 
Nat'l Phono. Co., Deft., Impleaded with 
Thomas A. Edison, et al.—Petition of Appeal 
and Order of Allowanece.—Robinson, Biddle & 
Ward, Solrs. for Deft., N. P. Co., No. 79 Wall 
St., New York City.—Due service of within 
Petition & Order is hereby admitted, this 25th 
day of May, 1905. Disha IX. Camp, Solicitor 
for Complainant.—U. 8. Circuit Court, South- 
ern District of New York.—Filed May 31, 
1905.—Jonn A. Shields, Clerk. 
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CIRCUIT COURT OF THE UNITED STATES, 


Soutrnern Disrricr or New Yor. 


New York PHonocrarn Com- 
PANY, 
Complainant, 


VS. 


THomMas <A. Episox, Eprtson \ In Equity. 
Pronocrarn Company, Epr-{ No. 7719. 
son PHoNOGRAPTE Works and 
THe NATIONAL PHONOGRAPH 
COMPANY, 

Defendants. 


Assignment of Error Pursuant to Rule 
11 of the United States Circuit 
Court of Appeals for the Second 
Circuit. 


The National Phonograph Company, defendant- 
appellant, respectfully shows that the Court below 
erred : 


Ist. In not finding that the complainant, New 
York Phonograph Company, had abandoned all 
business, and particularly the business of selling, 
leasing or otherwise dealing in phonographs and 
supplies therefor at least as early as the year 1895. 


2nd. In not finding that the complainant, New 
York Phonograph Company, did not, did not. at- 
tempt to, could not, and would not resume the 
phonograph business after the sale by the Receiver 
of the assets of the North American Phonograph 
Company. 
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3rd. In not finding that the complainant, New 
York Phonograph Company, had failed to perform 
its legal obligations to continue and maintain the 
phonograph business as a prerequisite for the en- 
forcement of its rights under the contracts referred 
to in the bill of complaint herein. 


4th. In not finding that those contractual rela- 
tions which had been created between the North 
American Phonograph Company and the complain- 
ant, and which were executory in their nature, had 
ceased to be effective upon the insolvency and sale 
of the assets of the North American Phonograph 
Company. 


5TH. In finding that the performance of those 
obligations which were executory in cheracter, and 
which had been created between the North Ameri- 
can Company and this complainant, might devolve 
upon others than the parties to the contracts under 
which such obligations were undertaken and as- 
sumed. 


6TH. In not finding that the proposed contract 
between the North American Phonograph Company 
and the Metropolitan Phonograph Company, dated 
the 23d day of June, 1890, for an extended license 
term for the period between October 12, 1893. and 
March 26, 1903, was never lawfully delivered and 
never became operative between the parties. 


7TH. In not finding that the proposed «ontract 
between the North American Phonograph Company 
and the New York Phonograph Company, dated 
the 18th day of June, 1889, for an extended license 
term for the period between February 6, 1894, and 
March 26, 1908, was never lawfully delivered and 
never became operative between the parties. 
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Sri. In not finding that as a condition precedent 
to the lawful delivery, execution and consummation 
of the proposed contracts referred to in the 6th and 
7th assignments of error, the Metropolitan Phono- 
graph Company and the New York Phonograph 
Company were cach obligated to deliver and trans- 
fer to the North American Phonograph Company, 
Jesse LL. Lippincott, or their representatives, two 
thousand five hundred shares of their capital stock ; 
that such stock was not delivered, and that deliv- 
ery thereof was withheld and prevented by com- 
plainant. 


Yrit. In net finding that the action of the com- 
plainant in withholding and preventing the deliy- 
ery of the shares of stock mentioned in the proposed 
contracts referred to and described in the 6th and 
Tth assignments of error constituted acts of rescis- 
sion which were accepted as such by the North 
American Phonograph Company, its representa- 
tives, and the representatives of Jesse HL. Lippin- 
colt; and in not finding that, even if the parties had 
constructively accepted and entered upon said pro- 
posed contracts during the period of the so-called 
suspension agreement, which ran from July 1, 18938, 
to July f, 1895, said contracts were thereby re- 
scimded and set aside. 


10vrr. In not finding that the rights of the com- 
plainant’s predecessors, the New York Phonograph 
Company and the Metropolitan Phonograph Com- 
pany, terminated with the expiration of the five- 
year terms granted to the New York Phonograph 
Company, through John P. Haines, by the agree- 
ment dated February 6, 1889, and to the Metro- 
politan Phonograph Company by the agreement 
dated October 12, 1888, except as to such terms may 
have been prolonged by the so-called suspension 


0 
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agreement, dated July 1, 1893, and terminating 
July 1, 1895. 


1irn. In finding that the exclusive territorial 
rights and privileges of complainant, within the 
State of New York, existed beyond March 26, 1903, 
and in not finding that said rights terminated on or 
before said March 26, 1903. 


121TH. In finding that Mr. Edison contracted to 
sell the stock of the Edison Phonograph Works to 
the North American Phonograph Company, or that 
the North American Company ever owned shares 
in said Edison Phonograph Works. 


137TH. In finding that the failure of the complain- 
ant’s phonograph business was due to defects or 
imperfections in the phonograph, and in not find- 
ing the same chiefly due te the unfitness of the 
phonograph as then made for amusement purposes. 


14rH. In finding that the failure of complainant’s 
* phonograph business was due in any respect to in- 
ability to procure machines. 


15TH. In finding that Mr. Edison became a con- 
trolling stockholder in the North American Phono- 
graph Company in the years 1889 to 1893, or at any 
time thereafter. 


16TH. In finding that the New York Phonograph 
Company insisted upon its exclusive rights in 1896, 
or that prior to the bringing of this suit more than 
perfunctory demands in that behalf were made 
upon Mr. Edison by said company. 


177TH. In finding that complainant was not guilty 
of laches in not sooner attempting to assert its ex- 
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clusive rights against the National Phonograph 
Company. 


18rH. In finding that the National Phonograph 
Company, prior to the bringing of this suit, was not 
led by the conduct of complainants to believe that 
complainant had abandoned its alleged exclusive 
rights. 

197rH. In finding that it was not defendant’s right 
to urge complainant’s insolvency as a reason for 
the abrogation of complainant’s exclusive license. 


20rH. In finding “that complainant could have 
procured any necessary finances to actively estab- 
lish the [phonograph] business if the defendant 
had acquiesced in its exclusive license and fur- 
nished phonographs and supplies under such license 
after acquiring the assets and good will of the 
American Company.” 


21st. In finding that the proposed contracts for 
extension licenses between the North American 
Phonograph Company and complainant’s predeces- 
sor companies, dated the 23d day of June, 1890, 
and the 13th day of June, 1889, respectively, were 
in themselves “completed contracts and not depend- 
ent upon a future occurrence and contingency; 
and that the deposit of said proposed contracts 
“was not an escrow dependent upon the perform- 


ance of future conditions ;” and that the notices by- 


complainant “to the depositary not to make de- 
livery of the stock could not affect the contract 
rights as the delivery of the stock was not essential 
to its [the contract’s] effectiveness;” and in find- 
ing that said contracts were “not separable or di- 
visible in the sense that the money paid was in con- 
sideration of the first item [the five-year license 
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terms] and the delivery of the capital stock for the 
second [the ten-year extension terms].” 


2°n, In finding that it was not the privilege of the 
North American Phonograph Company, its repre- 
sentatives, or the representatives of Jesse H. Lip- 
pincott to accept the acts of complainants in with- 
holding the stock of the Metropolitan and New 
York Phonograph Companies as a rescission of 
whatever contract may theretofore have existed 
with reference to license extensions for terms sub- 
sequent to the five-year grants which expired Octo- 
ber, 12, 1893, and February 6, 1894. 


23p. In finding “that the ‘stop, notice’ was en- 
tirely outside of the provisions of the contract and, 
therefore, could not have served for the purpose in- 
tended ;” and in finding that it was not the privi- 
lege of the North American Phonograph Company, 
its representatives and the representatives of Jesse 
Il. Lippincott to accept the acts of complainants as 
and for the purpose intended. 


247. In not affirmatively finding that, even if 
complainant became entitled to a license under cer- 
tain improvement patents granted to said Edison 
after 1888 for improvements made subsequent 
thereto, such license did not and could not apply to 
such phonographie improvements as were made by 
said Edison or others after the sale of the assets of 
the North American Phonograph Company in Janu- 
ary, 1896, that is to say, after said North American 
Phonograph Company and Jesse H. Lippincott 
wholly ceased to perform their part and obliga- 
tions under the various contracts between said 
Edison, said Lippincott and said company. 
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25rn. In finding that the National Phonograph 
Company had trespassed or infringed upon or 
wrongfully invaded the rights of the complainant, 
New York Phonograph Company, in any way what- 
soever. 


26TH. In directing that New York Phonograph 
Company recover from National Phonograph Com- 
pany any profits, gains or advantages whatsoever 
and in directing an account therefor. 


277rH. In directing that a writ of injunction issue 
out of and under the seal of the Court as prayed 
for in the bill of complaint herein, and in so enjoin- 
ing the defendant National Phonograph Company 
from selling or leasing within the State of New 
York phonographs and supplies therefor to others 
than complainant, and from using within the State 
of New York phonographs and supplies therefor, 
and from causing to be sold, or causing to be leased 
or causing to be used within the State of New York 
phonographs or supplies therefor by others than 
the complainant herein, and from selling for use or 
licensing for use within the State of New York 
phonographs and supplies therefor by others than 
the complainant herein. 


287TH. In refusing to dismiss the bill of complaint 
herein, with costs. 
ROBINSON, Brwpte & Warp, 
Solicitors for Defendant, 
National Phonograph Co. 


(Endorsed)—U. S. Circuit Court, 8S. D. of N. Y.— 
N. Y. Phonograph Co., Complt., vs. National 
Phonograph Co., &¢.—Assignments of Error.— 
Robinson, Biddle & Ward, Solicitors for Natl. 
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Phono. Co., No. 79 Wall St., Borough of Man- 
hattan, New York City.—U. 8. Cireuit Court, 
Southern Distriet of New York.—Viled May 
23, 1905.—John A. Shields, Clerk. 


CIRCUIT COURT OF THE UNITED STATES, 


SouruErRN Districr or New Yor«K, 


New York PHONOGRAPH COM- 
PANY, 
Complainant, 


‘VS. 


THE NATIONAL PHONOGRAPH 
COMPANY, 
Defendant, 


Impleaded with Tomas A. 
Epison, THE EpIson PHONO- 
GRAPH CoMPANY and THE 
EpIsON PHONOGRAPH WORKS. 


Know all men by these presents: That we, the 
National Phonograph Company, as principal, and 
Federal Union Surety Company, as surety, are 
held and firmly bound unto the New York Phono- 
graph Company, the complainant above named, in 
the sum of $250.00, to be paid to said New York 
Phonograph Company, its certain successors, at- 
torney or attorneys, to which payment, well and 
truly to be made, we bind ourselves and each of us 
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jointly and severally, and our and each of our suc- 
cessors, firmly by these presents. 

Sealed with our seals and dated the 19th day of 
May, 1905. 


Whereas, the above-named defendant National 
Phonograph Company has taken an appeal to the 
United States Circuit Court of Appeals for the 
Second Circuit from a certain order or decree made 
and entered in the action above entitled by the Cir- 
cuit. Court of the United States for the Southern 
District of New York, on the 2d day of May, 1905. 

Now, therefore, the condition of this obligation 
is such that if the above-named National Phono- 
graph Company shall prosecute said appeal to effect 
and answer all costs if it shall fail to make good 
its said appeal, then this obligation shall be void, 
otherwise to remain in full force and virtue. 


[SEAL. ] NATIONAL PHONOGRAPH Co., 
By W. E. GILMore, 
President. 
Attest: 
Epcar W. DENNISON, 
Secretary. 


[SEAL] FEDERAL UNION SuRETY COMPANY, 
By Ropert M. NUGENT, 
Res. Vice-President. 
Attest: 
I’, STEARNS EpICK, 
Res. Asst. Secretary. 


Srare or New Yorn, 
County of New York, : 


On this 18th day of May, 1905, before me person- 
ally appeared Rospert M. NuGent, Resident Vice- 
President of the Federal Union Surety Company, 
with whom I am personally acquainted, who, being 


fa 
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by me duly sworn, said that he resides in the County 
of New York, State of New York; that he is the 
Resident Vice-President of the Iederal Union 
Surety Company, the corporation described in and 
Which executed the within instrument; that he 
knows the corporate seal of said Company; that 
the seal affixed to the within instrument is such 
corporate seal; that it was affixed by order of the 
Board of Directors of said Company, and that he 
signed said instrument as Resident Vice-President 
of said Company by like authority; and that the 
liabilities of said Company do not exceed its assets, 
as ascertained in the manner proyided in Section 3, 
Chapter 720 of New York Session Laws of 1893. 

And the said Robert M. Nugent further said that 
he is acquainted with I. Stearns Edick, and knows 
him to be the Resident Assistant Secretary of said 
Company ; that the signature of the said I’. Stearns 
Edick subscribed to the said instrument is in the 
genuine handwriting of the said I. Stearns Edick, 
and was thereto subscribed by the like order of the 
said Board of Directors and in the presence of him, 
the said Resident Vice-President. 

[ SEAL. | CATHRYN FI, ASPELL, 
Notary Public, 
New York County. 

Cert. filed in Kings, Queens, Suffolk, Richmond 

& Westchester Counties. 


EXTRACT FROM BY-LAWS. 


Be it remembered, That at a meeting of the 
Board of Directors of the FeperaL UNion Surery 
CoMPANY, duly called and held on the 10th day of 
July, 1901, a quorum being present, the following 
By-Laws were adopted: 
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“ARTICLE VIII, Srction 1. The President, Vice- 
“President, or Second Vice-President may, from 
“time to time, appoint Resident Vice-Presidents, 
“Resident Assistant Secretaries and Attorneys in 
“Fact, to represent and act for and on behalf of the 
“Company, and either the President, Vice-Presi- 
“dent, Second Vice-President, the Board of Direc- 
“tors or the Executive Committee may, at any time, 
“remove any such Resident Vice-President, Resi- 
“dent Assistant Secretary, or Attorney in Fact, and 
“revoke the power and authority given him.” 


“Sno. 8. Resident Vice-Presidents shall have 

ower and authority to sign and execute o 1 
_ 1 authority to sig le te on behalf 
“of the Company, any and all bonds, recognizances, 
“contracts of indemnity, and other writings oblig- 
“atory in the nature thereof, and to bind the Com- 

pany thereby as fully and to the same extent as 
“pany thereby fully and to tl tent 
“the President could bind it.” 


“Src. 4. Resident Assistant Secretaries shall 
“have power and authority to affix the seal of the 
“Company to, and attest, on behalf of the Company, 
“any and all bonds, recognizances, contracts of in- 
“demnity and other writings obligatory in the 
‘nature thereof, as fully and to the same extent as 
“the Secretary could bind it.” 


STATH OF INDIANA, ae 
County of Marion, (~ "* 


I, C. R. Hinxkie, Assistant Secretary of the Fep- 


ERAL UNION Surety CoMPANy, do hereby certify 
that the above and foregoing is a true and correct 
extract from the By-Laws adopted by the Board of 
Directors of said Company, at a mecting held on 
the tenth day of July, 1901, as the same appears 
upon the records of the Company now in my pos- 
session and custody as Assistant Secretary. 
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T further certify that in accordance with the pro- 
visions of the foregoing By-Laws the following 
named persons were duly appointed in the capaci- 
ties and on the dates as respectively shown : 

As Resident Vice-President at New York, N. Y., 
appointed February 23d, 1905: 

R. M. NUGENT. 


As Resident Assistant Secretaries at New York, 
N. Y., appointed February 27th, 1905: 
SUMNER S. BOWMAN, 
I’, STEARNS EDICK, 
May E. McCase, 


and that such appointments remain unrevoked. 

In witness whereof, | have hereunto set my hand 
and affixed the seal of said Company at the City of 
Indianapolis, this 18th day of May, A. D. 1905. 

[ SEAL. ] C. R. HINKLE, 
Assistant Secretary. _ 


(Endorsed) —U. S. Cireuit Court, South’n Dist. 
N. Y.—N. Y. Phono Co., Complt., vs. The 
Nat'l Phono. Co., Deft., Impleaded with 
Thomas A. Edison ef a/.—Bond for Costs.— 
Robinson, Biddle & Ward, Solrs. for Complt., 
No. 79 Wall Street, New York City.—Approved 
as to form and also as to sutlicienecy of sure- 
ties, with reservation, however, to the com- 
plainant-appellee of the right at any time to 
examine the proper officers of the Surety Com- 
pany under oath, touching its assets, liabili- 
ties and financial condition generally.—FE. 
Henry Lacombe, U. 8. Cireuit Judge.—tw. S. 
Circuit Court, Southern District of New York. 
—Filed May 31, 1905.—John A. Shields, Clerk. 
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United States of America, ss.: 


Tab PRESIDENT OF THE UNITED STATES TO THE NEW 
YoRK PHONOGRAPH COMPANY, GREETING : 


You are hereby cited and admonished to be and 
appear at the United States Circuit Court of Ap- 
peals for the Second Cireuit, to be held in the 
United States Court and Post Office Building, in 
the Borough of Manhattan and City of New York, 
in the State of New York, within thirty days from 
the date of this writ, pursuant to an appeal filed in 
the office of the Clerk of the Circuit Court of the 
United States for the Southern District of New 
York, wherein the National Phonograph Company 
is the appellant and you are appellee or respondent ; 
and then and there show cause, if any there be, why 
the order or decree in the said appeal mentioned 
should not be corrected and speedy justice should 
not be done to the parties in that behalf. 

Witness the Hon. E. Henry Lacomen, Judge of 
the United States Circuit Court for the Second Cir- 
cuit, at the City of New York, this 23d day of May, 
A. D. 1905. 

BE. H. LAcoMBn, 
Circuit Judge. 


(Endorsed)—U. S. Circuit Court, Southern Dist. 
N. Y.—N. Y. Phono. Co., Complt., vs. The 
Nat’] Phono. Co., Deft., Impleaded with 
Thomas A. Edison et al.—Citation.—Robinson, 
Biddle & Ward, Solrs. for Complt., No. 79 
Wall Street, New York City——Service of with- 
in Citation is hereby admitted this 25th day of 
May, 1905.—Elisha K. Camp, Solicitor for 
Complainant.—U. S. Circuit Court, Southern 
District of New York.—Filed May 31, 1905.— 
John A. Shields, Clerk. 
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UNITED STATES OF AMERICA, - 
= Southern District of New York, (77° 
~ 
1, NEW ¢ 1, Joun A. Suienps, Clerk of the Circuit Court of 
it the United States of America, for the Southern Dis- 
and trict of New York in the Second Circuit, do hereby 
eg . : 
"e: certify that he foregoing pages, numbered from one 
a rm to 2,020, inclusive, contain a true and complete p 
atl Ps transcript of the record and proceedings had in said 
“orl Court, in the cause entitled National Phonograph 
ork, 4 . z “ 
sista Company, Appellant, against The New York Phono- 
a mn graph Company, Appellee, as the same remain of 
rahe record and on file in my office. 
. sey In testimony whereof, I haye caused the seal of 
aa the said Court to be hereunto affixed, at the City of 
" + r . * ° 
f 4 ake New York, in the Southern District of New York, 
ch ; 7 in the Second Circuit, this 7th day of July, in the 
_ a year of our Lord one thousand nine hundred and 
rr 
sould five and of the Independence of the said United 
(> ra Cf States the one hundred and thirtieth. 
fire of [L. 8] ; JOHN A. SHIELDS, 
Ad Cir- Clerk. 
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